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RECENT CANADIAN DECISIONS* 
By Harold G. Fox, Q.C.* 


Canadian jurisprudence in the field of trademarks has now 
progressed to the point where the Trade Marks Act of 1953 is at 
last receiving some authoritative interpretations at the hands of 
the courts. It is obvious that any statute, particularly one that 
makes radical departures from existing principles in any field of 
law, must necessarily develop a number of points on which doubts 
arise as to the proper construction to be placed on the words of 
the enactment. Inquiries must be pursued as to the intent of the 
legislators in framing any particular section of the statute and 
this presents difficulties in Canada that do not exist in the United 
States. Contrary to the principles existing to the south of the 
border, neither the Report of the Trade Mark Law Revision 
Committee, which led to the passing of the Trade Marks Act of 
1953, nor the reports of the debates and proceedings in Parlia- 
ment, can be looked at as aids to interpreting the Act. The in- 
tention of the legislators must, in general, be decided upon an 
examination of the words of the statute themselves. It is there- 
fore gratifying to see the beginning of this process taking place. 

Of course, as would be expected when a system of opposition 
to applications for registration was introduced by the 1953 Act, 
the decisions of the Registrar continue to supply the bulk of 
authority, particularly in deciding the critical point of whether 
or not a mark offered for registration is confusing with one al- 
ready on the register or in previous use. These decisions appear 
in summary form in the accompanying tables.’ But for the first 
time judgments of the Exchequer Court of Canada have been 
handed down in appeals from such decisions by the Registrar. 

In my last report it was noted that the Registrar rejected 
an opposition to registration of the trademark srars-o-Pepic, hold- 
ing that the word was not confusing with the previously registered 








+ 800.4—oTHER STATUTES—FOREIGN LAW. 
* Member of the Toronto, Ontario Bar; Foreign Associate Member of USTA. 
1. For tables, see pages 659 to 663. 
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trademark PostuREPEDIC, both used in association with mattresses, 
on the ground that the suffix pepiIc was common to the trade.’ 
An appeal was taken to the Exchequer Court* and was dismissed. 
In giving judgment, Thorson P. pointed out that the appeal pro- 
vided by section 55(1) of the Trade Marks Act is an appeal from 
the Registrar’s decision, not from the reasons on which he based it. 
The court is therefore not concerned with whether the reasons 
given by the Registrar for his decisions are right or wrong. The 
only question for consideration is whether the Registrar was right 
in rejecting the opposition and the jurisdiction of the court is 
limited to the determination of this question. In approaching the 
question of whether the one mark was confusing with the other, 
he held that the principle expressed by the House of Lords in 
Aristoc Limited v. Rysta Limited, that the question whether two 
marks are similar must be answered by the judge on whom the 
responsibility lies as a matter of first impression, is applicable to 
vases under the Trade Marks Act. Applying this principle, he 
pointed out that it is always to the totality of a trademark that 
one must look and not to the individual elements which constitute 
the trademark. It is not proper to break trademarks up into their 
elements, concentrate upon the elements that are similar and con- 
elude that, because there are similarities in the trademarks, the 
trademarks as a whole are confusing with one another. It is the 
combination of the elements that constitutes the trademark and 
it is the effect of the trademark as a whole, rather than that of 
any particular part in it that must be considered. On this basis 
the use of a suffix in two trademarks is not of itself a test of 
whether either of these is confusing with the other. The learned 
President also pointed out that, while section 12(1a) of the Trade 
Marks Act denies registrability to surnames in the normal course, 
apart from the showing of a secondary meaning, the trademark 
SEARS-O-PEDIC is not unregistrable because the prefix is primarily 
the name or surname of a living individual. 

A second appeal also presents points of interest. In Ciba Co. 
Ltd. v. Parlam Corporation’ the Registrar held that the trademark 
MIKEDIMIDE for use in association with a pharmaceutical prepa- 
ration effective as an antagonist to reduce or overcome toxicity 





2. Sealy Sleep Products Limited vy. Simpson-Sears Limited (1959), 19 Fox Pat.C.46. 
3. (1960), 20 Fox Pat.C.76. 

4. (1945), A.C.68. 

5. (1959), 18 Fox Pat.C.186. (See 50 TMR 28.) 
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of a sedative and/or hypnotic drug was confusing with the generic 
term NIKETHAMIDE used in association with a pharmaceutical prod- 
uct. An appeal to the court was dismissed by Thurlow J.,° who 
held that on first impression the word NIKETHAMIDE by reason of 
its ending, suggested that it was the name of a substance and 
that the ending was a reference to its chemical character. More- 
over, the letters “eth” appeared to be a contraction of “ethyl” and 
therefore the word was clearly descriptive. So far as concerned 
the word MIKEDIMIDE, Thurlow J. held that this was also deserip- 
tive by reason of its suffix “imide”. In addition, he supported the 
Registrar in his decision that the two words were confusing within 
the meaning of the Act. 

The critical point in the reasons of Thurlow J. lay in his 
finding that section 37 of The Trade Marks Act gives to “any 
person” the right to oppose a registration and that, therefore, 
it is not necessary that he should be able to show the likelihood 
that he himself might be harassed or otherwise adversely affected 
in his business in order to support his opposition to the registra- 
tion of an unregistrable mark. This ruling may be contrasted 
with the principle applicable to an action for expungement of a 
registered mark under section 56 where locus standi to maintain 
such an action is conferred only on a “person interested”. 

The question of damages in an action for infringement of 
trademark received attention from the Quebee Superior Court in 
the case of Hershbain v. Robert Simpson (Montreal) Limited.’ It 
was there held that in an action for infringement of trademark 
the plaintiff is generally entitled to have, at his election, either 
an accounting of profits made by the defendant, or the payment 
of damages suffered by reason of the infringement. These are 
alternative remedies at the choice of the plaintiff, but he cannot 
have both. In assessing the damages the court must act as a Jury 
would and take all the various factors into consideration in ar- 
riving at a reasonable sum. In the present case the plaintiff had 
not satisfied the court that its drop in sales resulted exclusively 
from the infringement, since other factors were involved. The 
plaintiff was, however, entitled to damages for disturbance to 
its good will and for this an award of nominal damages would 
be inadequate. 








6. Not yet reported. 
7. (1959), 19 Fox Pat.C.154. 
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This decision had an interesting sequel. In Hershbain v. 
White Sewing Machine Products Limited,’ the plaintiff proceeded 
in the Exchequer Court against White Sewing Machine Products 
Limited, the manufacturer of the wrongly trademarked goods 
which had been sold by the defendant, Robert Simpson (Montreal) 
Limited, and for which damages had been ordered to be paid by 
the Quebee Superior Court in the case previously reported. In the 
Exchequer Court action Dumoulin J. held that the plaintiff, having 
admitted that he had already, in the previous action, received 
pecuniary redress for loss suffered, could not claim an alternative 
relief merely by appearing before another tribunal. The remedy 
of his choosing having already been granted, he was now only 
entitled to an injunction. 

Interlocutory injunctions to restrain infringement are seldom 
granted in trademark actions and the decision in G. D. Searle & Co. 
v. Gilbert Surgical Supply Co. Limited,’ proved no exception. The 
ease, however, is of prime interest for the principles involved 
rather than merely for the fact that an injunction was denied. 
In this ease the defendant company circulated certain publications 
advertising pharmaceuticals, containing in one column a reference 
to the plaintiff’s trademark and the product sold in association 
therewith, in another column the defendant’s product of the same 
general type, and in a third column, the amount of saving to be 
effected by purchasing the defendant’s instead of the plaintiff’s 
product. On a motion for an interlocutory injunction, it was held 
that there was no evidence that the product referred to in asso- 
ciation with the plaintiff’s trademark was other than the plaintiff’s 
own product, or that the defendant had ever sold its own product 
by the name used by the plaintiff. There was, accordingly, no 
prima facie ease of infringement of the trademark in the sense 
of using it to mark goods other than those of the plaintiff. All 
that the plaintiff had done, the court held, was to advertise for 
sale the plaintiff’s product, identify it by its trademark and to 
advertise for sale at the same time its own wares in association 
with its own trademark. This did not constitute a case of infringe- 
ment, or, at any rate, a clear enough case for relief by way of an 
interlocutory injunction. In the course of the argument it had 
been advanced that the defendant’s publications contravened sec- 
tion 22(1) of the Trade Marks Act in that such advertisements 


8. (1959), 19 Fox Pat.C.164. 
9. (1960), 19 Fox Pat.C.172. 
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depreciated the good will attaching to the plaintiff’s mark. This, 
the court held, also raised a novel and difficult legal question which 
should not be dealt with on a motion for an interlocutory injunction. 

[t will easily be perceived that it is unfortunate that the evi- 
dence on this application did not show whether or not the defendant 
company had, or ever had, for sale any of the plaintiff’s product 
which it could be said to have been offering for sale in association 
with the plaintiff’s trademark. If it had not, it would seem that 
this was the ideal case for the application of the principle estab- 
lished in Bismag Limited v. Amblins (Chemists) Limited,” where 
it was held that the amendments provided by the British Trade 
Marks Act of 1938 had brought within the net of infringement acts 
which had not theretofore constituted infringement, such as the 
offering for sale of wares as a substitute for trademarked wares, 
the trademark being used for no other purpose than to identify 
the wares in respect of which the substitute was offered. If in 
the present case the defendant had actually been offering for sale 
the plaintiff’s product in association with the plaintiff’s trademark, 
then obviously the plaintiff would have had no right to complain. 
If, on the other hand, the defendant had none of the plaintiff’s 
product and was merely using the plaintiff’s trademark in order 
to identify its own product in comparison with that of the plain- 
tiff, it would seem to be plain that it was infringing the plaintiff’s 
trademark and depreciating the good will attaching thereto within 
the meaning of the relevant sections of the Act. It will be recalled 
that the report of the Trade Mark Law Revision Committee was 
specific in indicating that sections 19, 20 and 22 of the present 
Trade Marks Act were proposed in their present form in order 
to provide for just such situations as existed in the Bismag case 
and, possibly, if the evidence had been sufficiently precise, in the 
present case. 

Even though interlocutory injunctions are rarely granted in 
eases of trademark infringement, there are occasions when the 
facts warrant the court in restraining a defendant from continuing 
to infringe. In Remington Rand Limited v. Trans-World Metal 
Company Limited" the plaintiff, the owner in Canada of certain 
trademarks for use in association with electric shavers, sold in 
Canada shavers manufactured by its parent corporation in the 
United States and marked with the trademarks in question. The 


10. (1940), 57 R.P.C. 209. 
11. (1960), 19 Fox Pat.C.204. 
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10. (1940), 57 R.P.C. 209. 
11. (1960), 19 Fox Pat.C.204. 








646 


THE TRADEMARK REPORTER Vol. 51 TMR 





defendant imported from the United States electric shavers made 
by the same corporation and also imported others from Germany 
manufactured by a company associated with the American parent 
corporation. All the shavers were marked with one or more of 
the trademarks concerned and were sold in Canada in association 
with those marks by the defendant. It was held that notwith- 
standing the relationship between the plaintiff and its United 
States parent corporation, the evidence of use of the marks by 
the defendants in Canada showed a strong prima facie case of 
infringement which should be restrained by interlocutory injune- 
tion. This decision obviously raises interesting questions for 
American corporations doing business in Canada, either by them- 
selves or by the intervention of a subsidiary Canadian corporation. 
If, of course, the United States corporation is the owner of the 
trademark in Canada, it cannot complain if its own goods, marked 
with its trademark, are purchased in the United States and im- 
ported into Canada. But, in the case where the trademark in 
Canada is owned by a subsidiary Canadian corporation, it will be 
seen from the judgment in the above action that the United States 
corporation’s goods, although properly marked with the trademark 
in the United States, cannot be imported into Canada in infringe- 
ment of the trademark owned by its subsidiary Canadian cor- 
poration. 

Some interesting decisions have been handed down in the field 
of Income Tax Law. In the earlier reported decision of Donald 
Hart Limited v. Kilroy and Frank Kilroy Limited,” the plaintiff 
obtained judgment awarding it damages of $20,000 for infringe- 
ment of trademark and passing off. After deducting expenses of 
the litigation, it claimed the balance as a capital increment. The 
Minister of National Revenue viewed the amount as being income 
in the hands of the plaintiff and assessed it accordingly. An appeal 
to the Tax Appeal Board was dismissed** and the taxpayer ap- 
pealed to the Exchequer Court, which dismissed the appeal. It 
was there pointed out that in income tax matters, the receipt of 
compensation by way of damages is neutral, without further evi- 
dence as to the nature and quality of the award. The receipt of 
an award of damages may or may not result in the receipt of 
taxable income. In the present case it was clear that the plaintiff 
had failed to establish that the award was based on loss or diminu- 








12. (1954), 13 Fox Pat.C.97; 15 Fox Pat.C.71: reported 45 TMR 879, 46 TMR 909. 
13. As reported in 1958, 18 Fox Pat.C.14: 50 TMR 25. 
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tion in value of capital assets such as its trademark or good will. 
The only reasonable inference was that it was based solely on 
the loss of profits due to infringement and passing off. The award 
of damages was made for the purpose of filling the hole in the 
plaintiff’s profit which it could normally have expected to make, 
but which had been lost to it by reason of the tortious acts of 
the defendant. Such acts constituted an injury to the plaintiff’s 
trading and the damages received in compensation thereof were 
properly taxable as income. 

Another income tax decision is of interest. In No. 678 v. 
Minister of National Revenue™ the appellant had purchased, inter 
alia, the good will of Beaver Oil Company and the right to use 
that name for a period of ten years. It claimed capital cost allow- 
ance.in respect of the trade name. It was held that where a 
business is sold, its name ordinarily goes therewith to the pur- 
chaser as an understood part of the bargain and as being definitely 
associated with the good will sold. It is not to be viewed as some- 
thing special and apart that may be disposed of, or dealt with, 
separately. The appeal was therefore dismissed by the Tax Ap- 
peal Board. The same result occurred in a succession of similar 
cases.*° 

Although the decisions of the Registrar in cases of opposi- 
tion have been tabulated at a later stage in this report,’® there are 
several of his decisions that might usefully be commented upon. 
The question of similarity of prefixes occurred in several cases. 
In Canadian Westinghouse Company Limited v. Vision Manufac- 
turing Limited," it was held that the trademark westco for use 
in association with television tubes was not confusing with the 
trademark westex for use in association with X-ray apparatus. 
The Registrar pointed out that, although the two trademarks had 
a common prefix, in their totality they were not confusingly sim- 
ilar. The same decision was arrived at with reference to the trade- 
marks WESCO-MATIC, WESTCUT and wes-x. In Permacel-Le-Page’s 
Inc. v. Jacobs & Thompson Ltd.,* the Registrar held that the 


14. (1960), 20 Fox Pat.C.199. 

15. Tally-Ho Distributing Co. Ltd. v. Minister of National Revenue (1960), 20 
Fox Pat.C.124: Drouwillard v. Minister of National Revenue (1960), 21 Fox Pat.C.87: 
The Harry Bridge Pharmacy Ltd. v. Minister of National Revenue (1960), 21 Fox 
Pat.C.88; The Harry Bridge Pharmacy Ltd. vy. Minster of National Revenue (1960), 
21 Fox Pat.C.91; Thomson-White Windsor Motors Ltd. v. Minister of National Revenue 
(1960), 21 Fox Pat.C.93. 

16. See pp. 659 to 663. 

17. (1959), 19 Fox Pat.C.127, 129. (See 50 TMR 411.) 

18. (1959), 19 Fox Pat.C.130. 
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trademark PERMA-STIK was not confusing with the trademark 
PERMACEL, on the ground that the prefix PERMA readily sug- 
gested permanency and that there were several trademarks 
involving the prefix PERMA registered for wares similar to those 
sold in association with the trademarks of the parties. Con- 
sidering the prefix PERMA and its common usage in the trade and 
the lack of resemblance between the suffix strk and the suffix cEL, 
the Registrar held that the two trademarks were not confusing. 

The case of a suffix rather than a prefix occurred in Sealy 
Sleep Products Ltd. v. Comfort Spring Corporation” where the 
Registrar held that the trademark Loc-o-PEDICc was not confusing 
with the trademark PosTUREPEDIC. 

Registrability of a geographical name fell for decision in 
The Corporation of the City of Ferme, B.C. v. Interior Breweries 
Limited.” In that case application was made for registration as 
a trademark of a label for beer, the word FERNIE appearing promi- 
nently on the label. It was shown by evidence that the word FERNIE 
was distinctive of the applicant’s beer only in the Province of 
sritish Columbia, and therefore the applicant amended its appli- 
eation by disclaiming the right to the exclusive use of the word 
FERNIE except in the Province of British Columbia. The applica- 
tion was opposed on the ground that the word FERNIE was a mere 
geographical indication of origin and was not distinctive of the 
applicant’s beer. The Registrar, however, held that, in view of the 
fact that the mark had been used in British Columbia by the 
applicant and its predecessors since 1908, the opposition was not 
well founded, and the mark was distinctive in that province and 
accordingly registrable. 

Registration of a certification mark fell for decision in Lane’s 
Bakeries Limited v. The W. E. Long Co.—Independent Bakers’ 
Cooperative.”* It will be recalled that section 23(1) of the Trade 
Marks Act provides that a certification mark may be adopted 
and registered only by a person who is not engaged in the manu- 
facture, sale, leasing or hiring of wares or the performance of 
services such as those in association with which the certification 
mark is used. In the present case application for the registration 
of a certification mark was refused on the ground that, although 
evidence was submitted that the applicant was not engaged in 
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20. (1959), 19 Fox Pat.C.139. 
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the manufacturing and sale of the wares in question, there was 
insufficient evidence to show when it had discontinued that business. 

In Fred Gretsch Manufacturing Co. v. Avedis Zildjian Co.,” 
it was held that concurrent use of a confusing trademark renders 
a trademark of which registration is sought non-distinctive and 
hence incapable of registration. In the present case it was argued 
very strongly that the mark offered for registration, consisting 
of a surname and hence normally unregistrable under section 
12(1)(a) of the Trade Marks Act, ought to be registered because 
the same mark had previously been registered by the same ap- 
plicant and that this constituted one of the “surrounding cireum- 
stances” referred to in section 6(5) of the Trade Marks Act which 
the Registrar is required to take into consideration in deciding 
upon the registrability of a mark offered for registration. The 
Registrar nevertheless held that, the mark offered for registration 
being merely a surname, he was compelled by the statute to refuse 
it. 

In Parke, Davis & Company Limited v. Charles E. Frosst 
é Co.,” an application for the registration of the trademark 
osTo-A-p-c, the right to the exclusive use of the letters apc being 
disclaimed, was opposed by the owner of the previously used trade- 
mark a.p.c., both used in association with pharmaceuticals. The 
Registrar held that the letters a-p-c as used by the opponent did 
not constitute a trademark, as they were used by other manu- 
facturers of pharmaceutical products for the purpose of indi- 
eating vitamins “A”, “D” and “C” and were the names of the 
vitamins to which they apply. Accordingly the opposition was 
rejected. 

In Simmonds Aerocessories Limited v. Elastic Stop Nut Cor- 
poration of America,* application was made for the registration 
as a trademark of the representation of a lock nut with a fibre 
locking sleeve, the latter lined for the color red. The evidence 
showed that it was common to use red vuleanized fibre in various 
mechanical engineering adaptations long before the applicant 
claimed to have first used its trademark. It was held by the Reg- 
istrar that although it fell within the statutory definition of a 
trademark, the applicant’s trademark was not distinctive. In addi- 
tion, it offended against section 10 of the Trade Marks Act in 
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that it had by ordinary and bona fide commercial usage become 
recognized in Canada as designating the kind of lock nut described. 

A further point on the question of damages arose in Glo-Klen 
Distributors Limited y. B. C. Chemicals Limited et al.** Although 
this was not an action for infringement of trademark, the principle 
is one that should be noted. The action was for damages for 
slander of goods arising from the publication by the defendants 
of a statement in writing disparaging the plaintiff’s goods. The 
plaintiff was successful at the trial, but in an effort to show 
damages, counsel sought to put in evidence a chart showing a 
reneral fall-off in business as proof of general damage, but this 
was refused by the trial Judge on the ground that the publication 
was not openly disseminated, but was published to a comparatively 
select group of users of the plaintiff’s product. From this refusal 
the plaintiff appealed to the British Columbia Court of Appeal, 
which held that the appeal should be dismissed. In the cireum- 
stances of the case, the court said, the principle to be applied 
was that the actual loss must be proved specially and with cer- 
tainty; the plaintiff knew the identity of its former customers 
and could prove by their testimony the loss of particular customers 
(if any) other than the two persons ealled below if such loss 
was attributable to the publication of the slander. 

Turning now to cases involving trade names, a reference to 
my 1956 article*® will show that I there discussed the decision of 
the Supreme Court of British Columbia in Hilton Hotels Limited 
et al. v. Belkin and Kalensky.”” In that case the defendants had 
registered a partnership under the name HILTON HOTEL and in 
April 1955 had opened a hotel in Vancouver under the name HILTON 
HOTEL. The plaintiff brought action for an injunction restraining 
the use of such name and an interlocutory injunction was granted. 
In my previous article I discussed this case at some length and 
referred to the applicable law in Canada. Although I there agreed 
with the justice of the decision, I nevertheless questioned its ac- 
euracy in law. A further decision has now been handed down 
which, if the facts had been similar to those in the Hilton Hotels 
ease, might have assisted in the clarification of the jurisprudence 
on this very important but vexed question of Canadian law. In 
Sund et al. v. Beachcombers Restaurant et al.,?* the plaintiff, Sund, 








25. (1959), 20 R.P.C, 42. 

26. See 46 TMR at 915. 
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claimed to be the owner of the trade names DON THE BEACHCOMBER 
or THE BEACHCOMBER, Which trade names she had licensed her cor- 
porate co-plaintiffs to use in association with restaurant businesses 
in various cities in the United States. The plaintiffs brought action 
to restrain the defendants from carrying on a restaurant busi- 
ness in Vancouver under the name THE BEACHCOMBER POLYNESIAN 
RESTAURANT. The decor and cuisine of each of the restaurants 
were in many respects similar, although there was evidence that 
the cuisine of the defendants’ restaurant was inferior to that of 
the plaintiffs’. In the Supreme Court of British Columbia, Ruttan 
J. held that the plaintiffs’ restaurants were well-known in Canada 
under the names of DON THE BEACHCOMBER and THE BEACHCOMBER. 
Damage was presumed to follow infringement of good will and 
thus presumption had not been rebutted. The fact that the plain- 
tiffs did not carry on business in Canada was held to be no 
defense. On the contrary it was held that an injunction could be 
granted to protect a foreign good will and an injunction was 
accordingly granted. An appeal having been taken, the court 
granted a stay of execution in view of the expense to which the 
defendants would be put in carrying out all the terms of the 
injunction order, for which there could be no recompense in the 
event of a successful appeal.” 

When the appeal came on for hearing before the Court of 
Appeal, it was pointed out that the plaintiff, Sund, did not carry 
on any restaurant business and therefore had no good will which 
could be supported in the Province of British Columbia. It fol- 
lowed, therefore, that she had not the exclusive right to the use 
of the trade name in British Columbia, which right, if any, would 
arise and continue only so long as the name was connected with 
and used to denote her business. As to the corporate plaintiffs, 
it was held that they could not recover because they did not allege 
that they or any of them owned the trade name, but only that the 
plaintiff, Sund, granted the corporate plaintiffs licenses to use the 
name. As Sund had not the exelusive right to the name under 
the laws of the Province of British Columbia, her licenses to the 
corporate plaintiffs could have no effect. 

At a subsequent date an application for leave to appeal to 
the Supreme Court of Canada was dismissed. 

There appears to be something somewhat frustrating about 
this judgment. It is always a pity to see an interesting point of 





29. 20 Fox Pat.C.202. 








65 


} bo 


THE TRADEMARK REPORTER 


Vol. 51 TMR 








law side-stepped by deciding a case upon a technicality of plead- 
ing. The point is most important and one that it is hoped will 
be settled under Canadian jurisprudence before too long a lapse 
of time. The question at issue in a case of this kind is whether 
there can be passing-off or unfair competition if there is no com- 
petition. The courts of the United States have brushed this con- 
cept aside and, in a number of cases, have categorically laid down 
the proposition that direct or market competition is not an essen- 
tial ingredient of unfair competition.*® This was the ratio that 
appealed to the Supreme Court of British Columbia in the earlier 
Hilton Hotels case. That, however, was only an application for 
an interlocutory injunction and did not decide the substantive 
point of law. So far, therefore, as the jurisprudence on this point 
has been established under Canadian law, it would appear that 
the correct approach was that stated by Wynn-Parry J. in Mc- 
Culloch v. Lewis A. May (Produce Distributors) Limited: 


“T am satisfied that there is discoverable in all those 
(cases) in which the court has intervened this factor, namely, 
that there was a common field of activity in which, however 
remotely, both the plaintiff and defendant were engaged and 
that it was the presence of that factor that accounted for the 
jurisdiction of the court.” 


Persons carrying on businesses separated by long distances and 
in different countries can hardly be said to be occupying a “com- 
mon field of activity”. Nevertheless, the Supreme Court of Canada 
decided many years ago in Crothers v. Williamson Candy Com- 
pany,” that “foreign registration and user, of a mark applied to 
the same class of goods, ... and particularly where the foreign 
user is in a contiguous country using the same language and 
between which travel is so easy, and advertising matter so freely 
circulates, should in most cases be a bar to régistration knowingly 
of that mark here.” This finding, although it disregarded the prin- 
ciples dura lex sed lex and anticipated to a considerable extent the 
provisions of later statutes with respect to making known in 
Canada were nevertheless based upon good morals. These are the 
moral principles that one would like to see accepted in cases of 
the adoption of trademarks and trade names well-known in for- 


30. Stork Restaurant Inc. v. Sahati (1948), 76 USPQ 374, 38 TMR 431. 
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eign countries, but which have not been used or made known in 
Canada. 

Another interesting trade name case is that of Re: F. P. 
Chapple Company Limited.** In that case the applicant, Chap- 
ples Limited, had carried on business as a department store for 
a number of years. A former director of Chapples, named F. P. 
Chapple, left the applicant company and started in business 
on his own, using his personal name to describe his business. He 
later applied for and obtained a charter incorporating a corpora- 
tion under the name of F. P. Chapple Company Limited, where- 
upon Chapples Limited applied for an order to the Supreme Court 
of Ontario changing the name of the F. P. Chapple Company 
Limited to such as the court might deem proper. At the trial 
Stewart J. held that the use of the name, the F. P. Chapple 
Company Limited, would not be likely to deceive any intelligent 
person or cause him to believe he was doing business with Chap- 
ples Limited. On appeal, however, the Court of Appeal held that 
the applicable principle was whether the use of the name in 
question was likely to deceive and, for this reason, the manner 
of use was relevant in showing that the two names readily lent 
themselves to a use which would likely deceive. This was not the 
case of a person having carried on a business under his own 
name and then desiring to incorporate it. F. P. Chapple had 
carried on business in dry goods, but not in the operation of a 
department store. If he had any good will it was in the associa- 
tion with dry goods and not in association with a department 
store, which type of business the new company proposed to carry 
on. Therefore, F. P. Chapple had no special right by reason of 
the use of its name to have a company incorporated which was 
by its name likely to deceive. The fact that the businesses of 
the two companies were carried on in different areas did not 
affect the situation. The business of Chapples Limited was ex- 
panding and might very well enter other parts of the province 
where conflict would undoubtedly arise. On this basis an order 
was made that the name should be changed to such name as the 
Provincial Secretary might deem proper. 

Probably the best example of the principles applicable to a 
decision of when trademarks will be considered confusing ap- 
peared in the recent judgment in Building Products Ltd. v. B. P. 
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Canada Ltd.** In that case the plaintiff had registered a number 
of trademarks of which the letters sp formed an essential part. 
In addition, the plaintiff alleged that its company was known as 
BP and that the letters Bp were its nickname. The plaintiff’s busi- 
ness was that of manufacturing and selling, or buying and selling, 
building products throughout the whole of Canada. Among its 
registered trademarks were one consisting of the letters BP in an 
oval, one consisting of the words BP FLORTILE, registered in respect 
of floor tiles, and one for BP VINYL FLORTILE, registered in respect 
of floor tiles. The defendant was a wholly owned subsidiary of 
the British Petroleum Co. Ltd. and was engaged in the _ busi- 
ness of buying gasoline, motor oils, diesel fuels, greases and 
anti-freeze and their sale through service stations and in a few 
cases to consumers for their own use. The plaintiff had been in 
business since 1925 and the defendant commenced operations in 
Canada in April 1957. British Petroleum Ltd. was the owner of 
several trademarks consisting of the letters BP and BP SUPER 
enclosed within a shield device. The defendant company was a 
registered user of each of the trademarks. The plaintiff sued for 
infringement, but did not ask for a declaration expunging the 
defendant’s trademarks. 

In the course of his judgment, Cameron J. indicated that, 
had the matter been before him, he would have held that the 
registrations made by British Petroleum Ltd. were valid, but that 
company, not being a party to the action, the matter was not 
before him and could not be raised. Section 19 of the Act gives 
to the registered owner of a trademark in respect of any wares 
or services, unless shown to be invalid, the exclusive right to the 
use throughout Canada of such trademark in respect of such 
wares or services. In the absence of proof, therefore, that the 
registrations of the trademarks above indicated were invalid, 
British Petroleum, as owner, had a statutory right to use them 
as provided in section 19. The question, of course, arose at once 
as to whether the defendant, as a registered user of the marks 
had a similar right within the limits of its registrations as a 
registered user thereof and the learned Judge came to the con- 
clusion that it had. It was not shown that the defendant’s use 
of the trademarks in question had been otherwise than by way 
of the permitted use thereof and therefore such use under sec- 
tion 49(2) was a “permitted use”. Section 39(3) of the Act pro- 
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vides that the permitted use of a trademark has the same effect 
for all purposes of the Act as the use thereof by the registered 
owner. He held that if the permitted use of the trademark is 
to have the same result or consequences for all purposes of the 
Act as the use thereof by the registered owner, there then must 
be conferred on the registered owner (inter alia) the right to the 
same defense as in an action for infringement are available to 
the registered owner, including the statutory right of use of the 
trademark conferred on the registered owner by section 19, unless 
the registration thereof is shown to be invalid. It followed, there- 
fore, that as neither the registration of the defendant as a reg- 
istered user of the marks, nor the registrations of the marks 
themselves, had been shown to be invalid, the defendant had a 
statutory right to use them within the limits of the permitted use. 
British Petroleum had a vested right in the registered trademarks 
until they were declared invalid and clear and precise words would 
be necessary to deprive it of that right. In the view of the court 
the defendant had the same right, therefore the claim for infringe- 
ment of the plaintiff’s trademarks failed. In view of the statutory 
right above noted and there being no evidence that the trade- 
marks were used other than by way of the “permitted use’, the 
action for passing off in relation to the trademarks, both with 
reference to the plaintiff’s trademarks and the plaintiff’s alleged 
nickname sp failed and were dismissed. 

A further claim was made on the basis of possible confusion 
between the plaintiff’s alleged nickname sp and the corporate name 
of the defendant. This claim was asserted under the passing off 
provisions of the statute, section 7, which provides that no person 
shall direct public attention to his wares, services or business in 
such a way as to cause or be likely to cause confusion in Canada, 
at the time he commenced so to direct attention to them, between 
his wares, services or business and the wares, services or busi- 
ness of another. Cameron J. pointed out that since this section 
uses the noun “confusion” rather than the adjective “confusing”, 
as applied to a trademark or trade name, the definition of 
“confusing” found in section 2(b) and section 6 of the Act would 
appear to be inapplicable. Moreover, section 6 refers to “trade 
name’’, which is defined by section 2(u) as “the name under which 
any business is carried on, whether or not it is the name of a 
corporation, a partnership or an individual’. As the evidence 
showed, the plaintiff did not carry on business as BP, but only as 
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BUILDING PRODUCTS LIMITED. It is true that, under the new Act, the 
ambit of protection accorded to a prior user of a trade name 
has been substantially broadened and the test now is not confined 
to comparisons between businesses of the same general character, 
but applies to the business of “another” instead of to the busi- 
ness of a “competitor”. Notwithstanding that fact, Cameron J. 
pointed out that the protection afforded to an existing trade name 
is not absolute, since the court, before granting relief to the plain- 
tiff, must find that the name of the defendant is used in such a 
way as to cause or be likely to cause confusion between the plain- 
tiff’s wares, services or business and those of the defendant. In 
a practical and commercial sense, the Judge held, there was no 
proof that confusion had actually been caused in this case and 
on the evidence he did not think it was likely to be caused. The 
nature of the plaintiff’s trade and the nature of its wares and 
business were completely dissimilar from those of the defendant. 
Viewing the matter in a realistic and commercial sense, the court 
came to the conclusion that the plaintiff had not satisfied it that 
at the time the defendant commenced to use its corporate name, 
such use had caused or was likely to cause confusion with the 
plaintiff’s alleged nickname Bp, or between the wares and business 
of the parties. The defendant was seeking to establish a monopoly 
in the initials Bp and this it had failed to. 

A counterclaim was made to expunge the three registrations 
of the plaintiff on the ground of their invalidity. It was contended 
that the word marks BP FLORTILE and BP VINYL FLORTILE were in- 
valid on the ground that they consisted only of initials, which 
were unregistrable in themselves, coupled with descriptive words 
which were likewise unregistrable. Cameron J., however, held that 
a trademark must be considered as a whole and on that basis 
could not be attacked under either of the principles above noted. 
As to the trademark consisting of the initials BP enclosed in an 
oval accompanied by the name of the plaintiff company, the learned 
Judge held that such registration was valid. 

A further point occurred in this case which will be of great 
interest to practitioners in the field of trademark law. Both parties 
endeavored to introduce in evidence public opinion surveys, that 
offered by the plaintiff tending to show that the use of the initials 
in question by the defendant would cause confusion and that of- 
fered by the defendant tending to show the reverse. Cameron J. 
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held that such surveys disclosed only hearsay evidence and that 
they were inadmissible in evidence. 


In Charles Yeates & Company Limited v. Independent Grocers 
Alliance Distributing Company Limited® a decision of consider- 
able importance was handed down. The plaintiff had for many 
years been a registered owner and user of a trademark consisting 
of the word RoYAL as applied to, inter alia, ice cream. Its use of 
the word royaL began in 1922 and in 1947 it applied for and ulti- 
mately in 1953 obtained registration of the mark for use in 
association with ice cream and other commodities. At the time of 
its registration there were on the register some seventy-two reg- 
istrations of trademarks which either consisted of the word royaL 
alone, or included that word in combination with another or others, 
all for use in association with food products of one kind or an- 
other, or products in some way associated with foods. In 1954, 
through its licensed distributors, the defendant began using the 
mark ROYAL GOLD in association with, inter alia, ice cream and in 
1957 it applied for and obtained registration of that trademark. 
The plaintiff brought action for infringement and passing off and 
the defendant counterclaimed for expungement of the plaintiff’s 
trademark royaL. Thurlow J. held that the trademark royaL was 
a weak mark, having very little inherent distinctiveness and that 
it was not infringed by the defendant’s use of the trademark 
ROYAL GOLD. On the claim for passing off he found there was no 
confusion and no likelihood of confusion between the two marks. 
In arriving at his conclusions, the learned Judge placed consider- 
able emphasis on the fact that, although large quantities of ice 
cream had been sold in association with each of the trademarks 
contemporaneously in the same area during the six years imme- 
diately preceding the trial, no single instance of actual deception 
or confusion had been shown. 

The counterclaim for expungement was based upon the al- 
legation that the word royaL was not registrable on the ground 
that it was merely a descriptive word signifying something first- 
class or of high quality. It was also alleged that the word royaL 
was a mere laudatory epithet and should not have been regis- 
tered, as it had been, under the preceding Act, the Unfair Com- 
petition Act, because no amount of use could cause such word 
to “become adapted to distinguish”, or, in other words, to acquire 
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a secondary meaning within the principle established in the Per- 
fection case.*® Thurlow J. refused to accept these submissions, 
indicating that he did not consider the mark to be purely lauda- 
tory and that, while it did have a certain descriptive signification, 
it nevertheless had some slight tinge of trademark quality and 
was not therefore unregistrable on that ground. The counterclaim 
was also based upon the allegation that at the time of its regis- 
tration it was similar to other word marks already on the register, 
such as ROYAL PURPLE, ROYAL OXFORD, ROYAL AFRICAN, MOUNT ROYAL, 
and ROYAL SCARLET in respect of various foods, including in one 
ease ice cream. This contention was also rejected on the ground 
that the word royaL, standing by itself, was not similar to the 
previously registered marks consisting of two words. In this the 
learned Judge was consistent, in that he based his finding of non- 
infringement on the same principle. 

In closing it may be indicated that the Royal Commission on 
Patents, Trade Marks, Copyrights and Designs has now finished 
the task assigned to it and has indicated that it will not present 
any report on trademarks. It appears, therefore, that the law of 
trademarks in Canada will for some time to come be regulated 
by the existing statute. 
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REPORT ON ARGENTINE COURT DECISIONS 
ON TRADEMARKS! 


By Roberto Daniel Goytia* 











Registration 


It has been decided that priority rights to a trademark, as 
between contending applicants, according to provision 22* of the 
Law, is determined by the filing date of application. However, the 
exclusive right to ownership, i.e., the right to sue for infringement 


only arises as from the date of issuance of registration.’ 








In another case the Court stated that right to a trademark 
grows out of registration irrespective of its use.° 







Unregistered Trademarks 





Plaintiff secured registration of trademark Parco on Octo- 
ber 31, 1957, in respect of goods included in Class 12. On April 
24, 1958, plaintiff instituted judicial proceedings against a number 
of firms and, pursuant to rule 57 of the Trademark Law, filed a 
petition to the Court to issue a writ commanding the Court Mar- 
shall to attach goods in the possession of local concerns showing 
trademark parco. Plaintiff’s motion was granted and merchandise 
amounting to millions was attached. One of the defendants moved 
to dismiss the attachment and, in this respect, he incorporated in 
the record of proceedings, documentary evidence showing: a) that 
attached merchandise bearing the Parco trademark was genuine 
merchandise sold and exported to Argentina under the trademark 
paRcO, by Parts Manufacturing Corp. of New York; b) that the 
attached parco merchandise had been imported into Argentina at 
least since the year 1950; c) that plaintiff because of being engaged 
























t 800.4—OTHER STATUTES—FOREIGN LAW. 

* Member of the Buenos Aires bar; partner of the firm of Goytia & Cia, Buenos 
Aires, Argentina; member of the Argentine Association for the Protection of Industrial 
Property; Foreign Associate Member of USTA. 

1. Provision 22: The right of priority in the ownership of a mark shall be granted 
in accordance with the day and hour of the filing of the application in the Office. 

2. Valdez S.R.L. v. Veldetex S.R.L.—La LEY, Vol. 93, p. 113-415 8S. 

3. Dubarry § Cia. v. Peleteria Femenina S.R.L.—La LEy, Vol. 93, p. 113-790 S. 

4. Class 12: Means of transportation, apparatus and implements in general, parts 
and accessories therefor. 



















KEY TO ABBREVIATIONS: 
S.A. Sociedad Anénima (corporation or joint stock company) 

S.R.L. Sociedad de Responsabilidad Limitada (limited liability partnership) 
La Ley Legal Reporter 
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in the same field of business as defendant (automobile parts) was 
well acquainted with the fact that parco was Parts Manufacturing 
Corp.’s trademark; d) that plaintiff had secured parco trademark 
registration contravening the “ratio legis” of the Trademark Law. 

The Court of First Instance, in view of the economic and 
financial importance of the attached goods, decided, on June 25, 
1958, that pursuant to article 57 of the Trademark Law, plaintiff 
should place a bond with the Court for the sum of 200,000 Pesos 
Argentine currency to compensate damages sustained by defen- 
dants, should plaintiff’s action be finally dismissed by the Court. 
This interlocutory judgment was appealed by plaintiff contending, 
a) that he was the registered owner of Parco trademark and con- 
sequently was entitled by provision 57 of the Trademark Law to 
attach the merchandise infringing his trademark Parco; b) that 
PARCO trademark shown in the attached goods was a foreign un- 
registered mark; c) that, hence, the unregistered Parco mark did 
not enjoy legal protection within the purview of the Trademark 
Law. 

The Federal Court of Appeals, on November 27, 1958, affirmed 
the interlocutory judgment, that is to say, that plaintiff should 
place a bond with the Court for the amount of 200,000 Pesos 
Arg. ey. As regards plaintiff’s contention that the parco mark, be- 
“ause of being an unregistered trademark did not enjoy legal 
protection, the Court of Appeals stated that, failure to secure 
registration did not deprive unregistered trademarks of the pro- 
tection emanating from the general principles of law.* 


b] 


Confusing Similarity 


MARKS PRODUCTS 
HELMINAL (Applicant) Class 2° 
KELINAL (Opposer) Class 2 


The Court sustained the opposition on the basis, that the ap- 
plicant’s mark so resembled KELINAL as to be likely to cause con- 
fusion. The fact, added the Court, that from the technical angle 
HELMINAL and KELINAL suggested different meanings was without 
merit.’ 














5. Ottolenghi, Jorge A.—La LEY, Vol. 93, p. 112-787 8S. 

6. Class 2: Substances and products employed for medical, pharmaceutical, vet- 
erinary and hygienic purposes; natural or prepared drugs, mineral waters and medicinal 
wines and tonics, insecticides for domestic use. 

7. Laboratorios Bruel vy. Merck Quimica Argentina—La Ley, Vol. 93, p. 113-934 8. 
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MARKS PRODUCTS 
REMOND ( Applicant) Class 2 


REMANDEN (Opposer) Class 2 


The Court found that remonp was not likely to be confused 
With REMANDEN, even though both marks cover medical prepara- 
tions and pharmaceutical products.® 


MARKS PRODUCTS 
FORMOLETAS (Applicant) Class 2 


FORMITROL (Opposer) Class 2 


FORMOLETAS is not likely to be confused with FORMITROL in 
respect of products included in Class 2, since the common portion 
of both marks—FormM—has been registered in numerous instances; 
thus confirming, said the Court, the descriptive significance there- 
of. Consequently, this faet mitigated against placing great weight 
on that similarity. The Court held, moreover, that, although the 
prefix of each mark was the same, such similarity alone was not 
determinative of the issue of confusing similarity. Opposition 


dismissed.°® 


MARKS PRODUCTS 
BARON PY with design (Applicant) Brandy Class 237 


JOHNNIE WALKER (Opposer) Class 23 


An application for registration of BARON Py, with illustration 
of a gentleman wearing nineteenth century clothes, top hat, walk- 
ing cane and monocle, in respect of brandy, was opposed by de- 
fendant as far as the illustration was coneerned, on the ground of 
confusing similarity with the JOHNNIE WALKER trademarks. 

When the Court analyzed the likelihood of confusion between 
the marks in conflict, it emphasized: 


a) the long, prior and continued use of defendant’s mark; 


b) that it was a well-known and established mark; 





8. Casabona Victor v. Sharp and Dohme Incorporated—La Ley, Vol. 93, p. 120. 

9. Laboratorio Endocrinico Argentino S.R.L. v. Laboratorio Wander Argentino 
S.A.—La Ley, Vol. 94, p. 151-1832 S. 

10. Class 23: Non-medicinal beverages in general whether alcvholic or otherwise, 
alcohol. 
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ce) that comparing plaintiff’s and defendant’s trademarks, the 
Court found that the points of similarity were mere im- 
portant than the points of difference: 

d) that the commercial impression created by the marks in 
their entirety would cause confusion or mistake among the 
purchasing public; 

e) that, consequently, defendant would be damaged by plain- 
tiff’s registration. 

For these reasons the opposition was sustained.” 


a 


MARKS PRODUCTS 
SHELL with drawing of a shell (Applicant) Class 20" 
IEZELL (Opposer) Class 20 


The opposition was sustained, on the ground that, although 
the marks had certain differences, they sound alike and the gen- 
eral impression created by them is substantially the same.’ 


a 


MARKS PRODUCTS 
CHEVROLET (Applicant) Class 14" 
CHEVROLET (Opposer) Classes 10'° and 12” 


The Court held that confusion of these identical marks was 
inevitable when used on products as closely related as those of the 
parties. In addition to the foregoing, the Court’s pronouncement 
stressed that the opposer’s CHEVROLET trademark had long prior 
and extensive use, and furthermore, that it was a well-established 
mark known all over the world. 

The findings set out above, in the opinion of the Court, war- 
ranted an affirmance of the judgment sustaining the opposition.” 


a 








11. Destilerias San Martin S.R.L. v. John Walker and Sons Ltd.—La Ley, Vol. 94, 
p. 150-1216 8. 

12. Class 20: Electric appliances, machinery, electric articles, apparatus and acces 
sories for producing power, heat and light, telephone, telegraph and wireless telegraph 
appliances. 

13. Shell Mex Argentina Ltda. v. Electrénica Argentina—La Ley, Vol. 95, p. 
124-2188 8. 

14. Class 14: Heating, ventilating, lighting, refrigerating and hydrotherapeutic 
apparatus and articles; sanitary articles; cleaning and washing machines, apparatus and 
articles in general. 

15. Class 10: Ironmongery; cutlery; painters’ goods; cordage; locksmithery hard 
ware and iron articles; household goods, fancy ware and tinware; non-electric cables; 
canvas goods; frames and mouldings; wickerwork, etc. 

16. Class 12: Means of transportation, apparatus and implements in general, 
parts and accessories therefor. 

17. Fernandez et al. v. General Motors Co.—La LEy, Vol. 96, p. 132-3191 S. 
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Corporate and Trade Names 





Plaintiff, registered owner of the trademark aciLac in respect 
of goods in Class 22,'* sued to enjoin defendant from use of the 
word aciLac as part of its company name. Plaintiff had also filed 
notice of opposition to defendant’s acrLac trademark application 
for beverages in general, in Class 23. Defendant counterclaimed 
for cancellation of plaintiff’s trademark on the ground that acrLac 
was invalidly obtained because it is a descriptive term. The evi- 
dence showed that plaintiff was the owner of the trademark actLac 
as from January 1949, whereas defendant company was organized 
in the year 1950, and furthermore, that defendant’s partnership 
contract was only published in the Official Gazette in February 
1951. Consequently, the Court concluded that plaintiff was en- 
titled to a Court order enjoining defendant from using the name 
acitac. The Court moreover decided that defendant’s contention 
that plaintiff’s trademark aciLac was merely descriptive was with- 
out support in the record. Plaintiff’s opposition to the acmac 
application was sustained in view of the fact that both trade- 
marks were identical and Classes 22 and 23 cover closely related 





















products.” 

For many years plaintiff had been continuously operating a 
hotel and restaurant under the name caALirornia. The evidence 
showed that this business had acquired considerable prominence 
and reputation in Buenos Aires. Defendant started a new restau- 
rant, eight blocks from plaintiff’s place, also called caLrrorNia. 
The Court considered that plaintiff’s use being much senior to 
that of defendant and both establishments being of a similar kind 
defendant’s use of the name should be enjoined according to Pro- 
visions 427° and 43” of the Trademark Law.” 

Plaintiffs, owners of the Plaza Hotel in Buenos Aires, sought 
to restrain defendant from using the term pLaza in its business, 















18. Class 22: Foodstuffs or substances employed as ingredients in food. 

19. Laboratorios Glaxo v. Acilac S.R.L.—La Ley, Vol. 94, p. 150-1280 X. 

20. Provision 42: The name of a farmer, merchant or manufacturer, that of the 
firm, that of the sign or destination of a house or establishment dealing in specified 
articles or products, constitute a property for the effects of this law. 

21. Provision 43: Whoever shall desire to carry on an industry, line of trade or 
branch of agriculture already under exploitation by another person, with the same name 
or with the same conventional designation, shall adopt a modification that will visibly 
distinguish that name or that designation from the one that the already existing house 


or establishment uses. 
22. Hirt S.R.L. v. Restaurant California—La Ley, Vol. 94, p. 151-1833 8. 
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a confectioner’s shop, designated Confiteria Plaza and located in 
the neighbourhood of the Plaza Hotel. Plaintiffs succeeded in 
proving long and prior use of trade name Plaza Hotel and further- 
more produced evidence showing ownership of the trademarks 
PLAZA HOTEL and puLaza in class 22. The Supreme Court reached 
the conclusion that plaintiffs were entitled to Judgment enjoining 
defendant from using the name pLaza in the conduct of its 
business.”* 


Geographic Terms 



































Plaintiff sought to restrain defendant from using the mark 
WEBSTER CHICAGO as an infringement of plaintiff’s mark cHIcAGo 
for goods in class 20. Defendant contended that he was merely 
a domestic importer and distributor of foreign made goods manu- 
factured by Webster Chicago Corporation with offices in Chicago, 
U.S.A. and such products bore the trademark WEBSTER CHICAGO. 
Defendant admitted that wEBSTER CHICAGO was an unregistered 
trademark in Argentina. 

While the question to be decided in this case was: is the use 
by defendant of the unregistered trademark WEBSTER CHICAGO an 
infringement of plaintiff’s trademark curcaco, the Court, however, 
made a general preliminary observation on the subject matter. 
In effect, the Court stated that geographic names may be used 
by all persons for the purpose of indicating the location of their 
business or the origin of the commodities since otherwise the reg- 
istered owner of a geographical term would enjoy a monopoly on 
such name, which would preclude others from using such geo- 
graphical designation. 

Bearing in mind the foregoing observation, the Court said 
that plaintiff was entitled to much narrower protection than the 
Court would give to fanciful or coined trademarks. Following this 
line of thought, the Court pointed out that defendant could legally 
use the geographical name CHICAGO inasmuch as defendant’s prod- 
ucts were manufactured in Chicago, by a corporation with offices 
in Chicago and whose name was Webster Chicago Corporation. 
As regards the alleged infringement, the Court dismissed said con- 
tention, because when evaluating plaintiff’s trademarks cHicaco 
and defendant’s unregistered trademark WEBSTER CHICAGO, it was 





23. Compania General de Comercio e Industria v. Confiterias Plaza S.R.L.—La Ley, 
Vol. 95, p. 491. 


ARG RAINE EET OE BS TARO OT ON ETD 
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concluded that they were not confusingly similar since the domi- 
nant feature in the defendant’s mark was the word WEBSTER.** 


Designation of Origin 


Plaintiff charges that the use of the trademark MONT REIMS 


in connection with defendant’s champagne—locally manufactured 
would lead the public to believe that Mont REIMS champagne 
was a product of France thus creating confusion as to the source 


of origin. 

The Federal Court dismissed the action on the ground that 
MONT REIMS for champagne could not lead purchasers to assume 
that the source of origin was France, since according to Law 
11274, Section I, Argentine commodities are to be identified as 
follows: 


“All products or goods manufactured in the country shall bear 
the words ‘Industria Argentina’, in a visible place on the 


oT 


containers, wrappers or on the objects themselves”. 


a 


Casa Mendez S.R.L. v. Radio Victoria—La Ley, Vol. 94, p. 150-1006 §S. 
Pommery et Greno et al. v. Gutierrez de la Fuente S.A.—La Ley, V 


Tol. 
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REGISTERED TRADEMARK MARKING REQUIREMENTS* ¢ 


By Cameron K. Wehringer** 




















Daily, hourly, it seems as though someone, someplace, is add- 
ing after a word, name, symbol, or device . . .* another symbol, 
®, or an asterisk (*) keyed to the words others may add imme- 
diately next to, or under, the word, name [ete.]. These words, 
having an almost mystic quality to them, are “Registered in U. 5. 
-atent Office” or “Reg. U. S. Pat. Off.” Most add the ® or the 
word equivalent on the goods, on the label, in advertising, on 
television showings, and practically any other place. It is all done 
for “protection.” But protection against what? 

Many people who see the ®, or equivalent, probably agree 
with the advertising people (who might believe that trademark 
lawyers exist solely to despoil their copy and art work) that @ 
means something, but what? With a shrug of their collective 
shoulders they don’t know, probably care less, and if asked as 
to the looks, might say it is not an attractive addition! The worst 
of it is, from the viewpoint of the interested attorney and lay- 
man, that there is no consistency as to where and how frequently 
® appears. The ® symbol is at times rarely used, sometimes 
moderately used, and sometimes perhaps over-used. Two major 











questions then. What is the necessary use, and what is the situa- 
tion as to prevailing use? 





Necessary Use 







The use of ® and the word equivalents, is found in the 
Trademark Act of 1946. First in Section 29 appears a statement 
to disregard a prior number section. This earlier section, 22, 
concerns constructive notice of a claim of trademark ownership 
of Principal Registrations. The ® section, 29, reads in full: 














* Reprinted by permission from the Cleveland-Marshall Law Review, Vol. 10, No. 
2, May, 1961. 
200.75—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES )— 
TRADEMARK USE. 
** Member of the New York Bar. 
1. Trademark definition in greater part as given in the Trademark Act of 1946 
(Lanham Act) Section 45 (15 U. 8. C. 1127). 
2. Trademark Act of 1946, Section 29 (15 U. 8. C. 1111). 
3. The section, 22, is short and to the point: 

Registration of a mark on the principal register provided by this Act or under 
the Act of March 3, 1881, or the Act of February 20, 1905, shall be constructive 
notice of the registrant’s claim of ownership thereof. 15 U. S. C. 1072. 

4 0.8. 0. 3111. 
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Notwithstanding the provisions of section 22 hereof, a regis- 
trant of a mark registered under the Act of March 3, 1881, 
or the Act of February 20, 1905, or on the principal register 
established by this Act, shall give notice that his mark is 
registered by displaying with the mark as used the words 
“Registered in U. S. Patent Office” or “Reg. U. S. Pat. Off.” 
or the letter R enclosed within a circle, thus ®; and in any 
suit for infringement under this Act by a registrant failing 
so to mark goods bearing the registered mark, or by a regis- 
trant under the Act of March 19, 1920, or by the registrant 
of a mark on the supplemental register provided by this Act 
no profits and no damages shall be recovered under the pro- 
visions of this Act unless the defendant had actual notice of 
the registration. 




















These words serve to treat alike with 1946 Act registrations 
trademarks registered under the earlier Acts. The Section can 
be summarized as warning that if ® (or stated equivalents) is not 
placed on the goods, then profits and damages are not recover- 
able, unless the alleged infringer had actual notice. 

There are then, four points re ®. (1) The ® symbol (or 
equivalent) is to be used to mark the goods, which may be on 








the goods. Usage elsewhere, such as in advertising, in leaflets, 






and so on, is not required by statute as to (2) Recovery of profits 
and damages under the Act. If the advertising art, for example, 
is found to be of greater importance than a speculative accounting 
by a probable infringer, (3) Failure to use ® will not preclude 
an injunction against the offending use.° The notice provisions 
of this Section do not affect opposition proceedings, nor a common- 
law unfair competition action. (4) To recover financially from 
an infringer without ®, actual notice is needed. 















1. Use of ® on the Goods 

Use of the word “obvious” in law is dangerous, but it seems 
“obvious” that sometimes a trademark cannot be used to mark 
the goods, that is on the goods. The goods might be a liquid, 
too tiny, or another reason may prevent marking. Then it should 
follow that use on the container, on a label affixed to the container, 
or use in similar proximity would be use on the goods, that is, 
















5. Note 20, infra. Section 34 (15 U. S. C. 1116). 
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marking the goods.* This was so found in the pDEXEDRINE case’ 
where 





On the label of each bottle there appears the word DEXEDRINE 
footnoted with an asterisk after which appears, “T. M. Reg. 
U. 8S. Pat. Off.” and a reproduction of the tablet, indicating 
its color, shape, and size with the designation “Trade [picture ] 
Mark.” We conclude that the requirements of Title 15 U. S. 
C. A. §$ 1051, 1072, and 1111, have been complied with and 
accordingly the District Court did not err in its preliminary 
conclusion that DEXEDRINE is a valid trademark. 


Not only does this support the statement that label usage is use 
on the goods, but it also supports use of an asterisk (*) keyed 
to an identification and the correct marking for configuration 
trademark.*® The present Section 29 is analogous to the 1905 Act 
Section 28. The 1905 Section spelled out the proximity factor 
with clarity.’ It was quoted in a 1914 case where an accounting 
was refused as being an empty act. The reason was that damages 
could not be recovered as notice was not given by use nor to the 
person accused.”® Without affixation of ® to the goods, proof of 
notice is required. This can be a problem as was shown in another 
1905 Act case where the notice was held insufficient upon appeal.” 
Therefore, marking the goods is advisable if profits and damages 
are likely to be sought should another infringe. Use of ® on the 
goods becomes a policy and business decision. It may be thought, 
on the other hand, that financial recovery is too speculative, or 
that an injunction would be sufficient should another infringe. The 
individual situation will be controlling. 





6. Merrick v. Sharp § Dohme, 185 F. 2d 713, 718 (7th Cir. 1950), cert. den. 340 
U. 8. 954, 95 L. Ed. 687, 71 Sup. Ct. 573 (1951). 

7. Ross-Whitney Corp. v. Smith Kline & French Lab., 207 F. 2d 190, 99 USPQ 1, 
44 TMR 274 (9th Cir. 1953). 

8. The related question as to a container being admissible as a trademark is dis- 
cussed in Wehringer, Two for One: Trademarks and Design Patents, 50 TMR 1158, 
1960. 

9. Section 28. That it shall be the duty of the registrant to give notice to the 
public that a trade-mark is registered, either by affixing thereon the words “Registered 
in U. 8. Patent Office,” or abbreviated thus, “Reg. U. S. Pat. Off.,” or when, from the 
character or size of the trade-mark, or from its manner of attachment to the article to 
which it is appropriated, this cannot be done, then by affixing a label containing a like 
notice to the package or receptacle wherein the article or articles are inclosed; and in 
any suit for infringement by a party failing so to give notice of registration no dam- 
ages shall be recovered, except on proof that the defendant was duly notified of infringe 
ment, and continued the same after such notice. 33 Stats. 730. 15 U. S. C. 107. Pinaud, 
Inc. v. Huebschman, 27 F. 2d 531, 538, 18 TMR 471 (E. D. N. Y. 1928), aff. w. o. op. 
27 F. 2d 538 (2d Cir. 1928), cert. den. 278 U. S. 644, 73 L. Ed. 558, 49 Sup. Ct. 80 
1928). 

10. Rossman v. Garnier, 211 Fed. 401, 406, 407, 4 TMR 183 (8th Cir. 1914). 

11. Perry v. Amer. Hecolite Denture Corp., 78 F. 2d 556, 559, 26 TMR 235 (8th 

Cir. 1935). 
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2. Recovery of Profits and Damages 

Section 29 is explicit as to the recovery of profits and dam- 
ages.” The 1905 Act analogous Section 28 was equally blunt.’ 
There seems little reason to argue that profits and damages are 
not available if ® is not used: or if not marked, that financial 
recovery is only for the sales made after proper notice was given.”* 
Rudolf Callmann wrote as to the 1946 Act, that if the aggrieved 
party “sues on his common-law trade-mark, recovery of full 
damages and profits should be permitted.” ’* The United States 
Supreme Court has so found in a matter concerning a 1905 Act 
Registration. After summarizing Section 28, the Court pointed up 
the distinction :*° 













The infringement that is sued for is infringement of a reg- 
istered trade-mark, not infringement of a trade-mark. That 
is the plain meaning of [Section 28 of the 1905 Act]... 







Were it thought that jurisdiction, financial recovery, or any other 
statutory provision might be a problem, actual notice of the reg- 
istered trademark concerned would cure such problematical de- 
fect**—both under Section 28 of the 1905 Act and under Section 
29 of the 1946 Act. If profits and damages are all important, 
perhaps consideration should be given to the common-law aspects 
of the individual matter, to see if a solution is present. 

The question as to the distinction between profits and dam- 
ages, what properly constitutes each, and what are the deductible 
items found in arriving at an evaluation in an accounting need 
not here concern us. This has been studied at length a few years 















9 


ago by Robert Price.’ 





3. An Injunction Does Not Depend Upon ® 
The statute is clear in its statement that an injunction lies 











irrespective of the use of ®.*° This provision is also consistent 









Supra note 4. 

13. Supra note 9. : 

14. Treasure Imports, Inc. vy. Henry Amdur § Sons, Inc., 127 F. 2d 3, 32 TMR 454 
(2d Cir. 1942). 

15. 4 CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS 1872 (2d Ed. 1950). 

16. Stark Bros. Co. v. Stark, 255 U. S. 50, 51, 52, 65 L. Ed. 496, 41 Sup. Ct. 221, 
11 TMR 275 (1921). 

17. Supra note 9. 

18. Supra note 16. 

19. Price, Financial Recovery in an Action for Trademark Infringement, 47 TMR 
1297 (1957). 

20. Sections 32(1) and 34 (15 U. S. C. 1114(1) and 1116). Noted 3 CALLMANN, 
op. cit. supra note 15, 1720. 
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with the 1905 Act remedies. A distinction was made between en- 
joining infringement and restraining for unfair trade from grant- 
ing an accounting in a case where the registered trademark notice 
was missing.*? As clearly stated in an Admiral case,” where the 
court found that damages could not be sustained: 

The right to damages as provided by the statute is a distinct 
and separate remedy from the injunctive relief demanded.” 


In the Q-Tips case,” after determining that qQ-Tres, a valid trade- 
mark, was infringed by JoHNSON’s coTTON TIPs, the court noted: 


... the remaining issue is whether the district court was cor- 
rect in giving the plaintiff an injunction but declining to order 
an accounting of profits and damages.” 


Its answer was: 









... that if there is no showing that the plaintiff’s business 
has been hurt or that the defendant has made profit out of 
the infringement, there is no eall for relief other than that 
given by injunction.” 






While this goes to the “when” of an accounting, it also shows 
that an injunction and other relief are not dependent, one upon 
the other. Each is separate.** An injunction can lie—without ®. 








4. Actual Notice 





The question of notice arises when ® is not used on the 
goods, and not only an injunction is contemplated, but also the 
recovery of profits and damages, which will date from the time 


of actual notice.** The question is, what constitutes sufficient no- 















21. Rossman v. Carnier, supra note 10. Cf. Ramirez & Feraud Chili Co. v. Las 
Palmas, 146 F. Supp. 594, 599, 110 USPQ 525, 47 TMR 217, 221, 222 (S. D. Cal. 1956) 
affd. memo dec. 245 F. 2d 874, 114 USPQ 73, cert. den. 355 U. S. 927, 2 L. Ed. 2d 357 
78 Sup. Ct. 384 (1958). 

22. Admiral Corp. v. Admiral Employment Bureau, Inc., 151 F. Supp. 629, 113 
USPQ 268, 47 TMR 776 (D. C. N. D. Tl. 1957). 

23. Id. 151 F. Supp. at 631,47 TMR at 777, 778. 

24. @Q-Tips, Inc. v. Johnson & Johnson, 206 F. 2d 144, 98 USPQ 86, 44 TMR 39 
(3rd Cir. 1953), cert. den. 346 U. S. 867, 98 L. Ed. 377, 74 Sup. Ct. 106 (1953). 

25. Id. at 145. 

26. Id. at 149. 

27. Ibid. The court in noting that the evidence supporting an accountng was not 
brought forth in the beginning graphically remarked: 

... he is too late if he kept it for a second bite of the cherry. 

28. Admiral Corp. v. Sewing Machine Sales Corp., 156 F. Supp. 796, 798, 116 
USPQ 17, 48 TMR 484 (S. D. N. Y. 1957). 3 CALLMANN, op. cit. supra note 15, 1720 


states: 


’ 





















Section 29 provides that damages shall not be assessed unless the defendant had 
“actual notice of the registration”; there is no such requirement with respect to the 
issuance of the injunction. 
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tice? What is actual notice is not clear.?®? Should actual notice 

be only express notice?®® Or, may actual notice also be implied 

notice?** The answer in a trademark matter is unknown. 
Implied notice, were it included in actual notice, means that 


the man who exercises reasonable diligence would get that knowl- 
edge or notice so as to learn the mark is registered.** The cases 
discussing implied notice are real property cases, and, it can be 
argued, should be persuasive in trademark matters. Assuming 
both express and implied notices were to be held part of actual 
notice, the question would concern the type of facts which would 
inform a reasonably diligent person. 


Consider for a moment what would be implied (actual) notice 
if the ® were to be required in advertising henceforth, but not 
used. Assume an infringement occurs. Would it not be implied 
that a reasonably diligent person, who is alleged to have infringed, 
would see the product which has been advertised? Can there be 
exceptions such as mail order items, sectionally distributed but 
nationally advertised items, and other similar cases? Probably 
for certain items a reasonably diligent person would be expected 
to see the goods—and ®. Most likely this would be true for certain 
nationally advertised and distributed products. Examples might 


29. In a footnote to United States v. Certain Parcels of Land, etc., 85 F. Supp. 
1002 (footnote 13) (S. D. Cal. 1949), the court noted: 


A search of the authorities for a definition of “notice” in this type of a case 

[suit to condemn land] reveals that this word, with its adjectives “actual,” “con- 

structive,” “implied,” and “presumptive,” has not, in all of its ramifications, 

acquired a standardized meaning in the legal nomenclature . . . If a reasonably 
prudent man is put upon inquiry he can be charged with actual notice. 
Citing: Hawke v. California Realty & Construction Co., 28 Cal. 377, 152 Pac. 959 (1915). 

30. Express notice is that kind of actual notice which consists of knowledge actually 
brought personally home; information which of itself gives actual notification. Express 
notice embraces not only personal knowledge, but also that which is communicated by 
direct information, either written or oral, from those who are cognizant of the fact 
communicated. 66 C. J. S. Notice Sec. 4. 

31. Notice is actual when it is directly and personally given to the person to be 
notified . . . may be either express or implied. 66 C. J. S. Notice Sec. 3... implied 
notice is generally regarded as a kind of actual notice which consists of knowledge of 
facts so informing that a reasonably cautious person would be led by them to the ulti- 
mate fact; that which, if prosecuted with ordinary diligence, will furnish information 
of the fact . . . implied notice is generally regarded as differing from constructive notice, 
in respect of the character of the inference on which it rests, in that implied notice 
arises from an inference of fact . . . while constructive notice is the creature of positive 
law, or rests on strictly legal presumptions which are not allowed to be controverted... 
Id. See. 5. 

32. United States v. Certain Parcels of Land, etc., supra note 29; Continental 
Supply Co. v. Marshall, 52 F. Supp. 717 (W. D. Okla. 1953), rev. on other grounds, 
152 F. 2d 300 (10th Cir. 1946), cert. den. 327 U. 8. 803, 90 L. Ed. 1028, 66 Sup. Ct. 
962 (1946); United States v. West, 132 F. Supp. 934, 936 (N. D. Ga. 1955), Mayor 
etc. of Baltimore v. Whittington, 78 Md. 231, 236, 237, 27 Atl. 984 (1893); Bridge- 
water Boro v. Pa. P. U. C., 181 Pa. Sup. 84, 97, 124 A. 2d 165 (1956). 
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include: soap, cigarettes, toothpaste, lipstick and other daily-living 
items. A rationale of common-sense seems to be indicated. 

If marking were omitted on the goods, but included in ad- 
vertising, could implied notice be found? Would this not be a 
question of fact? One of the items might be the extent of the 
advertising concerned, and the type. Again, take a daily-living 
item, such as aspirin, hair tonic, or toothpaste. Could it be argued 
that the advertising failed to reach a person exercising reasonable 
diligence? Here, the only diligence would be to keep open one’s 
eyes and ears. And yet, there seem to be counterarguments for 
even the most heavily promoted items—as the responsibility for 
reaching the alleged infringer would then be on the advertiser- 
complainant, and not on the person who is to exercise diligence. 
Should this mythical person have chosen magazine “X” or maga- 
zine “Y”? Should he have watched a particular television pro- 
gram? Or should his search have been confined to the newspapers? 


The questions would be asked and the answers uncertain. The 


importance of ® on the goods looms. 

If marking were omitted, both on the goods and in other 
media (assuming other media were used), what would be implied 
(actual) notice? Can it be asserted that a man exercising reason- 
able diligence would learn of the registered nature of the mark? 
Would this infer he would use a qualified search organization? 
Which one? Even the best ones do not always report the same 
marks. Does not this line of inquiry also need an answer to the 
question—would this reasonably diligent man learn of the mark, 
and then consider whether it is registered? 

There are many questions, but few answers at this time. The 
easiest course is to assume that for trademark matters, actual 
notice might mean express notice, or that knowledge actually 
brought home to the party to be affected thereby.** If the marking 
program for trademarks is considered in this light, some problems 
may be avoided and evaded. 

The safest course is to use ®, on the goods. This ® use 
should be clear. But what is clear use is disputed among users as 
seen in the following section. 





= 


33. Strahorn-Hutton Evans Commission Co. v. Florer, 7 Okla. 499, 54 Pac. 710 
(1898). 
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Current Practice 
1. Why in Advertising? 


A logical question appears as why bother to use ® in adver- 
tising and other media not akin to on the goods. There seem to 
be two reasons. The first: A use of ® might “frighten” and 
thereby deter would-be infringers. The second: The ® use may 
help the public realize the identified word is a trademark and not 
a generic word. 

The first reason concerning the warning or frightening of 
would-be infringers is one not found in the cases. To the extent 
it is a valid and sufficient reason depends upon an individual’s 
judgment. 

The second reason can in turn be divided into two situations. 
Situation “A” is where the mark is suggestive of, or close to the 
generic word. This might be contended to include a mark such 
as CREAM wipT for salad dressings containing cream,** or PAINT 
MASTERS for dry paste, and ready-mixed paints,®* or Easy for touch- 
up enamel supplied in self-spraying containers for application to 
domestic laundry and other appliances and rasytint for white 
paint particularly constructed to be mixed with various colors 
as desired.*® In such cases, it can be asserted that vigilance is 
needed to make the public realize the trademark nature of the 
word or words. This may be helpful especially if others have 
similar marks for similar goods—with the line defining confusing 
similarity being hair-line thin. 

Situation “B” is where the trademark owner is almost too 
successful and must vigorously assert his rights to show his trade- 
mark is just that, and has not become generic. If the trademark 
owner is successful in his sales promotion he may find his word 
becoming a companion to Cellophane as 


It... makes no difference what efforts or money the Du Pont 


Company expended in order to persuade the public that ‘cel- 
lophane’ means an article of Du Pont manufacture. So far 











34. This was not the issue. The question was whether DREAM WHIP for a pudding 
mix, inter alia, was likely to be confused with CREAM wiPT for salad dressings contain- 
ing cream. The Court thought confusion was likely. Cream Wipt Foods, Inc. v. General 
Foods Corp., 126 USPQ 55, 50 TMR 992 (CCPA 1960). 

35. Inter alia. The mark was found not descriptive. Benjamin Moore § Co. v. 
Lasting Products Co., 126 USPQ 207, 50 TMR 1125 (Tm. Bd. 1960). 

36. The court affirmed the dismissal of an opposition against EASYTINT based on 
the mark EASY for the respective goods noted in the text. Murray Corp. of America v. 
Red Spot Paint Co., 126 USPQ 390, 51 TMR 97 (CCPA 1960). A list of other EASy— 
marks was given in the opinion. 
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as it did not succeed in actually converting the world to its 
gospel it can have no relief.* 






























In such cases, the mark must be policed, its distinctiveness pre- 
served, and extraordinary care taken to prevent misuse. This 
includes care in the trademark owner’s own use of the mark in 
all media.** The use must be a proper use.*® 

However, does not this beg the question to some extent? 
Why, other than on the goods, cannot the trademark owner merely 
state something akin to 


{ Mark ]|—Trademark 


and not ® or equivalent? There seems to be no reason according 
to the statute, viz., profits, damages, and injunctive relief, why 
he cannot. And it would have a blessing when the item is exported 
to Canada. “Trademark” use would carry over a well understood 
term common to both countries. There is then no necessity of 
separate advertising runs to distinguish the U. S. registration 
notice from the separate Canadian situation.* 

Other than on the goods, assume the mark is only identified 
by “Trademark.” The main disadvantage might be the first 
mentioned—that of not sufficiently “frightening” the would-be 
infringer. After all, the use of ® symbol does carry with it a 
certain aura of holiness. This holiness to the viewer may only 
be that the mark is somewhat unique, that it was registrable, 








37. Du Pont Cellophane Co. v. Waxed Products Co., 85 F. 2d 75, 81, 26 TMR 513 
(2d Cir. 1936), cert. den. 299 U. S. 601, 81 L. Ed. 443, 57 Sup. Ct. 194 (1936). Also 
“aspirin.” Bayer Co. v. United Drug Co., 272 Fed, 505, 11 TMR 178 (D. C. 8. D.N. Y. 
1921). 

38. 3 CALLMANN, op. cit. supra note 15, 1154. 

39. Clairol, Incorporated v. Roux Distributing Co., Inc., 126 USPQ 397 (CCPA 
1960). This was a cancellation action. The Court noted (at p. 398): 

Even though “color bath” may have been a novel way of describing a liquid for 

coloring hair, the words were, as [first] used by appellee [Roux], nevertheless 

descriptive of its hair coloring liquid at the time when appellant [Clairol], to more 
fully describe the goods, added the common word “hair” thereto. The resultant 
expression is nothing but the normal use of the English language. 


HAIR COLOR BATH had been a supplemental registration for hair tinting and coloring 
preparations and was stricken from the register as generic. 

40. If it so happens that the same marks are registered in both the United States 
and Canada, then possibly the mark followed by (or by an asterisk keyed tc) “Registered 
Trademark in the U. S. and in Canada” (which has been seen) could be used. This does 
not follow the Section 29 language viz. “Pat. Off.” which in non-on the goods use, is 
unnecessary. Whether a U. S. Court would hold this met the requirements of the marking 
section if used on the label—the issue being raised in a demand for an accounting— 
is unknown. It does take a chance in that it departs from the statutory language. 
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and that there is an ownership claim,* but is this not a lot? 
The use of ® does not affect the trademark owner’s rights. Nor 
does it affect his remedies. And certainly it does not affect his 
right to an injunction. The advertising director would find this 
lack of differentiation a boon. The reader might also. Both for 
the reason that the picture is not confused with (e.g.) asterisks 
keyed to “trademark” for the non-registered trademarks and ® 
or a dagger (t) keyed to “Reg. U. S. Pat. Off.” for registered 
marks, or similar segregation of value.*? 

Du Pont is one of the finest exponents of proper trademark 
usage, including use of ® or the word equivalent.** Yet, in its 
most excellent booklet on “How to Use the Trademarks...” the 
stress is not placed on the registered aspect. The stress, properly, 
falls on the “Du Pont trademark” claim. For example, Du Pont 
shows an illustrative footnote for its pacron as “Du Pont trade- 
mark for its polyester fiber.” In its section on “Written Adver- 
tising” appears the statement as to DACRON: 

If preferred, the circled “R” can be replaced by an asterisk 
referring to a footnote “*Du Pont trademark” or both may 
be done. 
























The examples which follow in the booklet, if not reviewed with 
this statement in mind, might lead the quick-reader to believe 
® is required. It is, only if the above statement is not used. 
What holds true for advertising, would hold true for other 
non-on the goods usage. This would include booklets, leaflets, lists 
of products, sales slips, and so on ad infinitum. 











2. How Used on the Goods? 

Varying practices are followed. One of the more familiar 
rules of thumb advises use of ® with the “first and most promi- 
nent use” of the trademark. Whether this is more or less effec- 
tive than an accurate, but quiet and positive legend that 


[Mark] is Reg. U. S. Pat. Off. for [goods] 


has not been resolved. 

















41. Section 7(b) reads: 
A certificate of registration of a mark upon the principal register provided by this 
Act shall be prima facie evidence of the validity of the registration, registrant’s 
ownership of the mark, and of registrant’s exclusive right to use the mark in com- 
merce in connection with the goods or services specified in the certificate, subject to 
any conditions and limitations stated therein. 
(15 U. 8. C. 1057b). 
42. Much less the confusion if Canada is also to be considered. 
43. After CELLOPHANE, supra note 37, this is to be expected! 
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Some practices seem to be an effort to follow the statute, 
but at the same time to avoid any intrusion into the advertising 
art work. Might these be found to be without the spirit of the 
statute and worthless? There are as many examples as time is 
taken to find them. Some of the more prominent include use of 
such small type in comparison to the type elsewhere used, and 
especially in comparison to the type for the trademark, that the 
® symbol is seen only when one assiduously searches for it. Ex- 
amples which follow go with the phrase: “Only the names and 
places are changed to protect the innocent.” 










A well-known and heavy-selling cereal has a hard-to-read ® 
after the relatively inconspicuous use of the house mark on the 
back panel, and a ® after one of the smaller uses of the cereal 
trademark on the side panel. There is also a side panel statement: 

Trade Marks Reg. U.S. Pat. Off. 

The question is—what are the trademarks concerned? The two 
found after a search? Others? On the panel where this statement 
appears, neither house mark nor trademark is used. It would 
seem better to state 


{House mark] and [cereal trademark ]|—Reg. U. S. Pat. Off.** 
A prominent whisky distiller has a legend “Trademarks and 


Label Style Reg. U. S. Pat. Off.” but nothing tells what are the 
trademarks. 
















On the other hand, in the category of non-® use, is found a 
woman’s hair spray from a prominent beauty house. There is no 
indication as to what is its trademark, and if it is registered. 
Several popular cigarettes have absolutely no trademark claim 
nor notice as to registration of the mark or marks on the package. 
A prominent instant coffee manufacturer does not claim its mark 
nor symbol on the label, although once its house mark was the 
subject of a suit finally decided by the United States Supreme 
Court. Several domestic liquor distillers do not identify their 
trademarks. One imported one states “Registered Trademark” 
but whether this means the country of origin, or the United States, 
or both, is not known. A prominent toiletry manufacturer who has 
seen its sales and advertising budget skyrocket does not use ® 
for its trademarks or its house marks on its products. 



























44. This has the added virtue of being adaptable to a trademark licensing situation. 
Language similar to “by [company], the trademark owner” could follow. There are other 
requirements in trademark licensing. One article is the author’s, Trademark Licenses: 
Control Provided, Control Exercised, 47 TMR 287 (1957). 
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An example of a moderate use of @® is sometimes found. 
Pick up a bottle of a certain premium beer, well advertised as 
a quality product, and one can almost play a game of “guess how 
many ® symbols there are.”’ The ® is of a size that is quickly 
visible, yet the thickness of line and intensity of color blends 
with the art work when the bottle is on a shelf. It seems to 
illustrate a good blending of advertising and legal requirements. 
The several ® symbols each identify a particular trademark. One 
is for the “brand,” another for the slogan-mark, a third for the 
design-mark, a fourth for the label-mark, and so on. This seems 
to be within the letter and the spirit of Section 29. 

Rarely, it seems, is there an over-emphasis of ®. This would 
be used so that whenever and wherever the trademark appears 
an identification such as ® or word equivalent would follow. The 
emphasis probably would be on the word equivalent. There might 
also be a statement in the textual portion of the label or advertising 
media of the claim to trademark ownership. It might be expected 
that this would be in a field where the trademark owner is pre- 
dominant. One prominent synthetic fiber manufacturer is found 
to use the ® word equivalent quite heavily. 

What is advisable depends upon the nature of the mark and 
the importance of money.** Certainly if a mark is “weak,” or 
suggestive, or likely to become generic, more precautions are likely 
to be taken. This is not merely to provide for a claim for profits 
and damages, but to emphasize the trademark claim. If the mark 
is “strong,” and if in the event of an infringement arising an 
injunction alone, or money from the date of actual notice, would 
be considered satisfactory, then any use of ® seems unneeded. 
Business risks must be assessed in view of the individual legal 
situation. 
Solutions—? 

An interesting solution is that posed by Lewis Garner* in 
advocating trademark use as the criteria of what is a trademark. 
He commented that: 


To display the terms “Trademark,” “Brand,” “Reg. U. S. 


Pat. Off.,” ““@,” ete., next to or under trademarks is one fea- 
ture of trademark display, but it is only important to the 








45. This money factor can be dual: Both welcome in the event of an infringement 
suit and as a deterrent factor to avoid infringement suits. 
46. Garner, A Display Theory of Trademarks, 47 TMR 303 (1957). 
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extent—and no more—that it causes the public to react to 

the mark as a trademark. If a trademark is used properly, 

the public will subconsciously and automatically insert the word 

“brand” between the trademark and the product name, re- 

gardless of whether the user himself displays this term.” 
Although his article goes beyond the scope of the matter in hand, 
considering any word susceptible of trademark ownership when 
used as a trademark, it would eliminate the problem as to use of ®. 

Another solution might be the statutory setting of standards 
for the marking of ®. This would go beyond the present require- 
ments which are causing some difficulty, and state when and where. 
For example, the Copyright Law requires a stated legend** and 
in a stated place.*® Can this type of requirement be adapted for 
registered trademark usage? It might be required to be in a certain 
place, such as with the manufacturer’s name, with such other 
notices that might be required, and so on. The legend itself 
might be: 

[Trademark ]|—Reg. U.S. Pat. Off. 
with a substitution of ® permitted. This would permit a listing 
of trademarks to avoid the “cereal situation” and could include 
labels, designs, and so forth by either a miniaturization or by a 
word identification. This might be similar to: 

{Trademark ], label, and container—® 
This legend could be followed by the registrant’s name if the 
marks are used by a licensee. For a non-registered trademark 
the use of the mark followed by the word “Trademark” would 
seem to be a natural development, adopted by custom and con- 
venience in avoiding questions as to what is a trademark. This 
marking revision need not be an onerous provision, and could 
be keyed to the item of profits and damages. In other words, as 
today, an injunction would lie without the legend,” but profits 











47. Id.,47 TMR at 325. 

48. 17U.8.C. 19. 

49. 17U.S.C. 20. 

50. Thus this would not be in conflict with the Paris Convention, which the U. S. 
ratified on May 30, 1887, and the London Revision, ratified on June 2, 1934. 4 CALLMANN, 
op. cit. supra note 15, 2199. As he stated (at p. 2217): 

Article 5 expressly provides: “Articles shall not be required to bear any sign or 
mention of the patent, the utility model, or the registration of the trade-mark or 
of the deposit of the industrial design or model for recognition of the right.” 
Article 5 is not inconsistent with section 29 of the Lanham Act. The “right” referred 
to in Article 5 is not to be understood as the right to recover for infringement, but 
as the right to claim ownership and use of the mark as applied to goods or services 
and the right to be protected under the Convention. 
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and damages could not be obtained unless actual notice has been 
given. (Should actual notice be confined to express notice?) 

One advantage to this would be apparent to the advertising 
staff. Copy could serve its purpose, even when that copy is a 
label or other usage on the goods. Litigation might be minimized 
as to what is or is not proper usage, and the reasonable diligent 
person need not hunt around the goods or container to deter- 
mine whether the mark is registered—or contra-wise, if it has 
been dedicated to the public as a generic term. 

If a change is made, why should not 


Registered in U. S. -or- Reg. U. S.™ 


be sufficient. The place, the Patent Office,’ is not important to 
the viewer. What is important is that a trademark has been prop- 
erly registered under a federal statute, and if the statute places 
the registration burdens in the Patent Office, or another [new] 
division, this seems to be procedural. 

In the alternative, things can proceed as they have. No prob- 
lems seem to have arisen. But, let ® be confined to where it is 
required—on the goods. After all, the fifth point given as an 
accomplishment of the 1946 Act was* 

Generally to simplify trademark practice .. . 








51. The symbol @® can still be used. This symbol is occasionally used abroad by 
local companies, but such use is without comparable statutory authority as provided in 
the United States (15 U. S. C. 1111). There is no recognized and accepted meaning 
for @® in such foreign countries. However, an international agreement could provide 
a code for use. This might be: When only @® appears this would signify that the trade- 
mark is registered in the country of manufacture. When border-crossing is involved ® 
would be followed by the Internationa] Code Letters of the country or countries where 
registered. Thus, @® USA would identify a trademark registered in the United States, 
@® D a mark registered in Germany, ® F a mark registered in France, and so on. The 
traveler will recognize these letters as they are used on automobile licenses. Use is, 
therefore, established. When a mark is registered in more than one country, the advan- 
tage of this proposal is most readily seen. Illustrating the above: As now, a product 
manufactured in the United States, and here sold, carries @. This is sufficient. The 
product is exported to another country and there the mark is also registered. The regis- 
trant wishes to have this known. The symbol is then @ USA, F. Of course, the desir- 
ability of noting registration is here not questioned. If it is not important to the 
trademark owner and registrant, the marking discussion is academic. 

52. With a shift in location for trademark operations of the Patent Office the 
step to a new and separate Trademark Office seems easier to envisage. 

53. Senate Committee on Patents, Senate Report No. 1333, May 14, 1946. 79th 
Cong. 2nd Sess. 1946. U. S. Code Cong. Serv. 1274, 1276. 
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NOTES FROM OTHER NATIONS! 
By L. L. Gleason* 


Afghanistan 


Trademark Law 































This country has not previously had a trademark law and 
parties interested in claiming ownership of trademarks have fol- 
lowed the practice of publishing notices in Afghan newspapers 
or in the Official Gazette of the National Chamber of Commerce. 

A trademark law was promulgated on September 20, 1960, 
but up to the present time no regulations for carrying out the 
law have been provided. A committee has been appointed by the 
Government to formulate rules and clear up certain ambiguities 
in the law. 

Foreigners may register their marks in Afghanistan if they 
are nationals of countries which permit Afghan nationals to reg- 
ister their trademarks in those countries, either through treaties 
or by provisions of their internal laws. 

The law provides inter alia for an examination of each mark 
to ascertain if it is in conflict with a previously registered mark, 
for the filing of oppositions, and for the classification of goods. 
The term of protection will be 10 years. 


Canada 





Recent Decisions of Registrar in Oppositions 


Application for registration of trademark BLUEBIRD in respect 
of canned citrus fruits and juices rejected on opposition of owner 
of 1924 registration of trademark BLUEBIRD for a concentrated fruit 
flavoring compound for use in the manufacture of soft drinks, ice 
eream and fountain syrups, and carbonated or non-carbonated soft 
drinks. 


(Decision of Registrar, November 10, 1960. Kist Canada Ltd. 
v. Southern Fruit Distributors, Inc.). 

Application for registration of trademark apexin in respect 
of tranquilizing preparations rejected on opposition of owner of 
registration granted in 1939 for trademark araxrin in respect of 
a vitamin A preparation for the prevention and treatment of defi- 










+ 800.4—oOTHER STATUTES—FOREIGN LAW. 
* Member of the firm of Marks & Clerk, New York. 
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ciencies of growth promoting and antiophthalmie vitamin A. 
The opposed mark had been used in Canada since June 1, 1959 
and the trademark araxin had been used in Canada since March 
27, 1939. The Registrar based his decision to reject the applica- 
tion not only on the resemblance between the two marks and the 
fact that the goods of the registration and of the application are 
of the same general class but also on the comparatively long use 
of the opponent’s mark. 


(Decision of Registrar, November 17, 1960. Winthrop Labora- 
tories of Canada, Ltd. v. Cyanamid of Canada Ltd.). 

Application for registration of trademark scripram rejected 
on opposition of owner of registrations covering trademarks 
SCRIPTO and sCRIPTETTE. The scRIPTAM application was filed for per- 
manent classroom boards made of steel with a special ceramic 
porcelain finish, and frame moldings with clamps and with screws 
for holding the classroom boards, which might also be ealled 
blackboards. The scriptro and scriptettTeE marks had been regis- 
tered in Canada for many years in respect of various kinds of 
writing instruments, such as pencils and pens, mechanical pencils 
and fountain pens, erasers and the like, and the owner of the 
SCRIPTAM mark claimed use in Canada from April 27, 1956. The 
opponent mentioned that the applicant was trying to register the 
SCRIPTAM mark for boards in connection with which writing in- 
struments would be used, and the Registrar decided that the 
SCRIPTAM application should be rejected in view of the resemblance 
between the marks and the long prior use of the opponent’s marks, 
and presumably also because of some similarity between the goods 
of the two parties. 

(Decision of Registrar, November 30, 1960. Scripto Inc. v. 
Service Central des Achats Inc.). 


Germany 
Revisions of Trade Mark Law 


A revision of the West German Trade Mark Law became 
effective on July 1, 1961 and while this will be in general agree- 
ment with the law previously in force, it does contain some new 
provisions. 

One relates to the opposition procedure which heretofore has 
provided that only the owner of an earlier registration or appli- 
eation had the right to file a formal opposition against the ap- 
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plication of another party after publication in the Gazette. 
According to the new Section 5 a party may oppose a German 
application if he has in another country acquired, either on the 
basis of an earlier application or on the basis of prior use, rights 
to a mark which is in conflict with the published German appli- 
cation, and if he proves that the applicant in Germany, as a result 
of his employment by or other contractual relationship with the 
opponent, is charged with the responsibility of representing the 
opponent’s interests in commerce, and proves that the German 
applicant has filed his application during the existence of that 
relationship with the opponent and without the latter’s consent. 

Section 6 of the new law provides that if an application is 
rejected as the result of an opposition and the applicant insists 
that he has a right to register his mark, he may press his claim 
by filing an action in the civil courts. If he is successful there, 
the registration eventually granted to him will be effective from 
the date of his original application in the Patent Office. 

A trademark registration may be renewed without penalty for 
two months after the normal renewal date. If no application for 
renewal is filed by that time the Patent Office sends a final re- 
minder fixing a term within which the renewal fee may still be 
paid (with penalty) and this term will be at least six months 
from normal renewal date. 

A Federal Patent Court has been organized in the Patent 
Office for dealing with appeals against decisions of the Patent 
Office in trademark (and other) cases. 





Portugal 


Court Discusses Methods of Determining if Marks in Conflict 

Pepsi Cola Company of New York City applied for registra- 
tion of its trademark pepsi in Portugal in respect of flavoring 
syrup for soda water and the application was unsuccessfully op- 
posed by a Dutch company, Carp & Co., N. V. of Rotterdam. The 
Dutch company appealed to the 7th Civil Court in Lisbon against 
the decision of the Patent Office granting the pepsi application 
in February, 1960. 

The appellant stated that it was the owner of the Interna- 
tional registration No. 126,839 granted in 1946 and extended to 
Portugal, covering the trademark prep for alcoholic and non- 
alcoholic beverages, including aromatic beverages, fruit juices, 
lemonades and the like, and that the registration of the trademark 
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PEPsI violated its rights, being contrary to the provisions of Article 
94 of the Portuguese Industrial Property Law which prohibits 
the imitation of trademarks. 

The defendant denied resemblance between the trademarks 
PEPSI and pep and added that if the two marks were confusingly 
similar, the registration of perp in Portugal should be canceled 
on the ground that it was confusable with defendant’s trademark 
PEPSI-COLA, registered in Portugal for non-alcoholic beverages, ete., 
prior to registration of the pep mark, since coLa designates a sub- 
stance used in the product and Pepsi, with which the Dutch com- 
pany alleged its Pep mark was in conflict, was the preponderant 
element of the trademark pPEPsI-coLa. 

The Court reviewed sections of the Portuguese trademark 
law and stated that in order to find that one mark imitates an- 
other, it is necessary (1) that the imitated mark be registered; 
(2) that it be intended for use on goods falling in the same class 
of the official classification or if in another class, one of “manifest 
affinity”; and (3) that it have such graphic, figurative or phonetic 
resemblance to the registered mark that it might easily induce 
the consumer into error or confusion, the consumer being unable 
to distinguish the two marks except after careful examination or 
comparison. 

The Court was of the opinion that if marks are graphically 
and figuratively equal or similar, even though upon close analysis 
they are found to be different, they are similar before the law; 
that although they are graphically or figuratively dissimilar, they 
are still similar if they can be confused phonetically; and finally 
that even though they are similar by any of the tests mentioned, 
such similarity can only prevent the registration of the new mark 
if the similarity easily induces the consumer into error. 

The grant of the pepsi registration by the Patent Office was 
upheld by the Court, which found that Pepst was quite different 
graphically, figuratively and phonetically from pep, and the Court 
took due note of the fact that the pep mark had been registered 
in Portugal after registration of defendant’s trademark PEpsiI-coLa 
and that consequently “it would be unjust and immoral to have 
decided, on the occasion of the registration of the mark perp, that 
the latter did not resemble the mark PEPsiI-coLa, and now come to 


decide the opposite: that pers resembles and is confusable with 
”9 


PEP”. 
(Decision of 7th Civil Court, 2nd Section, December 19, 1960). 
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Republic of South Africa 
New Trade Marks Bill Under Consideration 


In 1960 the Registrar of Trade Marks in South Africa com- 
pleted the draft of a new Trade Marks Bill and a Committee was 
appointed to consider the draft. Although this Commitee com- 
pleted its work and recommendations several months ago, there 
is a possibility of further amendments and it is expected that the 
Bill will be considered and passed by the South African Parlia- 
ment in 1962. 

Some new features that will undoubtedly be in the new law 
are the following: 


1. Division of the trademarks register into Parts A and B, 
and marks “capable of becoming distinctive” within the meaning 
of the law will be registrable in Part B. 


2. Provisions for registration of “container” marks and grant 
of defensive registrations. 


3. Extension of the authority and jurisdiction of the Regis- 
trar in dealing with many matters hitherto falling only within the 


jurisdiction of the Supreme Court or the Minister for Economic 
Affairs. 


4. Registration of trademark by holding company. 


This list of innovations is not complete, and important changes 
in many provisions of the present law will be found in the new 
law, including the reduction of the term of registration and re- 
newal from fourteen years to ten years. 
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PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—J une 
1961 1960 


Applications filed 12,114 11,726 


Registrations issued 
Principal Register 8,109 9,206 


Supplemental Register 419 364 


8,528 9,570 
Renewals 1,807 1,994 
See. 12(c), publications 233 257 
Sec. 8, affidavits filed -............... ; 7,874 6,254 
See. 8, cancellations . 2,563 2,443 


Cancellations, other .... 106 71 
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tising Age, March 13, 1961, pp. 78, 80.) 
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pp. 84, 86.) 
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Lanvin Parfums, Inc. v. Le Dans, Ltd. 
Trademarks—Unfair Competition—Resale of Rebottled Trademarked Products— 
Construction of Section 2354 of New York Penal Law. 


BOOK NOTICE 


KERLY’s LAW OF TRADE MARKS AND TRADE NAMES, E1iautn EDITION. 
By R. G. Lloyd. Toronto, Canada, The Carswell Company Limited, 1960. 
Pp. 704. Price: $22.50. 

This edition is the second since the passing of the 1938 Act. The in- 
clusion of illustrations and quotations of recent and important decisions 
has permitted the replacement of many references to cases decided under 


the old Acts. 





* Copies of these articles and legal note are available for reference in the Association’s 
library. 
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HAIR v. McGUIRE et al. 


No. 6364 — Calif. D. C. Appl., 4th District — January 20, 1961 
128 USPQ 489 


500.32b—COURTS—BASIS OF RELIEF—CORPORATE AND TRADE NAMES 
Although generic terms and words descriptive of place are not subject to ex- 
elusive appropriation, they may be used to identify the business of a particular 
person and thereby acquire a secondary meaning, in which event their subsequent 
use in a confusingly similar manner by another person will be enjoined under the 
law which prohibits unfair competition; and protection is afforded against the 
probability or likelihood as well as the actuality of deception or confusion. 
500.74—COURTS—PLEADING AND PRACTICE—EVIDENCE 
If the facts support a conclusion that a person of ordinary intelligence could 
reasonably be deceived or confused, that is all that is required. The actual ex- 
istence of confusion will support a finding that the public is likely to be confused; 
so will proof of similarity in the names. 
500.77—COURTS—PLEADING AND PRACTICE—FINDINGS OF FACT 
In examining the sufficiency of evidence to support a questioned finding, an 
appellate court must accept as true all evidence tending to establish the correctness 
of the finding, taking into account as well all inferences which might reasonably 
have been thought by the trial court to lead to the same conclusion. 
500.71—COURTS—PLEADING AND PRACTICE—COMPLAINT 
A complaint is not defective in failing to allege an intent to defraud in a 
case involving similarity of trade names. 
500.76—COURTS—PLEADING AND PRACTICE—DEFENSES 
The doctrine of “unclean hands” does not apply against plaintiff for ap- 
propriation of words previously used by others but not then identifying any other 
existing business. 


Action by George W. Hair v. Thomas P. McGuire et al. for unfair 
competition. Defendants appeal from California Superior Court, Riverside 
County from judgment for plaintiff. Affirmed. 


Josephine Baker, of Los Angeles, California, for appellants. 
Thurman Arnold, Jr., for respondent. 


COUGHLIN, Justice. 

This is an appeal frora a judgment restraining the use of a business 
name composed of a trade and a geographical designation, viz., CREDIT 
BUREAU OF PALM SPRINGS. The issues on appeal are numerous and involve 
a consideration of the sufficiency of the evidence to sustain the findings, 
the sufficiency of the complaint, the proprietary nature of such a name, the 
extent to which the pretrial order controls a disposition of the issues 
before the court, the effect of an alleged transfer of the offending business 


to a corporation pending trial, and alleged errors in admission of evidence. 
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The trial court found that, commencing in May 1955 the plaintiff, 
who is the respondent herein, established and ever since that time has 
conducted a credit reporting and collection business in the City of Palm 
Springs, under the names of CREDIT BUREAU OF PALM SPRINGS and CREDIT 
BUREAU OF PALM SPRINGS AND COACHELLA VALLEY. The evidence shows that 
the plaintiff filed a notice of doing business under the fictitious name 
of CREDIT BUREAU OF PALM SPRINGS AND COACHELLA VALLEY; however, as 
found by the court, the business was known to the general public as 
CREDIT BUREAU OF PALM SPRINGS. It thus appears that the combined trade 
and geographical name took on a secondary meaning; identified the plain- 
tiff’s business; and, as found by the court, during the years following May 
1955 the public had come to associate the name in question with the 
plaintiff’s business. The court also found that the defendants McGuire and 
Baker, who are the appellants herein, in April 1958 commenced doing a 
credit reporting business in Palm Springs under the name of CREDIT BUREAU 
OF PALM SPRINGS; that they had not previously conducted such a business 
in Palm Springs; that they are now in competition with the plaintiff; and 
that their use of the name CREDIT BUREAU OF PALM SPRINGS “was and is 
likely to deceive and confuse the general public and, in fact, at least a 
part of the general public has actually been deceived and confused by 
said use.” 


“Generic terms and words descriptive of place are not subject to ex- 


elusive appropriation.” Academy of Motion Picture Arts & Sciences v. 
Benson, 15 Cal.2d 685, 688, 46 USPQ 488, 489 (30 TMR 563); American 
Automobile Assn. v. American Automobile Owners Assn., 216 Cal. 125, 131, 
14 USPQ 263, 266 (22 TMR 479) ; Dunston v. Los Angeles Van & Storage 
Co., 165 Cal. 89, 94 (3 TMR 231). 


However, such words and terms may be used to identify the business 


of a particular person and thereby acquire a secondary meaning, in which 
event their subsequent use in a similar manner by another person which 
tends to deceive and confuse the public will be enjoined under the law 
which prohibits unfair competition. Jackson v. Universal International 
Pictures, Inc., 36 Cal.2d 116, 121, 87 USPQ 131, 134; Academy of Motion 
Picture Arts & Sciences v. Benson, supra, 15 Cal.2d 685, 689, 46 USPQ 
488, 489 (30 TMR 563); Weinstock, Lubin & Co. v. Marks, 109 Cal. 529, 
536; Family Record Plan, Inc. v. Mitchell, 172 Cal.App.2d 235, 242, 122 
USPQ 414, 416-417; H. Moffat Co. v. Koftinow, 104 Cal.App.2d 560, 565; 
Hoover Co. v. Groger, 12 Cal.App.2d 417, 419 (26 TMR 651). 

The deception and confusion arising from the use of a business name 
comprised of such words or terms is established by its tendency to identify 
the business of the subsequent user as that of the prior user. It follows 
that the prohibition extends not only to the use of identical names but 
also to those which are sufficiently similar to cause deception and confusion. 
Academy of Motion Picture Arts & Sciences v. Benson, supra, 15 Cal.2d 


685, 692, 46 USPQ 488, 490 (30 TMR 563); Family Record Plan, Inc. v. 
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Mitchell, supra, 172 Cal.App.2d 235, 122 USPQ 414; H. Moffat Co. v. 
Koftinow, supra, 104 Cal.App.2d 560; Rosenthal v. Brasley-Krieger Shoe 
Co., 19 Cal.App.2d 257. Proof of actual deception or confusion is not 
necessary to enjoin the subsequent use. Winfield v. Charles, 77 Cal.App.2d 
64, 70; Hoover Co. v. Groger, supra, 12 Cal.App.2d 417, 419 (26 TMR 651). 
Protection is afforded against the probability or likelihood as well as the 
actuality of deception or confusion. American Automobile Assn. v. Amer- 
ican Automobile Owners Assn., supra, 216 Cal. 125, 131, 14 USPQ 263, 
266 (22 TMR 479) ; H. Moffat Co. v. Koftinow, supra, 104 Cal.App.2d 560, 
565; Brown v. Hook, 79 Cal.App.2d 781, 797; Pohl v. Anderson, 13 
Cal.App.2d 241, 242. If the facts support a conclusion that a person of 
ordinary intelligence could reasonably be deceived or confused, that is 
all that is required. MacSweeney Enterprises, Inc. v. Tarantino, 106 
Cal.App.2d 504, 512, 91 USPQ 73 (41 TMR 1084); American Distilling 
Co. v. Bellows & Co., 102 Cal.App.2d 8, 25, 88 USPQ 254, 261. On the 
other hand the actual existence of confusion will support a finding that 
the public is likely to be confused (Schwartz v. Slenderella Systems of Calif., 
Inc., 43 Cal.2d 107, 113, 102 USPQ 177, 179 (44 TMR 1170); Family 
Record Plan, Inc. v. Mitchell, supra, 172 Cal.App.2d 235, 245, 122 USPQ 
414; as will proof of similarity between the controversial names under 
consideration. Marsalli’s Blue Ribbon Coffee Co. v. Blue Ribbon Products 
Co., 159 Cal.App.2d 357, 117 USPQ 422 (48 TMR 1210); H. Moffat Co. 
v. Koftinow, supra, 104 Cal.App.2d 560; Physicians Electric Service Corp. 
v. Adams, 79 Cal.App.2d 550, 551; Brown v. Hook, supra, 79 Cal.App.2d 
781, 796; Barnes v. Cahill, 56 Cal.App.2d 780, 784; Law v. Crist, 41 
Cal.App.2d 862 [107 P.2d 953]; Rosenthal v. Brasley-Krieger Shoe Co., 
supra, 19 Cal.App.2d 257. 

Whether words and terms used by an original appropriator have 
acquired a secondary meaning thereby ordinarily is a question of fact 
(Jackson v. Universal International Pictures, Inc., supra, 36 Cal.2d 116, 
121, 87 USPQ 131, 134; Family Record Plan, Inc. v. Mitchell, supra, 172 
Cal.App.2d 235, 243, 122 USPQ 414, 417; Johnston v. 20th Century-Fox 
Film Corp., 82 Cal.App.2d 796, 813, 716 USPQ 131) ; as is also the question 
whether their subsequent use is likely to deceive or confuse the public. 
Schwartz v. Slenderella Systems of Calif., Inc., supra, 43 Cal.2d 107, 112, 
102 USPQ 177, 179 (44 TMR 1170) ; Family Record Plan, Inc. v. Mitchell, 
supra, 172 Cal.App.2d 235, 245, 122 USPQ 414; Applebaum yv. Senior, 
154 Cal.App.2d 371, 375, 115 USPQ 243, 244 (48 TMR 344) ; MacSweeney 
Enterprises, Inc. v. Tarantino, supra, 106 Cal.App.2d 504, 515, 91 USPQ 
73 (41 TMR 1084) ; Pohl v. Anderson, supra, 13 Cal.App.2d 241, 242. 

It is apparent that an application of the foregoing rules to the findings 
of the trial court, as heretofore noted, supports the judgment enjoining 
the defendants from the 


using business name CREDIT BUREAU OF PALM 
























SPRINGS. 
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The attack upon these findings is without merit. It is the time-honored 
rule that “in examining the sufficiency of the evidence to support a ques- 
tioned finding, an appellate court must accept as true all evidence tending 
to establish the correctness of the finding as made, taking into account, 
as well, all inferences which might reasonably have been thought by the 
trial court to lead to the same conclusion.” Bancroft-Whitney Co. v. 
McHugh, 166 Cal. 140, 142; Richter v. Walker, 36 Cal.2d 634, 640; Arvin- 
Kern Co. v. B. J. Service, Inc., 178 Cal.App.2d 783, 786. The defendants’ 
contentions with respect to the questioned findings are based upon their 
version of the evidence; not upon the trial court’s version; the latter is 
adequately supported by the record; and, under the foregoing rule, must 
prevail upon appeal. Contrary to the defendants’ claim, the fact that the 
business of the plaintiff involved a collection of debts as well as credit 
reporting, whereas the defendants’ business was restricted to credit re- 
porting, that certain proven instances of confusion involved only the 
collection business of the plaintiff, and that none of defendants’ customers 
had indicated any belief that they had joined the plaintiff’s bureau rather 
than the defendants’ bureau, does not contradict the findings of the court 
in the premises. There was ample evidence to establish deception and 
confusion. 

The contention that the plaintiff’s amended complaint does not state 
a cause of action, also is without merit. It is claimed that the complaint 
is defective because it fails to allege an intent to defraud. Such an intent 
is not now an essential element of a cause of action to obtain injunctive 
relief under circumstances such as those present in this case. Civ. Code, 
§ 3369, subds. 2, 3; Schwartz v. Slenderella Systems of Calif., Inc., supra, 
43 Cal.2d 107, 114, 76 USPQ 131 (44 TMR 1170) ; Family Record Plan, Inc. 
v. Mitchell, supra, 172 Cal.App.2d 235, 245, 122 USPQ 414; Karsh v. 
Haiden, 120 Cal.App.2d 75, 83; MacSweeney Enterprises, Inc. v. Tarantino, 
supra, 106 Cal.App.2d 504, 513, 91 USPQ 73 (41 TMR 1084); Wood v. 
Peffer, 55 Cal.App.2d 116, 123; Hoover Co. v. Groger, supra, 12 Cal.App.2d 
417, 419 (26 TMR 651). 

The defendants further claim that certain allegations in the amended 
complaint respecting a prior use of the business name in question foreclose 
the plaintiff from recovery in this action. In substance, these allegations 
are: that persons by the name of Griffing had operated a credit reporting 
business in Palm Springs under the name of CREDIT BUREAU OF PALM 
SPRINGS, during the period from 1943 to 1951; in the latter year ceased 
doing any business; have not done any business since that time; but, in 
1957, two years after the plaintiff had commenced his business, sold the 
name CREDIT BUREAU OF PALM SPRINGS to the defendant Baker. Only the 
name was sold. The defendants’ argument is based upon the contention 
that the Griffings had a property right in the name CREDIT BUREAU OF 
PALM SPRINGS at the time the transfer was made to defendant Baker. As 
heretofore noted, words descriptive of a trade or place are not subject 
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to exclusive appropriation and their use in a business name will be pro- 
tected only when they have attained a secondary meaning. Academy of 
Motion Picture Arts & Sciences v. Benson, supra, 15 Cal.2d 685, 688, 46 
USPQ 488, 489 (30 TMR 563). Granted the name CREDIT BUREAU OF 
PALM SPRINGS may have attained a secondary meaning when used by the 
Griffings to identify their business, this secondary meaning terminated 
when their business terminated. The allegations in the amended complaint 
indicated that the use of the name CREDIT BUREAU OF PALM SPRINGS to 
identify a credit reporting business operated by the Griffings ceased when 
that business ceased to exist. 

The argument advanced by the defendants respecting the insufficiency 
of the amended complaint upon the aforesaid ground also is advanced in 
support of their contention that the conclusion of the trial court is con- 
trary to the evidence because the facts respecting the prior use of the name 
in question are established thereby. The evidence did establish these facts 
but also showed that there was no credit reporting business of any kind 
being operated in Palm Springs at the time the plaintiff commenced his 
operation in 1955; that the business theretofore operated by the Griffings 
did not then exist in any form; that in 1957, the Griffings were not oper- 
ating any credit reporting business in Palm Springs; that they then sold 
the defendant Baker only the name CREDIT BUREAU OF PALM SPRINGS; that 
the consideration therefor was $1.00; and that Baker transferred the name 
to the defendant McGuire. The evidence amply supports the finding of the 
trial court that the words used in the name CREDIT BUREAU OF PALM SPRINGS 
at the present time have a secondary meaning which identifies the plaintiff’s 
business. The plaintiff and the public are entitled to be protected against 
the deception and confusion which is likely to arise from the use of the 
same name by defendants. 

It is also claimed that the allegations of the amended complaint 
establish as a matter of law that the plaintiff should be denied relief under 
the doctrine of “unclean hands.” In his amended complaint the plaintiff 
alleged that, prior to the commencement of his business, the defendant 
Baker and a person named Clark operated a credit reporting and col- 
lection agency in the City of Palm Springs under the name of PALM SPRINGS 
CREDIT BUREAU ; that they ceased operation of said business in Palm Springs 
prior to the commencement of plaintiff’s business; that the business of 
Baker and Clark had a poor reputation; and that the plaintiff was required 
to overcome the hostility toward their business because of the confusion 
in names. The doctrine of “unclean hands” does not apply. Although the 
allegations in question establish a similarity between the names PALM 
SPRINGS CREDIT BUREAU and CREDIT BUREAU OF PALM SPRINGS with resultant 
confusion, at the time the plaintiff appropriated the words to use in his 
business they did not then identify any other existing business; Baker 
and Clark made no objection thereto; no reason then existed for objection 
as they were not then in business; and the use by plaintiff, as established 
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by the finding of the trial court, gave the words a secondary meaning 
which identified them with his business at the time the defendants, in 
1958, commenced their competing business in Palm Springs. 

Objection is also made to an alleged disregard by the trial court of 
the pretrial order. When passing upon defendants’ motion for nonsuit, 
the trial judge indicated that he believed the issues were much more limited 
than would appear from the pretrial order. The rules relating to pretrial 
conferences do not purport to restrict the authority of the trial court to 
limit the issues in accordance with the law and the evidence presented to 
it. Cf. Rules for Superior Courts Relating to Pretrial Conferences, 47 
Cal.2d 3-9. A court may determine as a matter of law that the case before 
it does not present any material legal or factual issue with respect to par- 
ticular contentions advanced by the litigants even though the pretrial 
order refers thereto. The conduct of the trial judge to which objection 
is made, was not error. 

Objection is made to the testimony of an employee of the plaintiff 
respecting a telephone conversation between him and an employee of the 
defendants, which took place in the course of their respective employment, 
wherein the defendants’ employee stated that she had received a money 
order from Graham Alexander; that it was not for their office; that she 
had returned it to the post office on a prior occasion but it again was 
delivered to the defendants’ office ; and she inquired whether the plaintiff’s 
employee had an account for such a person. The plaintiff’s employee re- 
plied that he did have such an account. This testimony was objected 
to upon the ground that it was hearsay. Testimony to the effect that the 
two employees had a telephone conversation, identifying it by reference 
to the subject matter thereof, is not hearsay. As proof of the truth of 
the subject matter of the conversation, i.e., that the defendants’ employee 
had received the money order in question, the testimony also was admissible 
as the declaration of an agent in the course of her employment. Code 
Civ. Proe., § 1870, subd. 5; Brown v. Spencer, 163 Cal. 589, 594. The 
objection is without merit. 

An employee of the plaintiff testified that a letter addressed to “THE 
CREDIT BUREAU OF PALM SPRINGS OF INDIO, 687 South Palm Canyon Drive,” 
which is the office address of the plaintiff, was opened by him; that it was 
an expression of thanks for flowers sent to a funeral by the defendant 
Baker; and that a photostatic copy was made of this letter. The copy 
was not introduced in evidence. The defendants moved to strike this 
testimony because the plaintiff made the foregoing copy of the letter. 
It is contended that the plaintiff’s conduct was in violation of the federal 
law relating to the theft of mail. The contention is without merit. The 
letter was not stolen. It is obvious that the sender was confused and 
mailed the letter to the wrong address. 

After the instant action was filed, the defendant McGuire incorporated 
his business; transferred to it the name CREDIT BUREAU OF PALM SPRINGS 
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which he had purchased from the defendant Baker who, in turn, allegedly 
had acquired it from the Griffings; and the defendants contend that the 
court should have granted their motion to abate the proceedings against 
them individually because of this fact. However, the evidence establishes 
that the defendants’ Palm Springs operation is not being conducted by 
the corporation but by the defendant McGuire personally, with the de- 
fendant Baker as manager. The factual premise for this contention is 
without evidentiary support. 
The judgment is affirmed. 


JRIFFIN, Presiding Justice, and SHEPARD, Justice, concurred. 
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TITCOMB v. NORTON COMPANY 


No. 6495 —D. C., D. Conn. — October 7 and December 30, 1959 
— 124 USPQ 257 











500.45—COURTS—BASIS OF RELIEF—TRADE SECRETS 

Defendant having received drawings from plaintiff in confidence for producing 
developmental segments for plaintiff, plaintiff’s production of the segments for sale 
violated the confidence and was a breach of an implied agreement not to use the 
drawings other than for plaintiff’s purposes; but production with plaintiff’s consent 
for a third party, to permit the latter to determine their usefulness, did not wrong 
the plaintiff. 

Publication of confidential information through sale of the segments in quantity 
to a third party with plaintiff’s consent terminated defendant’s duty not to use the 
confidential information for other than plaintiff’s purposes. In the absence of a 
patent or contract protection, when use becomes available to the public, it becomes 
available to one who previously obtained the necessary knowledge in confidence. 

500.22a—COURTS—BASIS OF RELIEF—DRESS OF GOODS—FUNCTIONAL 

FEATURES 

Though defendant used distinctive shape of plaintiff’s segments, required to 
fit plaintiff’s holder, purchasers customarily dependent on manufacturer’s specifica- 
tions as to other characteristics would not be likely to be confused, knowing the 
defendant to be a manufacturer and seller. 

500.45—COURTS—BASIS OF RELIEF—TRADE SECRETS 

Actual sale of segments at an exhibition without confidential restriction ter- 
minated defendant’s obligation to maintain confidence, based on custom of trade 
to hold confidential developmental work for customers. 

500.30—COURTS—BASIS OF RELIEF—LETTERS AND NUMERALS 

Use in catalogues by defendant of plaintiff’s letter and number designations, 
understood by the trade to designate shape rather than source, did not constitute 
a trademark violation or unfair competition. 

500.22a—COURTS—BASIS OF RELIEF—DRESS OF GOODS—FUNCTIONAL 
FEATURES 
In absence of a showing of actual damage from injury to reputation of 
plaintiff’s chuck through failure of defendant’s segments, designated with plaintiff’s 
name, to fit a modified chuck sold by plaintiff, there was no basis for a recovery. 
500.45—COURTS—BASIS OF RELIEF—TRADE SECRETS 

Consultation in the industry as to action to be taken with regard to taking 

a license or resisting a patent claim is not actionable as a conspiracy to violate 


plaintiff’s confidence. 





































Action by A. Shepard Titcomb v. Norton Company for patent infringe- 
ment, unfair competition, and breach of contract. Complaint dismissed. 






Richard Spencer and Blair & Spencer, of Stamford, Connecticut, for 


plaintiff. 
Daniel Morris and Curtis, Morris & Safford, of New York, N.Y., for 


defendant. 


Situ, District Judge. 









FINDINGS OF Fact 







1. Plaintiff, A. Shepard Titcomb, is and was at the time of commence- 
ment of this action a citizen and resident of Connecticut. 
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2. Defendant, the country’s largest abrasive manufacturer, is a Massa- 


chusetts corporation doing business in Connecticut. 


3 


3. The matter in suit involves more than $3,000 exclusive of interest 
and costs. 


4. Plaintiff Titeomb was experienced since 1941 in the sales and dis- 
tribution, of abrasive grinding wheels, chucks and segments, incorporating 
his business as a distributor about 1943 as “Abrasive Associates, Incor- 
porated”. 


5. One method commonly used in the surface grinding and polishing 
of metals was a vertical spindle grinder, revolving against the face of the 
work to be ground a solid ring molded of abrasive material and a suitable 
bonding agent, the abrasive ring being held by a holding device or chuck 
attached to the revolving vertical spindle. 


6. It was found economical and desirable to substitute for the solid 
ring one made up of segments, and chucks were constructed by various 
machine tool manufacturers adapted to hold segmented rings. 


7. The shapes of the segments and the holding elements of the chucks 
varied somewhat as better functioning and more safety in use were sought. 


8. Some chucks and segments were so designed that a single segment 
size and shape could be used in chucks of several different diameters, but 
no great degree of standardization of segment size and shape for use in 
any manufacturers’ whole range of chuck sizes had been attained prior 
to Titcomb’s development described herein. 


9. Distributors of abrasive segments were required by the needs of 
their various customers to carry segments made of abrasive particles of 
different sizes and hardness. 


10. This, combined with the need to carry different size segments for 
each of a number of chucks of different circumferences, posed a substantial 
inventory problem for distributors in the trade. 


11. In the use of abrasive rings and segments in the grinding and 
polishing of metals, the debris from the grinding, consisting of chips 
ground off the metal surface and abrasive particles broken loose from the 
grinding surface, the debris being known as swarf, has a tendency to 
become packed into the interstices of the grinding surface. 


12. This packing of the grinding surface, known as loading, results 
in a smoother, less efficient cutting surface. 


13. The loading of the cutting surface requires periodic dressing of 
the cutting surface to restore its cutting and grinding efficiency. 
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14. Plaintiff, somewhat familiar with small boat design, conceived of 
a type of chuck and shape of segment which he believed would make pos- 
sible greater standardization of segment sizes and by a plowing action 
similar to the bow action of a small boat on the water, eliminate to some 
degree the intrusion of swarf between the grinding surface and the surface 
to be ground, lessening the frequency of needed dressing of the grinding 
surfaces and down time of the machines. 


15. Titecomb took a shape somewhat similar in horizontal section to a 
double ended small boat, bent it to a crescent or banana shape because 
of the rotary motion of the grinding chucks for which it was designed, 
and placed segments built on that horizontal section in a chuck in positions 
on the base plate which positions he described as “circular echelon”, with 
the leading edge (in the direction in which the chuck was to revolve) 
inward toward the center of the disc, with space between the segments 
designed to allow the swarf suspended in the coolant to escape outward. 


16. Drawings embodying the idea were completed in February 1946. 


17. During that month plaintiff discussed with Price, district manager 
of defendant in Detroit, the possibility of employment of plaintiff by de- 
fendant while plaintiff worked out some new ideas he had. 


18. Price arranged a meeting between plaintiff and Curtis, defendant’s 
sales engineering manager, later in February 1946. 
19. Curtis would not discuss any new development of plaintiff’s for 


fear it might conflict with any work defendant might be doing in the 
same field, but promised to speak with Johnson, defendant’s vice president, 


concerning possible employment of plaintiff. Later Curtis wrote plaintiff 
that he had spoken to Johnson, but there was then no opening for employ- 
ment of plaintiff. 


20. Plaintiff then went to Providence and obtained an agreement from 
McLeod, president of Abrasive Machine Tool, a former employer of plain- 
tiff, to manufacture an experimental chuck for plaintiff if a patent search 
was favorable. 


21. Application for patent which became U.S. Patent 2,476,334 was 
made June 27, 1946. 


22. A chuck was made for plaintiff by Abrasive Machine Tool, and 
abrasive segments for use therein by American Emery Wheel Works of 
Providence, R.I. 

23. In October 1946 tests were run at Blanchard Machine Co. in 
Cambridge, Massachusetts. 


24. American Emery Wheel produced segments of the same design 
but of different specifications which were tested in December at the 
Langelier Mfg. Co. plant at Cranston, R.I. 
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Plaintiff also obtained segments on his design for test from 
Carborundum Company. 


26. Additional tests were run at Langelier in March 1947. 


27. In March 1947 defendant loaned plaintiff a Norton chuck for 
comparative tests with plaintiff’s chuck and segments. 





















28. Plaintiff devised two sizes of segments, one called AA-1, some 
11 inches in its largest horizontal dimension, for chucks from 14 inches 
to 60 or more in diameter, the final dimensions of which were arrived 
at and frozen on April 4, 1947, the other, called AA-2, about 4 inches 
in its largest horizontal dimension, for chucks 12 inches in diameter 
or smaller. 





29. The particular form of AA-2, the smaller segment, proved un- 
satisfactory and was later supplanted by a new AA-2. 


30. Drawings and models of both the AA-1 and the original AA-2 
were shown Curtis on July 10, 1947. 


31. In accordance with the custom of the trade, a customer’s drawings 
of a segment under development were understood by Norton to be received 
in confidence. 


32. For the Chicago Tool Show scheduled for September 1947 de- 
fendant manufactured for plaintiff AA-2 segments on a “development, 
no charge” basis. 




















7 33. Carborundum and Macklin also made segments for plaintiff for 
' the show on a similar basis. 
34. Sales of chucks and segments for use therein were made by plain- 

n tiff at the Chicago Tool Show in September 1947. 
1- - ° ° . : . 
} 35. Plaintiff and his licensees have made and sold to date some 600 
h ' : 

chucks of the AA-1 design to some 450 grinder users. 

36. Defendant used the AA-1 drawings received from the plaintiff 

aS a ta ae 

on July 10, 1947 as the basis for its manufacture of segments to sell to 

owners of Titecomb chucks, modifying the segment shape in successive steps 
id to eliminate the sharpness of the ends for ease in manufacture, and chang- 
ol ing the shape slightly to strengthen the segment. 
37. Segments are purchased to the specifications of the abrasive manu- 
in ; 

facturers as to the hardness of the abrasive material, sharpness of particles 

and bonding qualities of the bonding agent. 
gn 
the 38. Purchasers of segments from Norton expect the segments to be 


of Norton’s manufacture, although designated as AA or Titcomb segments. 
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39. All segments sold by Norton were stamped with Norton’s name, 
although some were sold to fit Titeomb chucks and referred to in Norton 
catalogues and by Norton salesmen as AA or Titcomb segments. 


40. The defendant does not manufacture the Titecomb chuck, but does 
manufacture and sell segments intended to fit and to be used in the 
Titcomb chuck, having obtained segment drawings for both the early AA-2 
and the AA-1 segments at the time it undertook to make AA-2 segments for 
Titcomb on a development, no charge basis, and having later purchased 
AA-1 Titcomb clamp bodies for the purpose of checking the fit of the 
segments manufactured and sold by Norton under the AA or Titcomb 
catalogue designation. Norton so describes the segments in the catalogues 
issued to its salesmen and to the trade. 


41. The Norton segments were somewhat modified for ease in manu- 
facture by blunting the ends and were fattened or “beefed-up” slightly 
for strengthening purposes. 

42. The modification of the end shape did not affect the fit of the 


segments in the clamp bodies of the chuck. 


43. The “beefing-up” was not a sufficient alteration to prevent proper 
fit in the original chuck, but some clamp bodies developed in later em- 
bodiments of the design by Titcomb have varied sufficiently from the 


original so that when taken in conjunction with Norton’s variation from 
the original by the “beefing-up” proper fit is difficult or impossible. 


44. We do not have accurate measurements to determine the amount 
of variation of the later chuck clamp bodies from the original, although 
so far as appears, the segments made to the dimension of the frozen design 
for the AA-1, Ex. 13R, will work in combination with the later clamp 
body variations. 


45. Patent 2,476,334 for an abrasive wheel issued to Titcomb July 
19, 1949 on an application filed June 17, 1946. Two claims of this patent 
are in suit, Claims 4 and 17, which are as follows: 


Claim 4: The method of making a plurality of grinding discs 
having different diameters from a plurality of identical abrasive seg- 
ments which comprises using a variable number of segments in the 
wheels according to the diameter thereof, but in each dise arranging 
the segments with the leading ends thereof inwardly and the trailing 
ends thereof outwardly of a circle whose center is the axis of said 
dise, said segments being placed with a space between the segments 
sufficient to permit the outward discharge of debris by centrifugal 
force and physical displacement. 

Claim 17: An abrasive dise comprising a wheel body for rotation 
about an axis, said wheel having a plurality of bonded abrasive pro- 
jections, each of said projections being shaped as a pseudo-hollow 
cylindrical segment bounded by two ares, said ares each being sub- 
stantially equidistant through their course from an arcuate median 
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line, the ares of each being modified equally at each end through a 
merging of the interior are into substantially flat planes carried to 
the median line and from a merging of the exterior are into ares of 
lesser radius carried to meet the substantially flat planes merged with 
the interior arc at the median line, thus forming on each end of each 
projection, acutely angled ends, said projection being located coopera- 
tively in circular echelon relationship, one being in advance of the 
other in the general direction of travel of said projections and so 
disposed with the leading end of one inwardly of the trailing end of 
the next, and with space between said projections to provide a passage 
outwardly for chips and debris. 













46. Patent 2,501,422 for an abrasive block or segment issued to Tit- 
comb March 21, 1950 on an application filed June 1, 1949, as a continuation 
in part of the application for the wheel patent which became 2,476,334. 
Patent 2,501,422 reissued as Re. 23,364 on May 8, 1951 on application 
filed October 31, 1950, reissued again as Re. 23,558 on September 30, 
1952 on application filed March 6, 1952, reissued again as Re. 23,717 
September 29, 1953 on application filed May 7, 1953. 

Claims 6 and 7 of Re. 23,717 are in suit. 


Claim 6 is as follows: 
























A bonded abrasive block shaped as a pseudo hollow cylindrical 
segment comprising leading end, center portion and trailing end, said 
center portion being formed between inner and outer generally arcuate 
surfaces, both perpendicular to an end surface and each respective 
leading and trailing and being similar and formed by converging 
continuations of the inner and outer arcuate surfaces of said center 
portion into substantially sharp ends and wherein said outer arcuate 
surface is comprised of ares extending inwardly from the formations 
of said sharp ends to positions along said outer arcuate surface bor- 
dering the mid areas which consist of the center portion and sub- 
stantially one-half of the leading and trailing portions adjacent thereto 
along said outer surface where they merge into a flatter joining surface. 


Claim 7 is as follows: 
A bonded abrasive block as in claim 6 wherein the ends of said 


inner arcuate surface of said center portion join flat planes on said 
leading and trailing portions. 





47. Defendant has failed to establish that Titcomb intentionally 
falsified the statements under oath in the reissue applications. 





48. During the prosecution of the application for the third reissue 
plaintiff filed with the Patent Office a copy of his drawing of April 4, 
1947, giving the final dimensions of the AA-1 segment. 





49. Pursuant to Patent Office practice, this became available for public 
inspection upon reissue of the third reissue, Re. 23,717 on September 29, 
1953, although it was not printed by the Patent Office or otherwise 
published by it. 
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50. It is possible without great difficulty to reproduce the measure- 
ments of a Titcomb AA-1 segment from segments produced and sold by 
Titcomb’s licensees, and to manufacture in accordance therewith segments 


for use in Titcomb chucks. 


D1. The segments are designed to wear out in use and to be replaced 


by the insertion of new segments in the clamp bodies of the original chuck. 


02. Titecomb has from time to time improved the design of the clamp 
bodies to be mounted on the base plate of the chuck to hold the abrasive 
segments, for greater ease in changing clamp bodies and segments, and 


improvement in operation of the chuck. 


03. The new clamp bodies have on occasion varied somewhat from 
the dimensions of the original clamp bodies, but are intended to and do 
operate effectively with segments of the shape and dimensions of the draw- 
ing of April 4, 1947, Ex. 13R. 


04. Plaintiff has failed to establish damage to him by reason of failure 
of Norton-made segments described as AA or Titcomb segments to fit the 
altered clamp bodies of the new Titcomb chucks. 


d9. General Electric acquired an AA-1 chuck and segments in the 
summer of 1948, from Shuttleworth, representative of a licensee of Tit- 
comb, on a trial basis. 


56. In 1949 Titcomb, having heard that 600 Norton-made AA-1 seg- 
ments had been returned to Norton by General Electric as unsatisfactory, 
went to Norton with suggestions on how to improve the Norton segments 
for General Electric during this period. 

o7. No request was made of General Electric to keep confidential 
the segment dimensions. 


58. The following prior patents, prior publications and prior uses 
were Offered and received in evidence: 


United States Patents 


Harrison 863,172 (Ex. F) 
Harris 797,427 (Ex. G) 
Meyer 2,307,632 (Ex. BL) 
Leshure 2,082,404 (Ex. J) 
Compbell 1,195,555 (Ex. I) 
Fitch 97,494 (Ex. H) 

Hyde 1,589,855 (Ex. BE) 
Bucheister 1,868,492 (Ex. BI) 
Gardner 1,027,536 (Ex. BM) 
Skillings 1,767,321 (Ex. BN) 
Hyde 1,589,855 (Ex. BE) 
Hyde 1,133,475 (Ex. BF) 
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Foreign Patents 
Remuzzi (Italian) 359,974 (Ex. BB) 
Ackerman and Schmitt (German) 460,920 (Ex. BC) 
Issler (German) 52,589 (Ex. BD) 
Findeison (German) 595,219 (Ex. BG) 
Waterhouse (British) 10,903 (Ex. BH) 


Publications 
Harrison Supply Company, Inc. Catalog of 1904 Pages 97 and 112 
(Ex. 33) 
Harrison Supply Company Catalog of 1907 Pages 5-60 (Ex. 36) 
Harrison Supply Co. Catalog No. 4 Pages 67-72 (Ex. 34) 
Harrison Bros. Catalog Pages 30-31 (Ex. 35) 
Caviechi Pamphlets (Ex. CH, CI) 
Grinding Wheel Institute Pamphlet (Ex. 2) 


Prior Uses 


Cavicchi Polishing Machinery Co. 
Eccles, Smith & Co. 


59. Claims 4 and 17 of patent 2,476,334 and claims 6 and 7 of patent 
23,717 do not involve invention over the prior art. 


CONCLUSION OF LAW 


1. The court has jurisdiction of the parties and subject matter of 
the action. 


2. Claims 4 and 17 of the U.S. Patent 2,476,334 for an abrasive wheel 
issued to Titecomb July 19, 1949 are invalid for want of invention. 


3. Claims 6 and 7 of U.S. Reissue Patent Re. 23,717 issued to Titeomb 
September 29, 1953 are invalid for want of invention. 


4. Norton received the drawings of the AA-1 segment, from which 
its segments were manufactured, in confidence for the purpose of pro- 
ducing development segments for Titcomb. 


5. Production of segments for sale in violation of confidence is an 
actionable wrong and a breach of an implied agreement not to use the 
drawings for other than Titcomb’s development purposes. 


6. Production of segments by Norton for General Electrie with Tit- 
ecomb’s consent while General Electric was determining the usefulness to 
it of the development was not a wrong to Titcomb. 


7. The publication of the confidential information through sale of 


segments in quantity to General Electric with Titcomb’s consent terminated 


Norton’s duty not to use the information for other than Titcomb’s devel- 
opment purposes. 
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8. To the claim for the tort of violation of confidence the Connecticut 
three-year statute of limitations applies. 


9. To the action for breach of implied contract the Connecticut six- 
year statute of limitations applies. 


10. The above statutes bar claims for acts more than the statutory 
period prior to the commencement of the action. 


11. Defendant is entitled to judgment dismissing the action with costs. 


DISCUSSION 


This action is in three counts, for alleged patent infringement, unfair 
competition and breach of contract. Jurisdiction is based on a federal 
question on the patent count, diversity of citizenship and jurisdictional 
amount on the other counts. 

The patent counts are based on claims 4 and 17 of U.S. Patent 2,476,334 
for an abrasive wheel issued to plaintiff July 19, 1949 on an application 
filed June 17, 1946, and claims 6 and 7 of U.S. Reissue Patent Re. 23,717 
issued to plaintiff September 29, 1953, for an abrasive block or segment, 
the third reissue of Patent 2,501,422, which was itself issued March 21, 
1950 on an application filed June 1, 1949, as a continuation in part of 
the application for the wheel patent which became 2,476,334. 

Defendant raises the issue of statutes of limitations on the breach 
of confidence and contract claims. The court will apply the conflict of 
laws rule of the forum. Klaxon Co. v. Stentor Co., 313 U.S. 487, 49 USPQ 
515. Defendant contends that either the Connecticut three-year statute, 
Conn. G. S. Revision of 1949, See. 8316, or the Massachusetts two-year 
statute C. 210, 242A, would bar the action for violation of confidence. 
Since the limitation is not an integral part of a statute creating the right 
to recover in tort, Connecticut presumably would apply its own three-year 
statute, although both the disclosure and the manufacture in breach of 
confidence occurred without the forum, and the substantive law to be 
applied is that of Massachusetts. The Pillsworth letter of April 20, 1950 
gave notice of the manufacture under a claim of right by Norton. This 
action was commenced December 29, 1956 and recovery can be had on this 
claim only if each manufacture is considered a new breach or if the statute 
is in some manner tolled. 

Although negotiations took place after the letter of April 20, 1950, 
Titecomb was on notice of Norton’s claim of right to manufacture, and 
subsequent events were not of a nature to toll the statute or estop Norton 
from asserting it. Plaintiff contends, however, that in the case of a con- 
tinuing tort, or continuing breach of an implied contract, recovery may 
be had for the statutory period prior to commencement of action. This 
position appears well taken. Aktiebolaget Bofors v. United States, Ct. 
Claims 1957, 153 F.Supp. 397, 114 USPQ 243 (47 TMR 1112). Midy v. 
Midy Laboratortes, 1948, Sup. Ct. N.Y., 77 USPQ 429 (38 TMR 685). 
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So far as the claim based on express or implied contract is concerned, 
no express contract is found and the implied obligation, if any, would first 
arise at the first manufacture for sale more than six years before suit and 
the six year statute of either Connecticut or Massachusetts would be a bar 
unless a new obligation arose at each succeeding manufacture, or unless in 
some manner tolled. This is a continuing breach if established, so that the 
statute would bar recovery only for breach prior to December 29, 1950. 

Turning to the defenses on the merits, a number of defenses are ad- 
vanced to the claims of infringement. Chief among them is a denial of 
invention over the prior art. 

Titcomb’s development of a segment shape defined in the segment 
patent and in claim 17 of the wheel patent, its positioning on the chuck 
and the use of one size segment on chucks of a number of different di- 
ameters defined in claim 4 of the wheel patent, represented an advance 
in the art in several respects. It carried standardization forward to a point 
where two segment sizes were sufficient in practice for chucks of all com- 
monly used diameters. By the “plow” action it facilitated the throwoff of 
swarf, as illustrated by the spark streams of the exhibits, and the evidence 
leads to a conclusion that it more probably than not in some degree reduced 
loading and increased grinding efficiency. Whether there is any signifi- 
eant difference in sharp, full sharp or rounded points, or in the claimed 
one third-two thirds relationship is not established. These appear to be 
distinguishing features claimed solely to differentiate from the prior art. 
Standardization—the use of segments of one size in varying numbers to 
make abrasive wheels of differing diameters—was old in the art. Its 
further development by Titcomb by his positioning of the segments in so- 
called circular echelon was not so great and difficult a forward step as to 
require invention. Nor was the improvement in disposal of swarf dem- 
onstrated to be a goal extensively sought after by the industry over an 
extended period. 

As is usual, defendant’s counsel, casting back over the years, has 


produced earlier devices with some similarities to and some dissimilarities 
from Titcomb’s development. Both in the stone grinding and polishing, 
and glass grinding patents, i.e., Harris, Harrison, Waldron, something like 


a plowing action is used to direct the abrasive material or debris, although 
there the purpose is to retain it in contact with the work, so it is directed 
inwardly rather than expelled outwardly as in Titcomb. Leshure (Cort- 
land) and Meyer have segments which might function as Titcomb’s if 
positioned as are Titcomb’s. They differ, however, in that they show a 
flat plane on one side, and in manner of use and do not function sim- 
ilarly. Issler (Swiss) is a stone grinding device which allows space for 
the mud to run out between segments and in which contact is continuously 
maintained by overlapping of segments, but the segment shapes do not 
resemble Titcomb’s. Waterhouse (Eng.) provides channels for escape of 
debris, but no similarity in segment shapes. The arcuate form of the 
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Pratt & Whitney (Hoagland) (Eng.) patent lacks the boat prow and 
the “circular echelon” arrangement. Remuzzi (lItal.) and Ackerman & 
Schmitt (Ger.) relate to the manner of attachment of the segments to a 
support. None of them, however, use the same construction in the same 
manner toward the same end as Titcomb. 

Norton contends that claim 4 of the wheel patent is anticipated by 
the illustration in Ex. 34, the Harrison catalogue. If Harrison could be 
used in either direction this is probably correct except as to the standardi- 
zation element of claim 4, although Norton attempts to read out of claim 4 
the “leading” and “trailing” ends references on the basis of a claimed 
admission by Titcomb on trial which hardly could be effective to that end. 
In view of the purpose of Harrison, the polishing of stone, it may be 
unlikely that there was a deliberate effort to throw off the debris, although 
we cannot be sure, in view of Issler’s attempt to do just that. In any case, 
in view of the shapes available in the prior art, the recognition that the 
flow of debris may be directed by the segment shape, and the partial stand- 
ardization known to the trade, Titcomb’s contributions do not rise to the 
level of invention, but partake more of the nature of improvements likely 
to occur to a mechanic skilled in the art putting forth his efforts toward 
the ends sought. Such improvements are not patentable. 35 U.S.C. 103. 

Claim 17 is attacked as not useful to eliminate the swarf by plow 
action. From the demonstrations, it would appear more probable than not 
that some advantage is gained by plow action, in spite of the opinion of 
Norton’s witnesses to the contrary. In view of the fact that it had long 
been recognized that debris could be directed by the shape and positioning 
of segments, the development does not rise to the level of invention, and 
this advantage is not sufficient by itself to sustain the patent. No significant 
difference in segment shape from the earlier art, particularly Harrison 
and the Harrison catalogue photographs, is established, as to claims 6 and 
7 of Re. 23,717. These claims are also void for lack of invention. 

The third reissue, Re. 23,717, in suit is also attacked as invalid for 
false oaths. This is not established. While Titecomb may have been in 
error in interpreting the oath as referring back to the original application, 
there was no deliberate falsification or intent to deceive. It is attacked 
also because invalid through public use and sale of the invention described 
more than one year prior to the filing of the parent patent application 
which beeame 2,501,422, and for variance and broadening of the claims 
for the original. The last of these appears insufficient, for the approxi- 
mate one third-two third relationship in the ares of the outer surface 
found in claim 1 and the claims dependent thereon is an approximate 
relationship found in the original patent in the drawings, although it was 
brought in specifically to the claims to avoid prior art (Harrison). The 
claims relied on in Re. 23,717 are invalid not because they contain new 
matter in a reissue, but because they lack invention over the prior art. 
The reissue in suit was applied for May 7, 1953, more than three years 
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after the issue of 2,501,422 on March 21, 1950, and more than five years 
after the sale of segments at the Chicago Show of September, 1947. There 
was no undue delay in application for each successive step, however, and 
no ulterior purpose, and no intervening right acquired by defendant. 

35 U.S.C. 251 requires a reissue to be for the same invention as the 
original patent surrendered. Muncie Gear Works v. Outboard Marine & 
Mfg. Co., 315 U.S. 759, 53 USPQ 1; U.S. Industrial Chemicals v. Carbide & 
Carbon, 315, U.S. 668, 53 USPQ 6; Parker et al. v. Yale, 123 U.S. 87; 
Seymour v. Osborne, 11 Wall. 516; Coon v. Wilson, 113 U.S. 268. While 
it may be said that this is true here, the clarification of the claims in the 
successive reissue narrowed them so as not to read on Norton’s present 
version of the Titcomb segment. If it were held that the segment claims 
were valid, Titecomb would be estopped to claim that segments such as 
Norton’s with flattened or blunt ends infringed, in view of his emphasis 
on completely sharp ends, formed by the intersection of two planes, to get 
away from Issler in the Patent Office proceedings. 

If Norton infringed the claims of the wheel patent 2,476,334, it was 
as a contributory infringer because of its manufacture of segments for use 
in chucks sold by Titcomb or his licensee, for Norton never made a chuck 
on the Titcomb design, and so far as appears no one other than Titcomb 
or his licensees has ever made such a chuck. 

Norton contends that the segments are expendable, consumable sup- 
plies for the chuck and that it is not an infringement to sell them to legiti- 
mate chuck owners. In degree of permanence, the segments are distin- 
guishable from the safety razor blades of Gillette v. Standard Razor, 2 
Cir. 64 F.2d 6, 17 USPQ 397, but not from the plane blades of Wilson v. 
Simpson, 9 How. 58, 50 U.S. 109, and certainly not from the abrasive 
stones of Micromatic Hone Corp. v. Midwest Abrasive Co., 6 Cir., 177 F.2d 
934, 83 USPQ 409. This question is of importance, however, only if the 
wheel patent claims are valid and otherwise infringed by Norton’s segments, 
and as appears above, we have found that they are not. 

On the claim for unfair competition, Titcomb’s principal claims are of 
(1) a disclosure in confidence of the dimensions of his segment and breach 
of that confidence by manufacture and sale of segments constructed for 
and sold to owners of Titcomb chucks, which chucks had been constructed 
and sold by or for Titcomb and his licensees under the patents in suit, 
(2) passing off of the segments as of Titcomb origin, (3) use of Titcomb’s 
common law trademarks aa and TITCOMB, (4) damage to his business by 
furnishing of inferior segments of faulty shape on orders for AA or TITCOMB 
segments. 

The improvements, while desirable and commercially successful, do 
not involve invention over the prior art. They are, however, improvements 
developed by Titecomb and communicated to Norton for limited purposes 
only. Norton pretended to be interested in obtaining a license from Titcomb 
to use them, until the patents issued and Norton decided that it was safe 
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to manufacture segments either because the patents were invalid on one 
ground or another or because the segments could be considered replacement 
parts which chuck purchasers were free to acquire from any source. This 
may be questionable business ethics and may give rise to some rights in 
Titcomb against Norton for breach of confidence. It cannot be the basis 
for recovery in express contract, for there plainly was never any meeting 
of the minds on payment by Norton for the development. 

Norton did use Titcomb’s distinctive segment shape with slight modi- 
fications for ease in manufacture. Of course essentially the same shape 
was necessary to fit Titeomb chucks. While in view of the early patents 
in related fields the shape of the segments was not entirely novel, it was 
identified in the trade as a Titcomb segment, and indeed referred to and 
advertised by Norton as such. Since segments are purchased by users in 
reliance on the abrasive manufacturers’ specifications as to the charac- 
teristics of the abrasive material for hardness, sharpness of particles and 
bonding qualities of the bonding material, however, it is highly unlikely 


and certainly not proved that any buyer was confused as to the source 
of the segments purchased from Norton and bearing Norton’s name. He 


may well have thought that Norton was a licensee of Titcomb, but this 
is not enough, since he knew Norton was both manufacturer and seller, 
and he depended on Norton for quality. 

Any redress for violations of confidence, if found, necessarily would 
be limited to a period prior to public availability of the segments, for in 
the absence of patent or contract protection, when a use becomes avail- 
able to the public it also becomes available to one who has obtained the 
necessary knowledge in confidence. Schreyer v. Casco, 2 Cir. 1951, 190 
F.2d 921, 90 USPQ 271; Conmar Products Corp. v. Universal Slide Fastener 
Co., 2 Cir. 1949, 172 F.2d 150, 80 USPQ 108; Picard v. United Aircraft 
Corp., 2 Cir. 1942, 128 F.2d 632, 53 USPQ 563, unless this rule has been 
modified or abandoned by the court in Franke v. Wiltschek. Franke v. 
Wiltschek, 2 Cir. 1953, 209 F.2d 493, 99 USPQ 431, is a case of breach 
of confidence which is distinguishable upon its facets. There the formula 
and method of manufacture of a compressed fabric face cloth were dis- 
closed in confidence, together with cost figures and other data obtainable 
only from plaintiff’s books. Here the only secrets are the dimensions of 
the article and “the very putting of it on the market destroys the secret 
of its production.” (Schavoir v. American Re-Bonded Leather Co., 1926, 
104 Conn. 472, 476.) Having chosen to make the knowledge readily avail- 
able, we think that the plaintiff can no longer hold Norton for breach of 
confidence, and that the consent to the furnishing of the segments to Gen- 
eral Electric for trial and use in actual manufacturing operations, without 
restriction as to disclosure of their dimensions, easily obtainable by any 
draftsman from the segments themselves, ended the secret nature of the 
information and plaintiff’s claim against Norton outside the patent. A 
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claim based on any commercial sales by Norton prior to that date even 
if established, would be long barred by limitations. 

It was demonstrated that a segment could be duplicated and placed 
in production without difficulty. There is a dispute as to when Titcomb 
segments or these measurements became publicly available. The plaintiff 
concedes that the measurements were furnished about November 1958 to 
the association of abrasive manufacturers known as the Abrasive Wheel 
Institute with permission to distribute to members, using the designation 
AA-l. He insists that the furnishing of prints to the Patent Office Sep- 
tember 29, 1953 in the prosecution of the third reissue, and to the in- 
dividual manufacturers Carborundum, Simonds, Macklin and American 
Emery Wheel in 1947 were not publications available to the public, the 
Patent Office copy because not printed for public use and the prints to 
Carborundum et al because furnished in confidence in the development of 
the idea. The argument as to copies furnished the individual abrasive 
manufacturer is given support by the custom of the trade developed in 
Work’s testimony, to hold such developmental work for customers confi- 
dential. The argument as to the Patent Office copy is dubious, for it was 
available to anyone sufficiently interested to go through the patent file. It 
is academic, in any case, in view of the actual sale at the Chicago show 
in September 1947 of chucks and segments, without restrictions as to their 
use. From that time on Norton could have obtained the dimensions of the 
segments without violation of confidence through the purchasers, since they 
had purchased the chuck and segments so far as appears for commercial 
use without any restriction on revealing whatever information could be 
obtained from them. There was a violation of confidence on any sales of 
segments without Titcomb’s permission prior to the Tool Show, or if the 
only sales at the Tool Show were to the abrasive manufacturers in con- 
fidence, then on any sales prior to the sale to General Electric in 1948. 
That sale was with Titcomb’s approval, without any requirement by Tit- 
comb or by custom that General Electric hold the dimensions confidential. 
From that time on there was nothing confidential about the segment 
dimensions, and Norton can be held for violation of confidence thereafter 
only if the original breach of confidence is a permanent bar to Norton’s 
use of the dimensions, on the claimed theory of the Franke case, which 
we believe not applicable on the facts here. 

We turn then to the other claims of unfair competition. Since the 
failure to fit is caused in part by variations in the clamp bodies from 
the original, we cannot say that sale of segments varying slightly from 
the original, but still fitting the original chuck, is in itself sale of such an 
inferior article under the general Aa-1 or TITCOMB designation as to con- 
stitute unfair competition. 

The designations aa and TITcOmMB for the chucks and segments were 
not intended to indicate the source of the segment, that is, the name of 
its manufacturer, but rather a designation of its shape, in accordance with 
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the custom in the industry. There is therefore no violation of trademark 
rights or unfair competition in the use of the designation by Norton in 


its catalogues. 

Since there is no passing off of Norton segments as of Titcomb’s manu- 
facture, the only remaining possible basis for recovery aside from the 
breach of confidence is damage to the reputation of the Titcomb chuck 
through Norton’s furnishing of segments unfit for use in the chuck. Here 
we run into the complication of slight changes by Norton during segment 
manufacture, which do not prevent a good commercial fit in the clamp 
bodies of a chuck purchased from Titecomb’s licensee as an embodiment 
of the Titcomb design, but do prevent a proper commercial fit in chuck 
clamp bodies of later improved design which vary from the dimensions 
of the earlier clamp bodies, but which still properly accommodate segments 
adhering to the original dimensions. There is here a danger of damage 
to the reputation of Titecomb’s chucks, for Norton’s segment salesmen are 
humanly likely to blame poor fit on the chuck. Yet there is no confusion 
as to the source of the segments, and the danger of damage would not 
have occurred without Titcomb’s variation of the original clamp body 
design. In these circumstances, no actual damage having been shown, there 
is no basis for recovery because of Norton’s sale of segments under the 
designation AA or TITCOMB varying in dimensions from the original dimen- 
sions pirated by Norton and now publicly available through the Grinding 
Wheel Institute and otherwise. 

Plaintiff seeks also in his briefs to raise a claim of conspiracy by de- 
fendant with members of the industry to damage plaintiff. The exact basis 
of an illegal agreement claimed to have been proved is not clear. No con- 
certed action or agreement to violate plaintiff’s confidence has been estab- 
lished. The most that is shown is consultation in the industry as to the 
action taken with regard to taking licenses or resisting patent claims. This 
in itself is not actionable. 

The plaintiff has not shown a basis for relief on any count. Judgment 
may enter for defendant to recover its costs. 


Dee. 30, 1959 
The following additional findings of fact are made: 


35(a). The evidence discloses that there are no chucks of the Aa-1 
design made and sold by anyone other than plaintiff and his licensees. 

36(a). There is no evidence of any sales of AA-1 segments by defendant 
without the consent of plaintiff prior to April, 1950. 

The court declines to delete the word “pirated” from the opinion. 

The court declines to amplify the conclusions to pass on whether, if 
the wheel patent were valid, defendant should be held a contributory 
infringer under 35 U.S.C. 271(b) or (ce). 
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BELVIDERE LAND COMPANY et al. v. OWEN PARK PLAZA, INC. 


Mich. Sup. Ct. — December 2, 1960 — 127 USPQ 545 
500.74a—COURTS—PLEADING AND PRACTICE—EVIDENCE—IN GENERAL 
Testimony by plaintiff’s employee that he received telephone calls in which the 
callers asked for the defendant was admissible and not barred by the hearsay rule. 
600.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
OWEN PARK PLAZA held confusingly similar to OWEN PARK APARTMENTS when 
both were used for apartment houses which offered similar accommodations and were 
located in close proximity to one another. 
500.26a—COURTS—BASIS OF RELIEF—GEOGRAPHIC TERMS—IN GENERAL 
Geographic names may be used by all for indicating the location of a business 
provided that any such use which occasions actual or probable confusion, or mis 
leading of the public, constitutes unfair competition and may be enjoined. 


Action by Belvidere Land Company and Charles Layton, doing busi- 
ness as Owen Park Apartments v. Owen Park Plaza, Inc. for unfair com- 
petition. Defendant appeals from Circuit Court, Wayne County, Michi- 
gan, from judgment for plaintiffs. Affirmed. 


William Henry Gallagher, of Detroit, Michigan, for appellant. 
Harry N. Grossman, of Detroit, Michigan, for appellees. 


Before DETHMERS, Chief Justice, and BLack, Carr, EDWARDs, KAVANAGH, 

KELLY, and SMITH, Justices. 

EDWARDs, Justice. 

In spite of the rich variety of possibilities which life and language 
afford, these litigants are engaged in a dispute over whether or not de- 
fendant may name its apartment building OWEN PARK PLAZA when plain- 
tiffs already own one nearby named OWEN PARK APARTMENTS. 

Owen Park is a public park in the City of Detroit, extending from 
East Jefferson at Iroquois to the Detroit River. In 1940-1941 plaintiff 
corporation built a 24-unit apartment building at 825 Iroquois, adjacent 
to the corner of East Jefferson and across the street from Owen Park. 
The building was named OWEN PARK APARTMENTs. A sign with that name 
was placed on the building and the name was listed in the phone book. 
In 1949 plaintiff Charles Layton, sole stockholder of plaintiff Belvidere 
Land Company, filed a certificate with the Wayne county clerk under 
CLS 1956, § 445.1 (Stat Ann 1959 Rev. § 19.821), indicating that he was 
doing business under the assumed name of OWEN PARK APARTMENTS. 

In 1953 defendant was incorporated with the Michigan corporation 
and securities commission, under the name OWEN PARK PLAZA, INC. And 
in 1954 defendant corporation built an apartment building 200 feet across 
Jefferson from plaintiffs’ building, and abutting Owen Park. It placed a 
sign on this building reading OWEN PARK PLAZA. When written protest 
failed to cause defendant to remove or change the sign, plaintiffs filed 
this suit alleging confusion and unfair competition, and seeking a perma- 
nent injunction against use of the name. 
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At the hearing, the manager of plaintiffs’ OWEN PARK APARTMENTS 


testified that after the OWEN PARK PLAZA opened, he received 10 to 15 
calls a week inquiring about rentals in the new apartment building— 
that the calls interfered with his work that—the telephone listing under 
OWEN PARK APARTMENTS was taken out of the phone book, but that he 
still had from 1 to 5 visitors in person each day inquiring about the OWEN 


PARK PLAZA or its residents. 





The circuit judge held that there was actual and prospective confusion : 


“Tt requires no more than a reading of the names involved herein, 
OWEN PARK APARTMENTS, and OWEN PARK PLAZA, to realize that con- 
fusion must naturally and necessarily result from the readily apparent 
similarity of names of apartment buildings in such close proximity 
to one another. But, lest confusion alone be not sufficient justification 
for the exercise of the court’s injunctive powers, it is appropriate to 
examine plaintiff’s claimed injury. 

“As noted above, the only evidence of injury offered by plaintiffs 
was testimony relating to the not inconsiderable inconvenience to the 
manager of plaintiff corporation’s apartment building in answering 
the aforedescribed telephone and personal inquiries and the resultant 
interference with his work, to say nothing of his ‘rest at night.’ With- 
out implying that such evidence was insufficient to establish injury 
to plaintiff corporation, reference is again made to 220 Bagley, at page 
477, 75 USPQ 362, 364 (37 TMR 776, 779), where the Supreme Court 
said that it is not necessary to show that actual loss has already 
occurred and then quoted the following from Nims on Unfair Busi- 
ness Competition, section 226: 

“Tt is sufficient if injury to the plaintiff’s business is ‘threatened 
or imminent to authorize the court to intervene to prevent its occur- 
rence.’ 

“The competent evidence offered at the trial does not disclose 
the reason for plaintiff corporation’s discontinuance of its telephone 
listing under the name, OWEN PARK APARTMENTs, but it can be safely 
inferred from that competent evidence which was offered that the 
harassing and frequent telephone inquiries referred to above com- 
pelled its discontinuance after defendant had refused the plaintiffs’ 
requests to change the name of OWEN PARK PLAZA. Discontinuance of 
a telephone listing under a name theretofore used for upwards of 15 
or 16 years, compelled under such circumstances as herein involved, 
cannot be considered an insignificant loss, particularly in view of the 
fact that such a telephone listing may well be a factor of convenience 
considered by tenants and prospective tenants of plaintiff corporation’s 
apartment.” 


He issued a permanent injunction restraining defendant from em- 


ploying the name OWEN PARK PLAZA on its apartment building. Relying 
on CLS 1956, §450.6, Stat Ann 1959 Cum Supp §21.6, which forbids a 
corporation assuming any name “which is likely to mislead the public,” 


he also enjoined defendant’s use of OWEN PARK in its corporate name. 
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On appeal, defendant contends that the circuit judge erred in ad- 
mitting hearsay evidence of plaintiffs’ building manager—that the names 
of the apartments are distinguishable and that plaintiffs did not sustain 
the burden of proof in relation to confusion and unfair competition, and 
further that OWEN PARK was a geographic or place name not subject to 
exclusive appropriation. 

As to the evidentiary issue, defendant-appellant concedes that the fact 
of plaintiffs’ manager receiving the phone calls is admissible, but contends 
that identification of these calls as inquiries about OWEN PARK PLAZA rep- 
resents inadmissible hearsay. 

We regard the circuit judge’s ruling as correct. 

Appellant relies upon Wigmore test of hearsay: 


“* * * the Hearsay rule, as accepted in our law, signifies a rule 
rejecting assertions, offered testimonially, which have not been in some 
way subjected to the test of Cross-examination.” 5 Wigmore on Evi- 
dence (3d ed.), § 1362. 


We do not, however, deal here with an assertion by a third party 
who is not subject to cross-examination. The building manager testified 


(1) that calls were received by him; and (2) that these callers asked for 
the Owen Park Plaza. This information lay within his personal knowledge. 
He was available for cross-examination as to the truth of these assertions. 
The hearsay rule does not bar such evidence. 

In this regard, Wigmore says: 


“The true nature of the Hearsay rule is nowhere better illus- 
trated and emphasized than in those cases which fall without the scope 
of its prohibition. The essence of the Hearsay rule is the distinction 
between the testimonial (or assertive) use of human utterances and 
their nontestimonial use. 

“The theory of the Hearsay rule (ante, § 1361) is that, when a 
human utterance is offered as evidence of the truth of the fact asserted 
in it, the credit of the assertor becomes the basis of our inference, 
and therefore the assertion can be received only when made upon the 
stand, subject to the test of cross-examination. If, therefore, an extra- 
judicial utterance is offered, not as an assertion to evidence the matter 
asserted, but without reference to the truth of the matter asserted, the 
Hearsay rule does not apply. The utterance is then merely not ob- 
noxious to that rule. It may or may not be received, according as it 
has any relevancy in the case; but if it is not received, this is in no 
way due to the Hearsay rule.” 6 Wigmore on Evidence (3d ed.), 
§ 1766. 


See, also, Koch v. Production Steel Co., 344 Mich. 161; State v. Rhoten, 
174 Kan. 394, 257 P.2d 141. 

As to the principal issue, a Michigan statute sets out a public policy 
applicable to corporations: 
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“No corporation shall assume any name which is likely to mislead 
the public, or any name already in use by any other existing corpora- 
tion of this State, or corporation lawfully carrying on business in 
this State, or so nearly similar thereto as to lead to confusion or 
deception.” CLS 1956, § 450.6 (Stat Ann 1959 Cum Supp § 21.6). 
We agree with the circuit judge’s conclusion that the misleading sought 

to be avoided by statute is inherent in the naming of 2 apartment buildings 
so close to one another with names including identical dominant words. 
Grand Rapids Furniture Co. v. Grand Rapids Furniture Shops, 221 Mich. 
548; Metal Craft Co. v. Metalcraft Heater Corporation, 255 Mich. 642 
(22 TMR 47); 220 Bagley Corporation v. Julius Freud Land Co., 317 
Mich. 470, 75 USPQ 362 (37 TMR 776). Further, we regard plaintiffs’ 
proofs as adequate to establish that confusion did indeed result. 

The only remaining question is whether or not the dominant words 
OWEN PARK were geographic words not subject to exclusive appropriation. 
It should be noted that the statutory language contains no exception as 
to place names. Further, the general rule is that geographic and place 
names may be used by all for indicating the location of a business, subject 


to the proviso that any such use which occasions actual or probable confu- 


sion or misleading of the public, constitutes unfair competition and may be 
enjoined. Furniture Manufacturers Association of Grand Rapids v. Grand 
Rapids Guild of Exhibitors, 268 Mich. 685 (25 TMR 19); Michigan Savings 
Bank v. Dime Savings Bank, 162 Mich. 297 ; Capehart v. Lund (DC Alaska), 
107 F.Supp. 10, 94 USPQ 294 (42 TMR 763); Rochester Savings Bank v. 
Rochester Savings & Loan Association, 11 N.Y.S.2d 130, 170 Mise. 983. 

See also, 3 Restatement, Torts, § 716. 

In the current case, the 2 apartment houses were offering similar ac- 
commodations in close proximity to one another. We believe that the evi- 
dence supports the circuit judge’s holding that both probable and actual 
confusion and misleading were established. 

Affirmed. Costs to appellees. 
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MAJESTIC INTERNATIONAL CORPORATION vy. LUMAL SALES CO., INC. 
D. C., S. D. N. Y.—November 19, 1959— 124 USPQ 286 


500.36—COURTS—BASIS OF RELIEF—RELATED COMPANY USE 
Plaintiff as exclusive distributor of foreign manufacturer’s equipment is not 
entitled to a temporary injunction against defendant’s marketing of the genuine 
product of the foreign manufacturer purchased abroad, under the foreign manufac- 
turer’s name and bearing manufacturer’s trademark. 


Action by Majestic International Corporation v. Lumal Sales Co., Inc., 
for trademark infringement and unfair competition. Plaintiff moves for 


temporary injunction. Motion denied. 


William V. Homans and Arthur J. Homans, of New York, N.Y., and Gale 

L. Marcus, of Chicago, Illinois, for plaintiff. 

Jesse Cohen, of New York, N.Y., for defendant. 

RYAN, Chief Judge. 

Plaintiff has moved for leave to serve an amended complaint and for 
an injunction during the pendency of this suit restraining the defendant 
from infringing upon the trademark and trade name of plaintiff, and 
from importing and marketing tape recorders or products bearing the name 
GRUNDIG and from interfering with plaintiff’s contractual rights under an 
agreement with Grundig Radio-Werke G.m.b.H (German Company). 

The motion to serve the amended complaint presents no problem; 
the motion is granted (Rule 15(a)). The application for injunctive relief 
is deemed made with the complaint so amended. The complaint now pleads 
three separate counts—Count 1 alleges a claim for alleged infringement 
of a trademark and trade name; Count 2 alleges a claim for alleged unfair 
competition; and Count 3 alleges a claim said to have arisen out of de- 
fendant’s alleged unlawful interference with a distributorship or contract 
manufacturing agreement plaintiff avers it had and still has with Grundig 
Radio- Werke. 

Although it is clear that plaintiff did, on September 11, 1954, enter 
into an agreement with Grundig Radio-Werke (which was effective as of 
August 1, 1954), plaintiff has not submitted the agreement on these mo- 
tions and our only knowledge of even a part of its contents is gained from 
an affidavit of plaintiff’s treasurer. She sets forth what she describes as 
“the pertinent provisions” of the agreement, and reveals portions of it 
which concern “Territory”, “Period of Validity”, “Items covered by this 


agreement”, “Distributorship”, “Activity of the distributor”, “Use of Trade- 


marks’, “Terms of Delivery” and “General provisions”. Such of these dis- 
closed provisions (and there is no justification for secrecy of any part of 
it in light of the nature of plaintiff’s claims) as are pertinent to the instant 


motion provide: 
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1. Grundig appoints the plaintiff as its sole and exclusive distributor 
for the “United States of America and all its territories, inclusive Canada 
and the Philippine Islands.” 


2. “The distribution shall be done by the distributor under his own 
name and for his own account.” 


3. The agreement runs from August 1, 1954 to July 31, 1957 and, 
subject to certain conditions not presently material, “shall be renewed 
automatically thereafter from year to year unless notice is given by either 
party by registered mail at least six months prior to the expiration of 
any renewal year.” 


4. The distributorship is limited to “radio receiving sets, portable 
radio receiving sets and combinations of same with tape recorders and/or 
record changers, their spare parts and accessories, manufactured by 
Grundig.” 

5. The distributor undertakes to market these items within the as- 
signed territory to the best of his ability, to advertise the complete Grundig 
line specified, to set up a repair shop and maintain a stock of spare parts. 

6. The distribution shall be made under the name GRUNDIG-MAJESTIC 
and Grundig undertakes to secure such registration. The use of this mark 


—by both Grundig and the distributor—shall continue “only during the 
validity of this agreement and only for the items covered”, thereafter both 
undertake “‘to liquidate the trademark.” 


Plaintiff by this suit challenges the right of the defendant to employ 
the name JANRUS GRUNDIG@ in its advertising or to market in the United 
States “the JANRUs recorder” because it bears the mark GRUNDIG molded 
into the plastic case of the instrument. Plaintiff contends that such a use 
of the GkUNDIG mark by the defendant is an unlawful invasion of its rights 
in the mark; a wrongful appropriation and capitalization of plaintiff’s 
good-will; and that their use of the name GRUNDIG, either with another 
name or by itself is not only an infringement of this plaintiff’s trademark 
and trade name but also an act constituting unfair competition. 

The plaintiff’s right to the injunctive relief now sought, and indeed 
to any ultimate and final relief, must rest upon the validity of its claim 
that it now owns and has exclusive right in the United States to use the 
names and marks GRUNDIG and GRUNDIG MAJESTIc by reason of the fact that 
it is a contract manufacturer and exclusive distributor of @RUNDIG prod- 
ucts; that it was the first to use the name GRUNDIG and GRUNDIG MAJESTIC 
in interstate commerce in the United States and has continuously so used 
the names since August, 1954. 

It appears undisputed that no GRUNDIa products were sold in the 
United States prior to 1951; that commencing then and continuing for a 
a three-year period, until about August, 1954, only a retail radio store 
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imported for its own inventory one model of the GRUNDIG produced radio 


and during this entire period marketed but $40,000 of this article. It was 
at this time that plaintiff made the agreement, which we have heretofore 
described. With plaintiff’s importation of the GrRUNDiIa products, the vol- 
ume rapidly increased to a total amount of approximately $60,000,000 in 
the subsequent five years—1954 to 1959. This expansion flowed in no small 
measure from plaintiff’s active and well directed marketing efforts and 
expenditures in advertising and promotion of the products. It is upon 
this, primarily, that plaintiff claims it has a property right in and to the 
name GRUNDIG in the United States. 

The plaintiff alleges that the entire line of the GRUNDIG tape recorders, 
excepting a transcribing and dictating machine known as the STENORETTE, 
was added on September 19, 1957 to the agreement plaintiff had with 
Grundig (under date of September 11, 1954), GruNDie has but recently 
placed upon the European market a new miniature battery operated type 
tape recorder which it has called the Nik1. It is the Nrk1 which has become 
the golden apple of distraction in this suit, which plaintiff admits it has 
never distributed. 

There are at least two authorized representatives of GRUNDIG in the 
United States—Majestic International Corporation, the plaintiff, with its 
activities limited to musical instruments, radios, phonographs and Hi-Fi 
recording equipment; and DeJur Amsco Corporation, which sells GRUNDIG 
machines, particularly the STENORETTE. DeJur Amsco since April 10, 1955 
has had the exclusive franchise in the United States for the STENORETTE. 

As of the date of this application for temporary injunctive relief, 
plaintiff had not received or marketed the NIKI machine in the United 
States. It states that the NIKI has “to date been released for sale only in 
the European market; the American counterpart of which plaintiff has 
placed an initial order of 10,000 units, is still in the process of manufacture 
in accordance with plaintiff’s specifications. * * *”. The specifications, 
in so far as the NIKI is concerned, provide principally for the use of the 
American type battery and for the use of English instead of German 
wording and lettering. Then, too, they include accompanying descriptive 
and instruction literature in English, stickers bearing model and serial 
numbers to be imprinted with GRUNDIG-MAJEsTic and name plates on the 
front with the mark GRUNDIG-MAJESTIC. 

But, the defendant has, in the meanwhile, purchased the European 
marketed NIKI abroad, imported it to the United States, removed a plastic 
label with the name NIKI on it, and replaced it with its own trade name 
JANRUS. The name GRUNDIG is molded on the top of each instrument 
and cannot be removed without damaging the case. There is no question 
that the NIKI machines defendant is marketing are true and genuine GRUNDIG 
instruments produced and intended by that manfacturer for the European 
market ; there has been no palming off of a fraudulent or spurious coun- 
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terpart of the actual German produced GruNDIG manufactured NIKI. The 
seed of the enterprise of defendant has been rooted in the fact that 
GRUNDIG has adopted the business policy of marketing its products on 


the European market at a lower price than that asked for on the American 


market. Defendant purchasing the GRUNDIG NIKI in the European version 


at prevailing European prices is therefore able to sell at a figure more 
comparable to the lower European market price than the plaintiff’s Amer- 
ican version of the GRUNDIG NIKI (after it is finally produced according 
to plaintiff’s specifications). 

Note should be made, too, that by letter under date of July 31, 1959 
the GRUNDIG Verkaufs (Export Sales) wrote the defendant demanding 
that it forthwith cease its advertising of the NIKI under the name of JANRUS 
and stated that 


“We should like to draw your attention to the fact that Messrs. 
De Jur Amsco Corporation, Northern Boulevard at 45 St., Long Island 
City, i, N.Y., are sole representatives for the sale of our Tape Re- 
corder NIKI in the USA.” 


Although the original agreement of September 11, 1954 (in so far as 


we are informed) provided Grundig appoints plaintiff “sole and exclusive 
distributor” in the United States, its territories, Canada and the Philip- 


pines, it is limited in products definitely specified and provides that 


“The inclusion of the other products of the Grundig line, such as 
tape recorders * * * shall be subject of a later settlement.” 


This was extended, plaintiff avers, to tape recorders other than STENORETTE 
“in or about August or September, 1957”, however the document by which 
this was accomplished is not before us. The only writing we have from 
GRUNDIG on the subject of plaintiff’s right of distributorship of the NIKI 
machine, is dated August 19, 1959 addressed “To whom it may concern” 
stating that plaintiff is “our authorized distributor for the United States 
of America for the sale of GRUNDIG products in the category of radios, 
radio-phonograph combinations and tape recorders bearing our name 
‘“GRUNDI@’” and giving power of attorney to protect the trademark GRUNDIG 
and good-will “in proceedings relating to our ‘NIKI’ tape recorder” against 
the defendant and others. 

It is established of record that on September 3, 1954, Grundig Radio- 
Werke G.m.b.H (German company) 37 Kurgartenstrasse, Fuerth, Bayern, 
Germany, filed in the United States Patent Office the trademark GRUNDIG 
for Radio Receivers and parts thereof; Television Receivers and parts 
thereof; Television Cameras; apparatus for sound recording by wire or 
tape; Magnetic and Static Loudspeakers, in Class 21. The application for 
registration recited that the mark had been first used March, 1949; in 
commerce December 1952, and that the applicant was the owner of German 
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Reg. No. 606,482, dated April 11, 1952. The mark was registered on April 
10, 1956 as No. 624,842. 

The mark as so registered did not contain or embrace, or was it coupled 
with the name MAJEsTIC. Although plaintiff contends that this name MA- 


JESTIC was omitted by inadvertence, we are not so persuaded by the evi- 


dence now before us. This mark has not been assigned or transferred by 
the original registrant—Grundig Radio-Werke—to the plaintiff or to any- 
one else. 

We have concluded that plaintiff is not entitled to the injunctive relief 
it now seeks. 

The product defendant markets is in truth and in fact a genuine 
GRUNDIG product, it may lawfully sell it anywhere under the GRUNDIG 
mark. Burlington Mills Corp. v. Roy Fabrics, 91 F.Supp. 39, 85 USPQ 
449 (40 TMR 551), affirmed 182 F.2d 1020, 86 USPQ 426. The defendant 
by offering this genuine GRUNDIG product has in no shape, manner or form 
unlawfully interfered with plaintiff’s contractual relations with GRUNDIG. 
CE, Passaic Print Works V. Ely & Walker Dry Goods Ce., 105 F. 163: 
Hamilton Watch Co. v. Benrus Watch Co., 206 F.2d 738. 

Plaintiff has no exclusive right to the use of the name GRUNDIG in the 
United States and is not the owner of the name by use, or otherwise. 
The probability of plaintiff's suecess in this suit resting on the showing 
now made is indeed remote and there is no showing of irreparable harm 
and damage. 

Motion denied; settle order. 


iaieeeeessmemnneeneeeneennttl 
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TRIUMPH HOSIERY MILLS, INC. v. TRIUMPH INTERNATIONAL 
CORPORATION et al. 


60 Civ. 1849—D. C., S. D. N. Y.—March 10, 1961 —128 USPQ 536 


500.32b—COURTS—BASIS OF RELIEF—NAMES—CORPORATE AND 
TRADE NAMES 
500.74a—COURTS—PLEADING AND PRACTICE—EVIDENCE—IN GENERAL 
Court had denied Plaintiff’s motion for preliminary injunction on prior ap- 
plication. On renewal of motion based on recently discovered facts the court 
granted Plaintiff’s motion for preliminary injunction finding that the adoption of 
the word TRIUMPH as part of the trade name of Defendants’ parent and their 
affiliates was of recent origin, therefore, Defendants did not have a legitimate in- 
terest in the United States of corporate names including the word TRIUMPH. This 
fact was not clearly stated by Defendants in their papers on the prior application. 
Further, the court found that Defendants parent was refused registration of the 
trademark TRIUMPH by the Patent Office which cited Plaintiff’s prior registration. 
The court held this fact stripped Defendants of the cloak of innocence in the adop- 
tion of the name TRIUMPH. 
600.1—CONFUSING SIMILARITY—IN GENERAL 
On motion for preliminary injunction the court found that the same word 


TRIUMPH was used to identify related products (hosiery and foundation garments, 
see 126 USPQ 233) sold through the same outlets and held under such circum- 
stances a finding of likelihood of confusion is virtually compelled despite little or 


no evidence of actual confusion. 
500.58a—COURTS—SCOPE OF RELIEF—PRELIMINARY INJUNCTION 
The court cognizant of fact that the decision was based on affidavits and that 
a full scale trial might lead to a different result granted a preliminary injunction 
restraining Defendants’ use of TRIUMPH in advertising matter or in association with 
any merchandised purveyed but did not order Defendants to change their corporate 
names which included the word TRIUMPH. 


Action by Triumph Hosiery Mills, Inc. v. Triumph International Cor- 
poration and Triumph of Europe, Inc., for trademark infringement and 
unfair competition. On plaintiff’s motion for preliminary injunction. Mo- 
tion denied at 126 USPQ 233 (50 TMR 949). On rehearing. Motion granted. 


Lipkowitz & Plaut (Irving D. Lipkowitz and I. Robert Harris of counsel) 
all of New York, N.Y., for plaintiff. 

Brumbaugh, Free, Graves & Donohue (Granville M. Brumbaugh and Rich- 
ard G. Fuller, Jr., of counsel) all of New York, N.Y., for defendants. 


CASHIN, District Judge. 

On July 15, 1960 I denied plaintiff’s motion for a preliminary injunc- 
tion. Plaintiff appealed from the order denying its motion. While the case 
was pending before the Court of Appeals plaintiff learned of facts which, 
if they had been presented on the original application, plaintiff thought 
might have led me to a different conclusion. Application was made to the 
Court of Appeals for leave to renew the motion for a preliminary injunc- 
tion and such leave was granted. The facts before me on the prior ap- 
plication, insofar as I thought them relevant, were summarized in my 
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opinion (187 F.Supp. 169, 126 USPQ 233 (1960)) and, therefore, will not 
be reviewed at length herein. 


Basically, plaintiff’s position on the present motion is that a vital 


finding in my first opinion, namely, that the defendants are “innocent” 
junior users of the word TRIUMPH in their corporate names, was in error 
and that that error was induced by misrepresentation and concealment by 
defendants in their papers in opposition to the original motion. 

Defendants, on the other hand, contend that plaintiff has no standing 
to renew their motion since the facts now presented are not “newly dis- 
covered evidence” within the meaning of Rule 60(b) (2) of the Federal 
Rules of Civil Procedure and, in any event, the facts now presented do 
not warrant any change in my finding of them as innocent junior users. 

I will dispose of defendants’ procedural arguments first. Even though 
courts are loath to having outstanding orders or judgments which are er- 
roneous, nevertheless, there must be an end to litigation and so final orders 
can be reconsidered only on a very strong showing. Rule 60(b) cited by 
defendants, and the rationale upon which it is based, have no application 
to the present motion. By its terms, Rule 60(b) applies only to final orders. 
The order denying a preliminary injunction is clearly interlocutory. The 
rationale upon which the rule is based is equally inappropriate. The liti- 
gation is not in any case at an end. The actual trial on the merits has not 
yet been held. Even when a trial on the merits has been held and an 
interlocutory judgment fixing liability has been entered “* * * the court 
[does] not lack power at any time prior to entry of its final judgment * * * 
to reconsider any portion of its decision and reopen any part of the case. 
feiting cases]. It [is] free in its discretion to grant a reargument based 
either on all the evidence then of record or only the evidence before the 
court when it rendered its interlocutory decision, or to reopen the ease 
for further evidence.” Marconi Wireless Telegraph Company v. United 
States (1942), 320 U.S. 1, 47-48, 57 USPQ 471, 491. In the exercise of 
my discretion, I will consider the further evidence presented by plaintiff 
whether or not it could have been discovered before the first motion in the 
exercise of due diligence. 

The alleged misrepresentation in the defendants’ original papers which 
plaintiff now relies upon is an implicit one as to the length of time de- 
fendants’ parent and their affiliates have used the word TRIUMPH in their 
trade names. Plaintiff’s position is not without support. Thus, in defen- 
dants’ summarization of the facts in their memorandum in opposition to 
the original motion, it is stated (pp. 2-3) as follows: 


“Triumph Spiesshofer & Braun 


“Defendants’ parent, Triumph Spiesshofer & Braun is probably 
the world’s largest manufacturer and distributor of girdles, corsets, 
brassieres and other articles of women’s foundation garments. Its busi- 
ness began in 1886 in Germany and has expanded throughout the 
world. Defendants’ Exhibit 1 is a list of 80 countries and territories 





THE TRADEMARK REPORT ER 





where the goods of Triumph Spiesshofer & Braun are distributed and 
sold. Over 12,000 persons are employed by Triumph Spiesshofer & 
Braun and its many inland German and foreign subsidiaries and 
affiliates. It has marketing subsidiaries and affiliates, in addition to 
Defendants, incorporated locally in such countries as the Netherlands, 
Belgium, England, Italy, France, Sweden, Austria, Denmark, Finland, 
South Africa, Canada, Lebanon, and Bermuda. This family of mar- 
keting subsidiaries, including Defendants here, have the word TRIUMPH 
in their names in order to establish their common relationship to 
Triumph Spiesshofer & Braun and thereby partake of, as well as 
add to, their parent’s goodwill in the trade and with the public. 

“Since 1948, the total sales, at wholesale prices, of girdles, corsets, 
brassieres, etc. by Triumph Spiesshofer & Braun and its subsidiaries 
have exceeded one billion Deutsch Marks (over $250,000,000). Tri- 
umph Spiesshofer & Braun has spent over $10,000,000 since 1948 in 
advertising and promoting the sales of its goods all over the world. 

“Expansion to United States 

“In about 1955, Triumph Spiesshofer & Braun began to make 
plans to enter the American and Canadian markets. At that time, 
very small quantities of its foundation garments were being imported 
and sold in this country by an independent company. In early 1959, 
its plans were laid and Defendant Triumph International Corpora- 
tion was incorporated on May 20th.” 


In fact, defendants’ parent’s name did not include the word TRIUMPH until 
at the earliest March 26, 1960, by defendants’ version, and not until Sep- 
tember 17, 1960 by plaintiff’s version. Perhaps, as defendants now claim, 
the continual use of the recently acquired name of defendants’ parent 
throughout the papers was “simply in accordance with the usual and 
common practice of describing a business entity and its activities, past 
and present, by its current name or trade style.” (Defendants’ memo- 
randum on the present motion p. 15). I prescind from drawing any in- 
ference to the contrary. However, I did believe, at the time the original 
motion was decided, that the use of TRIUMPH as a part of defendants’ 
parent’s name and of its affiliated companies’ names was of very long 
standing and not of recent vintage. Contrariwise, it is now revealed by 
defendants that the earliest date when TRIUMPH was used as part of a 
corporate name of any of defendants’ affiliates was April 18, 1954 (one 
company). Four adopted the word TRIUMPH in their names in 1955; one 
in 1956; three in 1957; seven in 1959; and six (not including the parent) 
in 1960. 

At this point it is useful to review some facts presented on the original 
application. Those facts are that in 1955 defendants’ parent contemplated 


entering the American market and soon thereafter attempted to obtain the 
plaintiff’s consent to the use of the trademark TRIUMPH. At this time, 
therefore, only five of defendants’ affiliates had adopted the name TRIUMPH 
and seventeen or more had not. In view of these facts it is difficult for 
me to maintain my view of the defendants as “innocent”’. 
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Plaintiff argues further, however, that defendants concealed from it 
and the court the fact that on June 25, 1956 an application by defendants’ 
parent for registration of the trademark TRIUMPH was refused, the ex- 
aminer citing plaintiff’s registration and an appeal therefrom dismissed 
for lack of prosecution on January 24, 1957. Defendants seek to avoid 
any unfavorable inference from their admitted non-disclosure on the ground 
that the Assistant Commissioner of Patents for Trademarks decided two 
cases subsequent to the rejection of their parent’s application which would 
constrain an examiner to allow registration if a new application were made. 
Plaintiff rebuts by citing two still later decisions by the Court of Customs 
and Patent Appeals. This detailed argument, pro and con, however, is, 
in my opinion, irrelevant. Part of the basis for my original finding of 
“innocence” upon the part of defendants was reliance upon advice of 
counsel that “plaintiff’s rights in the trademark TRIUMPH were limited and 
retricted to the hosiery field.” (187 F.Supp. 169, 173, 126 USPQ 233, 236) 
(50 TMR 949). The advice given by counsel, the reliance upon which I 
based a finding of innocence, was given no later than November 26, 1957. 
The decisions of the Assistant Patent Commissioner purportedly relied upon 
were Venus Foundation Garments Inc. v. Chapman & Sons, 116 USPQ 
453 (48 TMR 1011), decided in 1958 and Ex parte Potrette Corsets Inc., 
115 USPQ 356 (48 TMR 520), decided December 3, 1957. Obviously, 
neither of these cases could have been relied upon in November of 1957 
since they had not yet been decided. True, the corporate names were not 
adopted until 1959. However, defendants’ own papers indicate that the 
decision that defendants could eventually adopt the name was made in 
November of 1957. 

Plaintiff raises an additional argument that defendants’ parent prac- 


tice unfair competition in Germany by registering well-known American 


trademarks with a view towards excluding American competition and, in 
fact, has caused plaintiff to desist from using the mark TRIUMPH on its 
products in Germany. Defendants generally deny the facts alleged by 
plaintiff and claim that their business practices are warranted by German 
law. The facts on this issue, including the fact of German law, are not 
set out in the affidavits with sufficient definiteness for me to make my 
findings thereon. 

In view of the fact that the adoption of the word TRIUMPH as part 
of the trade name of defendants’ parent and their affiliates is of recent 
origin, I find, on the evidence before me, that defendants do not have a 
legitimate interest in the use in the United States of corporate names 
including the word TrRrumMPH. I further find that defendants’ decision to 
adopt names using the word TRIUMPH in the face of the rejection of that 
word as a trademark because of plaintiff’s prior registration, strips them 
of the cloak of innocence. 

In my original opinion | refrained from making any finding con- 
eerning likelihood of confusion because, on the facts then before me, 
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likelihood of confusion was irrelevant. Since I now determine that de- 
fendants are not innocent junior users, such a finding becomes relevant. 
While very little evidence of actual confusion by consumers or in the trade 
has been offered, such evidence is not necessary. There is presented a 
situation where the same word is used to identify closely related goods 
likely to be sold in the same specialized retail outlets or in the same 
department of large retail outlets. Under such circumstances a finding of 
likelihood of confusion is virtually compelled despite little or no evidence 
of actual confusion. Avon Shoe Co. v. David Crystal, Inc. (2 Cir. 1960) 
279 F.2d 607, 612, 125 USPQ 607, 611. 

Accordingly, an injunction should issue. 

I am cognizant of the circumstance that this decision is based merely 
on affidavits and that a full scale trial might lead to a different result. 
The injunction to issue, therefore, will restrain defendants from utilizing 
the word TRIUMPH in any advertising matter or in association with any 
merchandise purveyed. However, defendants will not be ordered to change 
their corporate names. 

The above, including my previous Opinion (187 F.Supp. 169, 126 
USPQ 233 (50 TMR 949) (1960)), shall constitute my findings of fact. 

Plaintiff will post an undertaking in the amount of $10,000. 

Settle order. 
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WEST v. LIND et al. 


No. 19174 — Calif. D. C. Appl., 1st Dist. Div. 2—— November 22, 1960 
128 USPQ 204 


500.58a—COURTS—SCOPE OF RELIEF—INJUNCTION— 
PRELIMINARY INJUNCTION 
Preliminary injunction denied where plaintiff postponed a hearing on the 
order to show cause for almost seven months, and where plaintiff’s “property right” 
in the name DIAMOND LIL was extremely doubtful. 
800.61—OTHER STATUTES—STATE STATUTES—IN GENERAL 
Under California Civil Code See. 3369 (2) if plaintiff has acquired secondary 
meaning in a mark which indicates his goods or business are his alone, he is en- 
titled to relief against another’s deceptive use of such term. 


Action by Mae West v. Marie Lind et al. for unfair competition. 
Plaintiff appeals from order of Superior Court of City and County of 
San Francisco, California denying preliminary injunction. Affirmed. 


Belli, Ashe & Gerry, of San Francisco, California, and Conroy & Conroy, 
of Los Angeles, California, for appellant. 

Barnett & Robertson and William Bernstein, of San Francisco, California, 
for respondents. 


Before KAUFMAN, Presiding Justice, and DRAPER and SHOEMAKER, Justices. 

KAUFMAN, Presiding Justice. 

This is an appeal from an order denying a preliminary injunction 
sought by the appellant, Mae West, to restrain the respondent, Marie Lind, 
from using the name DIAMOND LIL and the respondent, Gay 90’s, a cor- 
poration, from billing and advertising the respondent, Marie Lind, as 
DIAMOND LIL Or THE ONE AND ONLY DIAMOND LIL. After the hearing on the 
order to show cause, at which oral and documentary evidence was intro- 
duced, the court found that the description DIAMOND LIL involved words 
of common usage in the public domain, which were not susceptible to 
appropriation to a given individual, and were not subject to appropria- 
tion by the appellant in the manner asserted by the appellant. 

On appeal, it is argued that the trial court erred in the above men- 
tioned finding and conclusion because: (1) The appellant has stated a 
eause of action in unfair competition, as the designation DIAMOND LIL 
has, over a long period of time, been associated exclusively with her; (2) 
the appellant has created a valuable property right in a character type; 
and (3) injunctive relief is proper in order to prevent the usurpation of 
the secondary meaning attained by the name DIAMOND LIL and to pre- 
vent the pirating, counterfeiting and imitation of the character “type” 
created by the appellant. 

The record reveals the following: Appellant filed her complaint in 
this action on March 26, 1959, and obtained an order to show cause re- 
turnable on March 31, 1959. Appellant lives in Los Angeles, but because 
of her inability to appear, the hearing on the order to show cause was 
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postponed for almost seven months, until October 16, 1959, coincidentally 
also the date of the appearance of appellant’s new book. The power to 
issue preliminary injunctions is an extraordinary one and should be exer- 
cised with great caution and only where it appears that sufficient cause 
for hasty action exists. Hueneme, etc. Ry. v. Fletcher, 65 Cal. App. 698. 
Appellant’s demand for the extraordinary remedy is inconsistent with her 
delay and on this ground alone, we could affirm the exercise of the trial 
eourt’s discretion in denying the remedy sought. It is well established 
in this state that a trial court has broad discretion in passing upon a 
motion for a temporary injunction. It is not necessary that the ultimate 
rights of the parties be determined. City of Los Angeles v. Barrett, 153 
Cal.App.2d 776, 783. On an appeal from the granting or denial of a 
preliminary injunction, not only is the trial court’s determination of facts 
binding if supported by substantial evidence but a broad discretion is 
vested in the trial court as to the action to be taken upon the facts it 
finds. O’Shea v. Tile Layers Union, 155 Cal.App.2d 373, 377. 

We turn now to the facts revealed by the record. The uncontroverted 
evidence indicated that throughout her entire career, the appellant had 
always been billed and publicized as MAE WEST aS DIAMOND LIL, Or MAE WEST 


AND HER OWN REVUE, and similar designations. At no time was she ever 
publicized solely by the name DIAMOND LIL. Appellant testified that she 


was famous as MAE WEST and that she had used other stage names in her 
career such as THE BABY VAMP, THE SIREN OF THE SCREEN, THE SCREEN’S BAD 
GIRL, and THE ORIGINAL BRINKLEY GIRL. It was conceded that the appellant 
had written and copyrighted a book and stage play called DIAMOND LIL 
and toured extensively with the stage play. There was, however, no con- 
tention that the respondents were producing that play or any part of it 
or in any way infringing on the copyright.* She also testified that at the 
time she appeared in her play DIAMOND LIL, the name MAE WEST always 
appeared on all advertisements, programs, billings, etc., and that she had 
never registered DIAMOND LIL as a stage name with the American Guild 
of Variety Artists of which she was a member. 

The uneontroverted evidence indicated that the respondent, Marie 
Lind, on entering show business had registered DIAMOND LIL as her stage 
name with A.G.V.A. and had used that name for several years, and that 
the appellant knew of this use. Marie Lind testified that she had used 
the name based on the clearance of A.G.V.A., and because the name was 
in the public domain as there had been other and earlier DIAMOND LILS. 
The respondent, Goman, stated that when he employed Marie Lind under 
the name of DIAMOND LIL, he did not think there was a claim to the name 
as it had been used for many years in show business. 





* Cf. Paramore v. Mack Sennett, Inc. (€.C.A. 5, 1925), 9 F.2d 66, where the 
author and copyright holder of a poem entitled THE BALLAD OF YUKON JAKE obtained 
damages for the infringement of his copyright from the defendant who made, dis- 
tributed, and caused to be exhibited a motion picture entitled YUKON JAKE. 
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Appellant relying on Academy of Motion Picture Arts & Sciences V. 
Benson, 15 Cal.2d 685, 46 USPQ 488 (30 TMR 563), argues that she is 
entitled to relief under subsection 2 of section 3369 of the Civil Code 
as the public identifies DIAMOND LIL exclusively with her. 

The relevant statute section provides: “Any person performing or 
proposing to perform an act of unfair competition within this State may 
be enjoined in any court of competent jurisdiction.” Under this section, 
it has been held that while generic terms and words descriptive of place 
are not subject to exclusive appropriation, if a plaintiff proves that the 
name or word has been so exclusively identified with his goods or business 
as to have acquired a secondary meaning which indicates his goods or 
business and his alone, he is entitled to relief against another’s deceptive 
use of such terms. Academy of Motion Picture Arts & Sciences v. Benson, 
supra. Whether or not a party had acquired a right to the exclusive use 
of a name, depends on its use in relation to goods, business or service to 
the point where the public identifies the name with a particular individual 
or entity. North American Air Coach Systems, Inc. v. North American 
Aviation, Inc. (C.C.A. 9, 1955), 231 F.2d 205, 210, 107 USPQ 69, 71 
(46 TMR 70). 

Whether or not a designation has acquired a “secondary meaning” is 
a question of fact in each case. Beverly Hills Hotel Corp. v. Hilton Hotels 
Corp., 134 Cal.App.2d 345, 350, 106 USPQ 224, 227 (45 TMR 1204); 
3 Restatement, Torts, § 716(b). The very authority cited by the appellant 
indicates that the ultimate test of conduct in constituting unfair com- 
petition under the code section is whether the public is decewed. Academy 
of Motion Picture Arts & Sciences v. Benson, supra; MacSweeny Enter- 
prises, Inc. v. Tarantino, 106 Cal.App.2d 504, 91 USPQ 73 (41 TMR 1084). 
Here, the appellant admitted that Marie Lind did not look like her and 
that there was no resemblance between them. Appellant also admitted that 
a life preserver named after her was always known as a MAE WEST jacket, 
never aS a DIAMOND LIL jacket. The only evidence before the trial court 
that anyone who saw the billings for Marie Lind at the Gay 90’s was 
deceived, was the testimony of a public relations man for the appellant. 
One of the respondents, Mrs. Goman, testified that no other patrons had 


complained that after seeing the advertisements for THE ONE AND ONLY 
DIAMOND LIL, they had expected to see the appellant. Respondent, Ray 
Goman, testified that he booked Miss Lind because the name DIAMOND LIL 
was reminiscent of the Gay 90’s and fitted in with the general program- 
ming of his “Gay 90’s” club. From the above, it is clear that there is 
substantial evidence to support the findings and conclusions of the trial 


court. 

Appellant, relying on Chaplin v. Amador, 93 Cal.App. 358 (18 TMR 
540), next argues that because of her impersonation of a character named 
DIAMOND LIL, over a long period of years, she has created a “type” asso- 
ciated with her and that her property right in this type is entitled to 
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protection. In the Chaplin case, the court found that Charles S. Chaplin 
had created and perfected a peculiar type of character on the motion 
picture screen, and allowed injunctive relief when another actor sought 
not only to imitate the character but the role, garb, mannerisms and the 
name, Charles Aplin. The court, however, pointed out at page 363 (18 
TMR 544-545) : 


“* * * The case of plaintiff does not depend on his right to the 
exclusive use of the role, garb, and mannerisms, it is based upon 
fraud and deception. The right of action in such a case arises from 
the fraudulent purpose and conduct of appellant and injury caused 
to the plaintiff thereby, and the deception to the public, and it exists 
independently of the law regulating trademarks, or of the ownership 
of such trademarks or trade names by plaintiff. It is plaintiff’s right 
to be protected against those who would injure him by fraudulent 
means; that is, by counterfeiting his role—or, in other words, plaintiff 
has the right to be protected against ‘unfair competition in business.’ ”’ 


The instant case does not fall within the rule as there was no evidence 
that the respondent, Marie Lind, was imitating the appellant or that the 
respondent, “Gay 90’s,” was deceiving the public. 

Appellant argues, however, that the modern view the doctrine of 
unfair competition has not been limited but has been extended to grant 
relief where there has been no fraud on the public but a misappropriation 
for the commercial advantage of one person of a benefit or a property 
right belonging to another. Waring v. WDAS Broadcasting Station (1937), 
327 Pa. 433, 35 USPQ 272 (27 TMR 807); Ettore v. Philco Television 
Broadcasting Corp. (C.C.A. 3, 1956), 229 F.2d 481, 108 USPQ 187 (46 
TMR 319). As pointed out in the Ettore case, supra, page 487, 108 
USPQ at 191, where a professional performer is involved, there seems to 
be a recognition of a kind of property right in the performer to the 
product of his services. Cf. Prosser, Torts (2d ed. 1955), § 97, pp. 639-640. 
In recent years, courts have given greater recognition to the particular 
property rights of celebrities and professional performers even when there 
is no direct competition between the parties. For example, in Sullivan v. 
Sullivan Radio & T.V. (S.Ct. N.Y., 1956), 1 App.Div.2d 609, 110 USPQ 
106 (46 TMR 954), the court granted an injunction to a nationally famous 
television and radio personality against the use of ED by a recently in- 
corporated ED SULLIVAN RADIO & TV INC., whose president and chief stock- 
holder was one Edward J. Sullivan and which sells and repairs radio and 
television sets in one city. See also 33 So. Calif. L. Rev. pp. 55-60 and cases 
discussed therein at pp. 57-58. In Dior v. Milton (1956), 155 N.Y.S.2d 443, 
110 USPQ 563 (47 TMR 35), affd. 2 App.Div.2d 878, 113 USPQ 210, 
wherein the court said at page 455, 110 USPQ at 567-568 (47 TMR at 43) : 
“The modern view as to the law of unfair competition does not rest solely 
on the ground of direct competitive injury, but on the broader principle 
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that property rights of commercial value are to be and will be protected 
from * * * any form of commercial immorality * * * .” 

However, we have not found any cases in this state which have been 
decided on similar grounds, so at best, we can only say that in this state, 
appellant’s argument is a doubtful one. It has long been the law that 
“to issue an injunction is the exercise of a delicate power requiring great 
caution and sound discretion, and rarely, if ever, should be exercised in 
a doubtful case.” Willis v. Lauridson, 161 Cal. 106, 117. “The right 
must be clear, the injury impending and threatened so as to be averted 
only by the protective preventive process of injunction.” St. Louis Street 
F. M. Co. v. Sanitary Street F. M. Co. (C.C.A. 8, 1908), 161 F. 725, 728. 
We think the appellant’s “property right” in the type of DIAMOND LIL in 
the instant case, was extremely doubtful, both on the evidence and the 
law of this state. Rather, the case is somewhat like Funkhouser v. Loew’s, 
Inc. (C.C.A. 8, 1953), 208 F.2d 185, 99 USPQ 448, where one of the 
grounds of the alleged plagiarism and infringement was the fact that the 
defendant’s motion picture had a similar western background and incidents 
as the plaintiff’s copyrighted work. In affirming the trial court’s conclu- 
sion that the similarities were due to the nature of the subject matter and 
not to copying, the appellate court said at page 188, 99 USPQ at 451: 
“It would be novel indeed, though perhaps not particularly satisfying, to 
view a motion picture portrayal of the old west without such traditional 
western type towns, false-fronted buildings, hitching posts, etc.” Similarly 
in the instant case, the respondent’s use of the name and billing of 
DIAMOND LIL which had been previously used by the appellant was due 
to the nature of the subject matter which the trial court correctly con- 
cluded to be in the public domain. 

' ‘We conclude that the record discloses no abuse of diseretion on the 
part of the trial court and that the order finds ample support in the 
record before us. 

Order affirmed. 








3 
_ 


THE TRADEMARK REPORTER 


Vol. 51 TMR 





LANVIN PARFUMS, INC. v. LE DANS, LTD., et al. 


N. Y. Sup. Ct., App. Div., 1st Dept. — December 20, 1960 
— 128 USPQ 208 


800.61—OTHER STATUTES—STATE STATUTES—IN GENERAL 
New York Penal Law Section 2354(6) does not prevent defendants from pur 
chasing plaintiff’s toilet waters, rebottling them in smaller containers and selling 
them at reduced prices where the labels identify the contents as plaintiff’s products 
and state the defendants did the rebottling and that they are wholly independent of 
plaintiff. 


Action by Lanvin Parfums, Inc. vy. Le Dans, Ltd., et al. under sub- 
division 6 of section 2354 of New York Penal Law. Defendants appeal 
from order of New York Supreme Court, Special Term, New York County 
denying motion to dismiss complaint. Reversed: Rabin, Justice, dissenting 
with opinion. 

Robert Goldstein, of New York, N.Y., for appellants. 
Jay Leo Rothschild, of New York, N.Y., for respondent. 

BREITEL, Presiding Justice. 

Involved on this appeal is the question whether the rebottling and 
resale of plaintiff’s trademarked products, consisting of colognes and toilet 
waters, were illegal, although the new bottles and the labels which they 
bore made complete disclosure of the fact of rebottling and that the re- 
bottler had no connection with the manufacturer or plaintiff. The question 
arises on a motion addressed to the legal sufficiency of the complaint. Rules 
Civ. Prac. rule 106. Plaintiff’s pleading seeks an injunction and damages 
against defendant rebottlers and their principal officers. Although this is 
a civil action it is bottomed, concededly and solely, on the provisions of 
a criminal statute: subdivision 6 of section 2354 of the Penal Law. 

Special Term sustained the complaint and in so doing, it held that 
the criminal statute forbade the resale of any trademarked product, rep- 
resented to be the product of the manufacturer, except in its original 
container. It thus excluded, as urged by plaintiff, the necessity for any 
element of fraud or deception. For reasons later assigned, the order should 
be reversed and the complaint dismissed for insufficiency. 

Plaintiff, a Delaware corporation, imports from France various per- 
fumes and perfume extracts and sells them either in the original packages 
or as toilet water which plaintiff packages. The products always bear 
labels, marks and names, “placed thereon for and by” and which plaintiff 
is “entitled to use’. These trademarks, in fact, relate to the manufacturer 
of the products, which is not plaintiff. The corporate defendants purchase 
plaintiff’s toilet waters, rebottle or repackage them in smaller containers 
of one dram each and sell them at correspondingly reduced prices. The 


new packages are labeled to identify the contents as plaintiff’s products 





hat 

ep- 
inal 
any 
yuld 


per- 
ages 
bear 
ntiff 
urer 
‘hase 
iners 
The 
lucts 


Vol. 51 TMR LANVIN PARFUMS v. LE DANS, LTD. _ 735 





but also to state that the rebottling was done by the corporate defendants 
and that the corporate defendants are wholly independent of plaintiff. 
Indeed, plaintiff has stipulated in its brief, in agreement with defendants, 
that the inscriptions on defendants’ bottles read substantially as follows, 
with changes appropriate to each of the corporate defendants: 


“LANVIN’S 
ARPEGE 


Eau de Lanvin 


REBOTTLED 
FROM THE 
GENUINE PRODUCT 


BY 
LE DANS, LTD. 


WHOLLY INDEPENDENT 
OF LANVIN 
NEW YORK, N. Y. 1 DRAM” 


Plaintiff contends that although there is a complete disclosure and 
no misstatement of any fact to the deception of a purchaser, nevertheless 
the statute prohibits, on penalty of misdemeanor, such rebottling and resale 
so long as plaintiff’s trade names are used and the public is advised that 
the contents are plaintiff’s products. Defendants urge, on the other hand, 
that the statute does not so provide, and that, if it did, it would be an 
unconstitutional interference with defendants’ property rights in the spe- 
cific toilet waters acquired by them by purchase. 

In pertinent part the statute reads as follows: 


“A person who: * * * 


“6. Knowingly sells, offers or exposes for sale, any goods which 
are represented in any manner, by word or deed, to be the manufac- 
ture, packing, bottling, boxing or product of any person, firm or 
corporation, other than himself, unless such goods are contained in 
the original package, box or bottle and under the labels, marks or 
names placed thereon by the manufacturer who is entitled to use 
marks, names, brands, or trademarks; or 

“Ts guilty of a misdemeanor * * *”. (Penal Law, § 2354, subd. 6) 


Plaintiff urges its own version of a literal reading of the statute. It 
points out that the subdivision contains no qualification expressly related 
to the element of fraud or deception. Of course, if such literal reading 
were ever to be imported into statutory interpretation the effect could be 
quite deadly, Church of Holy Trinity v. United States, 143 U.S. 457. 


1. Because it is rare that a part of a statute should be read in disassociation from 
its context it is appropriate to read the above-quoted subdivision in the section in 
which it is found. The section, in its entirety, appears as an appendix to this opinion. 
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Moreover, such a literal reading would begin to give plaintiff difficulties 
on another score. The statute, while referring to representations that the 
product is the manufacture, packing, bottling, boxing or product of an- 
other, refers later only to the “manufacturer” who is entitled to use such 
names. Plaintiff itself is not the manufacturer but an importer and a 
rebottler. But, of course, statutes are not to be read with a literalness that 
kills the meaning, the intention, the purpose, or the beneficial end for 
which the statute has been designed. McKinney’s Cons. Laws of N. Y., 
Book 1, Statutes, § 111 et seq. and the many cases cited. This is both 
elementary and elemental. 

Although subdivision 6 of section 2354, then as section 364 of the 
Penal Code was added in its original form in 1889 (L. 1889, ch. 45), and 
as far back as 1908 (L. 1908, ch. 427) it was amended to cover bottlers, 
boxers, and packers, rarely, if ever, has it been suggested by a court? 
that its design was to prevent rebottling with truthful labels, including 
a trade name. On the contrary, it has been uniformly held that the statute 
is a fraud statute and that in the absence of fraud or deception it would 
lack constitutional validity. 

The leading and controlling case in the interpretation of the provision 
has been People v. Luhrs, 195 N.Y. 377. The Luhrs case, a criminal case, 
involved prosecution of a bartender for dispensing whiskey from a bottle 
bearing the label of the Wilson Distilling Company. It appeared that the 
whiskey contained in the bottle had not been placed in the bottle lastly 
by the manufacturer but had more recently come from a demijohn posi- 
tioned below the bar. Because the prosecution did not prove that the 
whiskey in the demijohn was not Wilson whiskey the court was obliged 
to face the issue whether the violation was made out even if the whiskey 
from the demijohn had been manufactured by the Wilson Company. It 
was held that in such circumstances there was a violation because there 
was a tacit, and false, representation that the whiskey poured from the 
Wilson bottle was the same whiskey that had been last placed in that 
bottle, without refilling, by the distillers whose label the bottle bore. The 
court emphasized that the actual bottling is a material fact “for if done 
by the owner of the trademark it guarantees the quality of the article 
and furnishes the purchaser with the means of distinguishing it from any 
other” (p. 385). In so holding the court also distinguished the effect of 
subdivision 5 of the statute from subdivision 6. It pointed out that the 
purpose of subdivision 6, as compared with subdivision 5, was to cover 
the situation where there had been a rebottling or repackaging so that 
reliance upon the original manufacturer or bottler, as distinguished 
from the repackager, was not properly warranted. Subdivision 5, 
on the other hand, of course, rested upon the falsity of represen- 








2. Perhaps once, but even there it is not clear: Coty v. Prestonettes, Inc., 285 F. 
501, 513-515 (12 TMR 405), revd. 264 U.S. 359 (18 TMR 135), infra. Research reveals 
no New York case that dispenses with the element of fraud. 
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tation with regard to contents, as distinguished from falsity of repre- 


sentation with regard to packaging. 

What is most significant for this case, however, is that the Court 
of Appeals, speaking through Judge Vann, repeatedly emphasized the 
fraud aspect of the case, and of the statute, in order to sustain the statute’s 
validity on constitutional grounds. Thus in the very opening it was stated 
that the purpose of the Legislature was to protect both the public and 
the owner from the “furtive use’ of trademarks (p. 380). It was said: 
“The statute says the original package, not an original package, thus 
showing it was the intention of the legislature, as applied to the case in 
hand, to prohibit the sale even of Wilson whisky”, and then there was 
added: “under the representation that it was placed in the original pack- 


Yet, again, the court said: “The object of the statute is to prevent 
fraud, affecting both the public and the owners of trade marks, by pro- 
hibiting the sale of goods from an original package, labeled with a trade- 
mark, upon the representation that such goods were placed in that package 
by the owner of the label” (p. 381) (emphasis supplied). So as to leave 
no doubt, the court later added: “The statute does not prevent the owner 
from using his property or selling it, but it forbids him to lie about it by 
word or deed in order to effect a sale. No sales are prohibited except such 
as are induced by falsehood, spoken or acted” (p. 383). Then, in dis- 
cussing the constitutional validity of the statute, the court said as follows: 
“The command is valid which tells him [the bartender] he must not 
deceive the public in any way in order to sell his property. * * * The 
prohibition touches no honest man or honest act, but merely restrains the 
practice of fraud” (p. 384). There is still more in the opinion by Judge 
Vann, as there was also in the opinion by Mr. Justice Clarke in the Ap- 
pellate Division (127 App. Div. 634, 638) to similar effect. Moreover, in 
this court, the dissenting opinion by Mr. Justice McLaughlin, concurred 
in by Mr. Justice Ingraham, and the concurring opinion by Mr. Justice 
Houghton all assess the statute from the single viewpoint of fraud. In 
other words, regardless of their conclusions as a result, every judge in this 
court or in the Court of Appeals, who voted in the case, viewed the statute 
as requiring misrepresentation, tacit or expressed, before there could be 
a violation. 

Now, of course, the wrongs charged to defendants in this case are not 
that they practiced any fraud or deception or that they lied, but that they 
resold plaintiff’s products in lesser quantities at fractionalized prices and 
that they told the truth. Plaintiff would have no objection to the reselling 
if defendants would suppress the fact and keep from the consumer the 
information that the products contained in the new packages are the 
products imported or bottled by plaintiff. 
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The principle laid down in the Luhrs case has been uniformly fol- 
lowed. This court, in People v. Goetz, 234 App. Div. 421 (22 TMR 157), 
applied it. In doing so, it was said (with respect to trademarked cosmetic 
products resold from broken packages, but with the separate products 
still containing the mark of the maker) that “There being no intent on 
the part of the defendant to defraud, indicated in any of these acts, and 
the mere selling of the separate articles from the one package not being 
prohibited by law, the proof offered showed no offense against the statute 
and the defendant should have been acquitted” (p. 423). Earlier in its 
opinion the court had emphasized that defendant, in selling the product, 
had stated unequivocally to the complaining witness what were the true 
facts. Cf. People v. Hoffheimer, 110 App. Div. 423. 

On the occasions in which the statute has been discussed, in any detail, 
in recorded cases at nisi prius the presence of the fraud element has been 
emphasized. Thus, in People v. Griffin, 71 Mise. 568, 572, there was dictum 
to the effect that in the Luhrs case the statute was sustained as constitu- 
tional because it was aimed at fraud. In Pinaud Inc. v. Beaux Arts Chem- 
ists Corp., 170 Mise. 583, 585-586, Special Term described the provision 
in question in the following words: “It is quite clear that the section 
aims against deception of a customer and is to be read in this light. * * * 
People [Complaint of Dietch| v. Goetz, 234 App. Div. 421 (22 TMR 157).” 
To the same effect, see B. V. D. Co. v. Kommel, 200 F. 559 (3 TMR 89) 
(C. C. A. 2d). 

In the light of the precedents and the unequivocal expression of the 
ratio decidendi in People v. Luhrs, 195 N.Y. 377, supra, one might well 
question the necessity for the detailed analysis presented thus far. The 
occasion, however, is suggested by the very plausible presentation made by 
plaintiff which thus makes necessary detailed restatement of the principles 
and the precedents. 

Of course, the reading of subdivision 6 as a fraud statute need not 
depend only upon the happenstance of precedents, important as that is. 
The section in which the subdivision is found is a fraud statute. The 
statute is a criminal statute. A criminal sanction is a harsh remedy to 
invoke with respect to otherwise honest business activities unless such 
intention is made manifest. But what is even more difficult to accept in 


plaintiff’s contentions is that on its reading the statute would penalize the 
fact of disclosure of the truth. In order to accomplish this feat it would 
involve an extension of protectible interests in trademarks not even rec- 
ognized under Federal law. Prestonettes, Inc., v. Coty, 264 U.S. 359 
(18 TMR 135). 

In the Prestonettes case it was held (per Holmes, J.) that the “prop- 
erty right” of a trademark owner did not extend to preventing the resale 


in repackaged form of the trademark owner’s product, with trademark, so 
long as there was no deception. Notably, in that case, which arose in 
New York, the court had cited to it subdivision 6 of section 2354 of the 
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New York Penal Law. The statute was disregarded, however, by Mr. 
Justice Holmes. Thus, the court went on to hold that the practice of 
Prestonettes, Ine., which was much like that of defendants in this ease, 
was not a violation of the trademark laws. 

Moreover, if plaintiff were correct in its contentions utterly intolerable 
results would follow. Consider the kind of combination package involved 
in Eastman Kodak Co. v. Siegel, 2 Misc.2d 966, mod. on other grounds, 
1 App.Div.2d 1002. There the camera manufacturer sold and distributed 
a combination package containing a camera, a flashgun, and batteries and 
lamps for the flashgun. Concededly, the batteries and lamps were not made 


by it, and were presumably removed from their original packages. If 


Eastman Kodak were to indicate on its package that the batteries and 
lamps were made, respectively, by Union Carbide Corporation and General 
Electric Company, then, on plaintiff’s version of the statute, it would be 
violating the statute merely because the batteries and lamps were no longer 
in their original packages. Consider too, the vendor who repackages for 
convenience in consumption Taylor’s Pork Sausage, trade name biscuits, 
and the like, and repeats the trade name in connection with the resale. 
The illustrations, if plaintiff’s construction were the correct one, could 
be extended indefinitely. 

Indeed, too, were the statute to condemn activity in the absence of 
fraud there would be a serious question of constitutionality raised—the 
very question that troubled the Court of Appeals in the Luhrs case, supra, 
and the Supreme Court in the Prestonettes case, supra. Assuming that, 
with the passage of the decades, there has been an extension of thinking 
with respect to the protection of trade names and trademarks, which un- 
doubtedly there has been, the gravity of the question for this case would 
not be eliminated. Apart from constitutional issues (which fortunately, 
may be avoided) as a paramount consideration of policy, if there were to be 
any extension in this area, affecting as it would such complicated issues 
of policy, and involving a marked restriction on commercial activity, the 
impulse should come from the Legislature rather than from the courts, 
especially if it were to be violation of the teachings in the Luhrs ease. 

It should be noted that in the analysis thus far, while the constitutional 
problem has been mentioned, no conclusion has been based on the aspect. 
This, despite the fact that in the Luhrs case, supra, it was found necessary 
to analyze the problem in that very frame of reference. Of course, the 
mere potentiality for fraud, as distinguished from the actuality of fraud, 
may permit a Legislature, in the exercise of the police power, to impose 
restrictions upon commercial activity. However, what is clearly evident 
is that the power to legislate is less in the area where there is merely 
the potentiality for fraud as compared with actual fraud. Otherwise, there 
are no limits, for there is no human economie activity that does not have 
a potentiality for fraud. 
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Nor is that the end of the matter insofar as constitutional analysis is 
involved. It is a primitive literalism which would require statutes to be 
literally construed so long as the literal construction does not violate a 


constitution. This would be no more appropriate than construing contracts 
literally so long as the literal interpretation did not render the contract 
invalid. There are no such principles of construction. Nor is it true that 
the literal necessarily yields intention. The fact is that intent is not 
discovered by literal reading of abstracted words, but by interpretation 
in context and circumstances. Matter of Capone v. Weaver, 6 N.Y.2d 307, 
309. Indeed, in the Church of Holy Trinity case, 143 U.S. 457, supra, a 
literal but constitutional interpretation of the immigration statute would 
have barred the distinguished clergyman. Thus, Mr. Justice Brewer said, 
so long ago: “It is a familiar rule, that a thing may be within the letter 
of the statute and vet not within the statute, because not within its spirit, 
nor within the intention of its makers. This has been often asserted, and 
the reports are full of cases illustrating its application. This is not the 
substitution of the will of the judge for that of the legislator, for fre- 
quently words of general meaning are used in a statute, words broad 
enough to include an act in question, and yet a consideration of the whole 
legislation, or of the circumstances surrounding its enactment, or of the 
absurd results which follow from giving such broad meaning to the words, 
makes it unreasonable to believe that the legislator intended to inelude 
the particular act.” (p. 459.) 

To the extent that there are useful principles of construction for 
finding intention, the cardinal one is manifested intent and not the dic- 
tionary meaning of literal language. Thus it was Judge Learned Hand 
who was provoked to assert that “it is one of the surest indexes of a 
mature and developed jurisprudence not to make a fortress out of the 
dictionary.” Cabell v. Markham, 148 F.2d 737, 739.* Fortunately, because 
the Court of Appeals and the courts that have followed in its train have 
interpreted the language of the statute, it is not necessary in this case 
to explore the constitutional limits of the legislation. However, there is 
a positive obligation to avoid stretching the statutory language in un- 
necessary violation of the precedents (not only in the Court of Appeals, 
but in this court) and to the disruption of commerce recognized as valid 
in Prestonettes, Inc. v. Coty, supra, and such following cases as Pinaud 
Inc. v. Beaux Arts Chemists Corp., supra. Indeed, the form of the labels 








3. Compare the earlier language there to this case: 


“The defendants have no answer except to say that we are not free to depart 
from the literal meaning of the words, however transparent may be the resulting 
stultification of the scheme or plan as a whole. 

“Courts have not stood helpless in such situations: the decisions are legion in 
which they have refused to be bound by the letter, when it frustrates the patent 
purpose of the whole statute. We need cite no others than the more recent of those 
in the Supreme Court which have followed Rector, ete., of Holy Trinity Church v. 
United States, 143 U.S. 457 * * * [eases cited]”. 








Vol. 51 TMR a __LANVIN PARFUMS v. LE DANS, LTD. 741 


used in this case almost slavishly follows that described in the Prestonettes 
case. 

There is yet another phase to this case. Plaintiff seeks an injunction 
to prevent an act that it contends is criminal. It is elementary that in- 
junction will not lie merely to prevent a crime. True, if the criminal 
act occasions damage or impairs a property right an injunction may be 
obtained although there is also a criminal penalty. People er rel. Bennett 
v. Laman, 277 N.Y. 368, 376; 43 C. J. S., Injunctions §§ 150-152. But, the 
complaint establishes no damage, if the doctrine in Prestonettes, Inc. v. 
Coty, supra, is controlling and the trademark rights do not extend to resale 
in the absence of deception. Because, in the latter event plaintiff has 
no property or equivalent right to protection by injunction. 

There is still another defect in the complaint insofar as the individual 
defendants are concerned. In view of the determination on the principal 
merits extended discussion is not warranted. It should be pointed out, 
however, that merely to say of an individual that he is the owner of stock 
of a corporation and controls its activities does not imply that every act 
committed by the corporation is one for which the individual is personally 
responsible in fact. The fallacy involved is that control of the whole, 
in the case of a corporation, does not mean control in fact of every part, 
especially for the purpose of imposing individual liability. If this were 
‘not so, then no close corporation, let alone a one-man corporation, could 
safely effect limited liability for its stockholders; nor would the stock- 
holder escape criminal or tort responsibility for any act committed by 
any employee (no matter how numerous the employees) if done in the 
course of the employment, and even if done in foreign parts without the 
knowledge of the principal controlling stockholder. 

It is evident then that the complaint fails to allege any cause of 
action against any of the defendants. It is equally evident that plaintiff 
is not in a position to plead a sufficient cause of action against any of 
the defendants on any theory stemming from the criminal statute. 

Accordingly, the order denying defendant’s motion to dismiss the 


complaint for legal insufficiency should be reversed, on the law, with costs 
to defendants-appellants, the motion granted and the complaint dismissed. 


APPENDIX 
§ 2354. Offenses against trademarks. 
A person who: 
1. Falsely makes or counterfeits a trademark; or, 


2. Affixes to any article of merchandise, a false or counterfeit trade- 
mark, knowing the same to be false or counterfeit, or the genuine trade- 
mark, or an imitation of the trademark of another, without the latter’s 
consent; or, 
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3. Knowingly sells, or keeps or offers for sale, an article of mer- 
chandise to which is affixed a false or counterfeit trademark, or the genuine 
trademark, or an imitation of the trademark of another, without the 
latter’s consent, or, 

4. Has in his possession a counterfeit trademark, knowing it to be 
counterfeit, or a die, plate, brand or other thing for the purpose of falsely 
making or counterfeiting a trademark; or, 

5. Makes or sells, or offers to sell or dispose of, or has in his pos- 
session with intent to sell or dispose of, an article of merchandise with such 
a trademark or label as to appear to indicate the quantity, quality, char- 
acter, place of manufacture or production, or persons manufacturing, 
packing, bottling, boxing or producing the article, but not indicating it 
truly; or, 

6. Knowingly sells, offers or exposes for sale, any goods which are 
represented in any manner, by word or deed, to be the manufacturer, 
packing, bottling, boxing or product of any person, firm or corporation, 
other than himself, unless such goods are contained in the original package, 
box or bottle and under the labels, marks or names placed thereon by the 
manufacturer who is entitled to use such marks, names, brands or trade- 
marks ; or, 


- 


7. Shall sell or shall expose for sale any goods in bulk, to which 
no label or trademark shall be attached, and shall by representation, name 
or mark written or printed thereon, represent that such goods are the 
production or manufacture of a person who is not the manufacturer; or, 


8. Shall knowingly sell, offer or expose for sale any article of mer- 
chandise, and shall orally or by representation, name or mark written or 
printed thereon or attached thereto used in connection therewith, or by 
advertisement, or otherwise, in any manner whatsoever make any false 
representation as to the person by whom such article of merchandise or 
the material thereof was made, or was in whole or in part produced, 
manufactured, finished, processed, treated, marketed, packed, bottled or 
boxed, or falsely represent that such article of merchandise or the ma- 
terial or any part thereof has or may properly have any trademark attached 
to it or used in connection with it, or is or may properly be indicated or 
identified by any trademark. 

Is guilty of a misdemeanor and punishable for the first offense by a 
fine not less than fifty dollars nor more than five hundred dollars or im- 
prisonment for not more than one year, or both such fine and imprisonment, 
and for each subsequent offense by imprisonment for not less than thirty 
days or more than one year, or by both such imprisonment and a fine of 
not less than five hundred dollars or more than one thousand dollars. 


RaBIN, Justice (dissenting). 
I dissent and vote to affirm the order sustaining the sufficiency of the 
complaint. 
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The statute under consideration plainly prohibits the sale of the 
product of the plaintiff except in the original container as bottled by the 
plaintiff if it is held out as the plaintiff’s product. The majority would 
read into that statute something the Legislature did not write. It would 
read into the statute a requirement that before there could be a violation 
there must be actual fraud or misrepresentation proven. As authority 
for such holding, it relies on the case of People v. Luhrs, 195 N.Y. 377. 
[ have come to the conclusion that that case does not make such proof 
mandatory. 

At the outset, I wish to observe that there is no basic rule that a 
statute written by the Legislature may not be read literally. To the 
contrary it should be so read unless it is manifest that by so doing it 
would distort the intention of the Legislature. Nor do I take the position 
that it must be read literally merely because so read it does not violate 
any constitutional provision. I do think it should be read literally if so 
reading it tends to carry out the intent of the Legislature. 

I agree that subdivision 6 of section 23455 of the Penal Law was 
designed to prevent fraud. The section itself clearly so indicates and the 
Court of Appeals in People v. Luhrs, supra, held such to be the purpose. 
It is my view, however, that that section was directed not only to situations 
involving actual fraud but that it was also intended to establish safeguards 
which would prevent the likelihood of fraud. In other words it was 
intended to prevent transactions which are pregnant with fraudulent 
possibilities. The Legislature has the power in seeking to correct an evil 
to go beyond the precise confines of the evil to be avoided so as to make 
more unlikely the occurrence of such evil. That was the spirit that the 
court in the Luhrs case found to have motivated the Legislature; for the 
Court of Appeals stated that even if genuine Wilson whiskey had been 
transferred to the original Wilson bottle there was nevertheless still a 
violation of the statute. True, the court based its findings in that case 
upon the tacit misrepresentation that the whiskey had been originally 
bottled by Wilson. But, as a practical matter, how is the buyer injured 
so long as he in fact gets Wilson whiskey? It was to protect against the 
possibility of fraud accompanied by injury, i.e., adulteration, substitution, 
ete., that the Legislature made such conduct a crime even if the rebottled 
whiskey were actually Wilson whiskey. 

The statute as I see it has a twofold purpose; first, to protect the 
buying public and, second, to give a measure of protection to the manu- 
facturer and owner of the trademark. The latter purpose is clearly spelled 
out in the title of section 2354—“Offenses against trademarks”. A literal 
reading of the statute would give force to this legislative intent, i.e., with 
respect to the public—to assure that it is the exact unadulterated and 
unspoiled product of the manufacturer that is sold—and, with respect to 
the manufacturer, that it receive the protection against the defamation of 
its name and product if a rebottling should result in deterioration of that 
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product. The provision that the original product be retained in the original 
bottle “guarantees the quality of the article.” People v. Luhrs, supra, p. 
385, and thus carries out one of the salutary objects of the legislative en- 
actment. I can readily visualize the possibilities of fraud if it were 
encumbent upon a manufacturer to follow each bottler who uses its name 
and to try to detect and to prove adulteration and deterioration of its 
product. Protection against fraud would well-nigh be impossible in such 
circumstances. It is within the police power of the Legislature to provide 
a practical means of guarding against frauds of that nature. Unless we 
interpret the statute literally as written, there would be no suitable 
remedy for there would be “no probable chance to discover the fraud.” 
People v. Luhrs, supra, p. 382. Of course, I appreciate that we can pick 
statements from the Court of Appeals opinion in the Luhrs case which 
would seem to indicate that there must be fraud or misrepresentation 
actually proven. However, the rationale of that case sustains the position 
that the Legislature intended, in a practical way, to prevent fraud and 
the possibility of the perpetration of fraud. 

There is further evidence that a literal reading of the statute is re- 
quired to reflect the legislative intent. The statute not only makes unlawful 
the sale of the rebottled products, but it also makes it unlawful to expose 
or exhibit such products for sale. If it were the intention that actual 
fraud or misrepresentation be the test of a violation, how could the mere 
exposure of such products without a sale constitute a violation? 

Of course, the product when purchased by the defendants belonged 
to the defendants. They had a right to do with it what they would, but 
they had no right to do as they chose with the name of the manufacturer. 
That was expressly prohibited by the statute and I believe it to be a rea- 
sonable prohibition for the welfare of the public as well as for the pro- 
tection of the manufacturer. For the above reasons, I cannot coneur with 
the majority. 

I should also comment on the request for injunctive relief. It is ap- 
parent that a violation of this statute will do damage to this plaintiff 
specifically, and it is also apparent that it will cause it irreparable harm— 
harm that cannot be compensated for in money only. The only effective 
relief which can be given is by way of injunction. 

Likewise, I find no insufficiency in the complaint insofar as it seeks 
relief against the individual defendants. The allegations are sufficiently 
broad to connect these defendants as individuals with a violation of the 
statute. 

Accordingly, I vote to affirm. 

VALENTE, EAGER and NOONAN, Justices, concur with BreEITEL, Presiding 
Justice; RABIN, Justice, dissents and votes to affirm in opinion. 
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DELL PUBLISHING COMPANY, INC. v. STANLEY PUBLICATIONS, INC. 
No. 348—N. Y. Ct. App. — January 19, 1961 —128 USPQ 493 


10.6—COURTS—JURISDICTION 
State courts have jurisdiction over actions involving unfair competition, and 
share with the Federal courts jurisdiction over actions for infringement of a 
Federally registered trademark. 
0.19—COURTS—BASIS OF RELIEF—DESCRIPTIVE AND GENERIC MARKS 
Registration of a descriptive word does not prevent others from using the 
same word, or from registering a new mark which uses it, if the new mark has 
additional features. The test is the likelihood of confusion, and if the resemblance 
is calculated to produce confusion as to identity and consequent damage, equity 
will enjoin the simulation. But not all similarity will be enjoined; the law does 
not justify interference on behalf of ignorant or careless persons, and it is not 
all competition, but only unfair competition, which should be enjoined. 
.22—EFFECT OF REGISTRATION—EVIDENCE 
While registration is prima facie evidence of validity, the mere registration 
of descriptive or suggestive words does not automatically preclude their use by 


others when the evidence indicates a lack of secondary meaning. 


Action by Dell Publishing Company, Inc. v. Stanley Publications, Inc., 
for trademark infringement and unfair competition. Plaintiff appeals 
from New York Supreme Court, Appellate Division, First Department 
from judement for defendant. Affirmed. 

Case below reported at 51 TMR 199. 

See also 49 TMR 880. 


Milton Handler, Sidney A. Diamond, and Cecelia H. Goetz, of New York, 
N.Y., for appellant. 

Benjamin E. Winston and Eli D. Schoenfeld, of New York, N.Y., for re- 
spondent. 


BURKE, Judge. 

Appellant (Dell Publishing Company, Inc.) the publisher of a maga- 
zine entitled MODERN ROMANCE, on this appeal seeks to reinstate an in- 
junction which was set aside by the Appellate Division in an action to 
restrain respondent (Stanley Publications, Inc.) from using the word 

MODERN 
“modern” in respondent’s magazine title CONFESSIONS (hereinafter desig- 
nated MODERN/CONFESSIONS), alleging trademark infringement and unfair 


competition. We find that the denial of the injunction and the dismissal 


of the complaint was proper. 

Appellant has since 1930 published monthly both MODERN ROMANCES 
and MODERN SCREEN. These two, along with a third magazine, currently 
SCREEN STORIES, have been previously offered as a unit to advertisers as 
the MODERN MAGAZINES and later as the Dell Modern Group. The third 
magazine has never had the word “modern” in its title. For the past 
15 years the combined circulation of these three magazines has been ap- 
proximately two and one-half million copies a month. MODERN ROMANCES 
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alone has exceeded one million copies a month, and its advertising revenue 
exceeds $800,000 annually. 

MODERN ROMANCES was originally registered as a trademark in the 
United States Patent Office in 1932, and re-registered in 1954 under the 
Trademark Act (Lanham Act) of 1946 (U.S. Code, tit. 15, § 1051 et seq.). 

In addition to the above three magazines appellant publishes approxi- 
mately 18 distinct magazines, 38 comics and 14 pocket-size books a month, 
as well as 20 children’s books each year. With only one or two exceptions 
each of the covers carries “in the upper left-hand corner the distinctive and 
conspicuously placed DELL insignia or symbol, consisting of the letters 
DELL in a contrastingly colored box”. This symbol was first adopted in 
1943 and has since been used continuously in its advertising and letter- 
heads as well as on its publications in order to identify them as appel- 
lant’s property. 

Over a period of 21 years since 1937 Dell spent approximately 
$2,320,000 to advertise and promote the Dell Modern Group, of which 
$1,140,000 was expended on MODERN ROMANCES alone. In promoting MODERN 
ROMANCES individually and as a member of the Dell Modern Group, Dell 
employed radio, television, newspapers, magazines and direct mail adver- 
tising. In 1948 a program entitled “MODERN ROMANCES” was initiated on 
radio, and later put on television. 

Respondent, on the other hand, has since 1950, published various 
magazines including REAL SECRETS, REAL WAR and REAL MEN. Early in 
1958 respondent’s executives decided to publish a companion magazine to 
REAL SECRETS, and initially selected the title REAL CONFESSIONS in order to 
keep it in the Real Group. However, upon being informed that this title 
had been previously adopted by another publisher, the title MODERN/CON- 
FESSION was chosen. It is conceded that “[o]ne or more of the persons 
at defendant’s editorial conference were aware of plaintiff’s MODERN Ro- 
MANCES, however, it is claimed that “none saw any possible conflict, since 
historically the magazine field has had ‘close’ titles; that is competing 
title containing one or more identical or nearly identical words in a com- 
posite title. For instance, ADVENTURE FOR MEN and REAL ADVENTURES are 
published by competing publishers, as are MOVIE LIFE and MOVIE MIRROR; 
CONFIDENTIAL and CONFIDENTIAL DETECTIVE; MAN’S CONQUEST and MAN’S 
SMASHING STORIES; and POLICE DRAGNET and POLICE GAZETTE, all of which 
are distributed by the same national distributor.” 

Although additionally conceding that MODERN/CONFESSIONS is generally 
classified in the same field (i.e., romance-confession) as MODERN ROMANCES, 
respondent notes that the U. S. Patent Office records include approximately 
61 publications whose registered titles contain the word “modern’’, in- 
cluding MODERN TEEN, MODERN BRIDE, MODERN MISS, MODERN PHOTOGRAPHY, 
MODERN BABY and MODERN MAN none of which are published by the ap- 
pellant or respondent. Moreover, additional evidence of identical common 
words in competing magazines in the romance-confession field was thus indi- 
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eated: TRUE STORY, TRUE ROMANCE, TRUE LOVE and TRUE EXPERIENCE pub- 
lished respectively since 1919, 1923, 1924 and 1925 by Macfadden Pub- 
lications, Ine.; TRUE CONFESSIONS published since 1922 by Fawcett Pub- 
lications; REAL ROMANCES and REAL STORY published by Hillman; REAL 
CONFESSIONS published by Sterling. 

Out of 26 magazine titles in the romance-confession field, 11 use the 
word “romance’’, 5 use “ 

In choosing the word “modern” respondent’s officers testified that they 


confessions”, 5 use “story” and 6 use “experience”’. 


wanted a descriptive word which would also distinguish this magazine 
from the multitude of confession magazines. 

The majority of the Justices of the Appellate Division found undis- 
puted, 126 USPQ 305, 306, “that all so-called ‘romance’ and ‘confession’ 
magazines, which cater primarily to the distaff side, share common char- 
acteristics. Most contain in their title a word such as ‘romance’, ‘confes- 
sion’, ‘secrets’ or ‘experience.’ The stories—which purport to be true—are 
actually fictional, are told in the first person and deal with lurid accounts 
of sins, aberrations, mistakes, illicit loves, and marital infidelities. The 
covers of such magazines almost invariably feature the photograph or por- 
traits of young and pretty girls as well as ‘blurb’ lines headlining the 
stories inside.” On the other hand, the Appellate Division quite accu- 
rately noted, 126 USPQ at 307 (51 TMR 199), that 


“Primarily, the logotype of MODERN CONFESSIONS in no way resembles 


that of MODERN ROMANCES. Even a cursory examination of the exhibits 
shows that the two words of plaintiff’s title are printed on the cover 
of plaintiff’s magazine in letters of equal size, and on a single line. 
The words in defendant’s title, however, are in italics, and the em- 
phasis is on the word ‘confessions.’ ‘Modern’ is in the lower case type 
and is located above the word ‘Confessions’—which extends entirely 
across the cover. 

“Moreover, plaintiff's magazine has the name DELL printed in the 
upper left-hand corner. Another aspect of difference is the nature of 
the banner headlines on the respective magazines for the past five 
months. It is apparent that plaintiff in the form of its cover is seeking 
to broaden its reader base by appealing not just to the ‘confession’ 
market, but to the general women’s market with such titles as: ‘Com- 
plete in this Issue; Chicken Cook Book’; ‘There is a Perfect Hairdo 
for you on page 97’; ‘Save $20 on 20 Dinners’ ete. On the other hand, 
defendant’s magazine makes no pretense at merchandising anything 
but so called ‘confessions’; with the upper headlines of its last five 
issues blazing such titles as: ‘Invitations to Sex’; ‘Why Shouldn’t He 
Wait for Me’; ‘Teen Girl on Sin Street’; and ‘Afraid to Trust My 
Heart.’ 

“Hence one need only pick up copies of the plaintiff’s and de- 
fendant’s magazines to see that their covers, their contents and even 
the texture of their paper are significantly different. The similarities 
are only those inherent in the nature of the product.” 


Prior to the commencement of this action six issues of respondent’s 
magazine were published with an average net paid circulation of 130,000 
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from the multitude of confession magazines. 
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rately noted, 126 USPQ at 307 (51 TMR 199), that 


“Primarily, the logotype of MODERN CONFESSIONS in no way resembles 
that of MODERN ROMANCES. Even a cursory examination of the exhibits 
shows that the two words of plaintiff’s title are printed on the cover 
of plaintiff’s magazine in letters of equal size, and on a single line. 
The words in defendant’s title, however, are in italics, and the em- 
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and is located above the word ‘Confessions’—which extends entirely 
across the cover. 

“Moreover, plaintiff’s magazine has the name DELL printed in the 
upper left-hand corner. Another aspect of difference is the nature of 
the banner headlines on the respective magazines for the past five 
months. It is apparent that plaintiff in the form of its cover is seeking 
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copies per month, and net advertising revenue of $1,000 for each issue. 
MODERN/CONFESSIONS has a sale of 25¢ as distinguished from the price of 
20¢ for MODERN ROMANCES. 

The Appellate Division, finding for the respondent, ordered a reversal 
of findings of fact contained in the decision and opinion of the Supreme 
Court. In their view the evidence, 126 USPQ at 307, “does not warrant 
a finding of a reasonable tendency to cause confusion”. Defendant’s maga 
zine, they said, is clearly “distinguishable from the plaintiff’s, and cannot 
reasonably be mistaken for it.” They found in addition that although the 
decision of the Supreme Court rested on a finding of unfair competition, 
and not a trademark infringement, it is apparent that a likelihood ot 
confusion would be relevant to both claims; that “[a|s already indicated, 
the record does not support a conclusion of a reasonable likelihood of con 
fusion”; and that the word “modern” as used in magazines in the romance- 
confession field, “is not a nondescriptive term which had acquired a sec 
ondary meaning to be protected by a court of equity.” 

The weight of the evidence supports the prevailing opinion of the 
Appellate Division. 

It is fundamental that the substantive law of trademarks is merely} 
a portion of the broader law of unfair competition (Hemmeter Cigar Co 
v. Congress Cigar Co., 118 F.2d 64, 49 USPQ 122) (31 TMR 182); and 
that it is intended to discourage and restrain one from palming off his 
goods and/or their origin as the goods of another, Triangle Publications 
v. Hanson, 65 F.Supp. 952, 70 USPQ 478 (36 TMR 283), affd. 163 F.2d 
74, 74 USPQ 280 (37 TMR 645). While we undoubtedly have jurisdiction 
over actions involving unfair competition, it is equally fundamental that, 
although Federal law may govern an action for infringement of a Federally 
registered trademark, we share jurisdiction over such actions with the 
Federal courts. Brown & Bigelow v. Remembrance Adv. Products, 279 
App. Div. 410, 92 USPQ 443 (42 TMR 312), affd. 304 N.Y. 909, 96 
USPQ 426. 

However, it has been noted that even a casual examination of the 
decisions will indicate that, aside from the broad and well-established 
principles, not only is precedent difficult to ascertain, but in many in- 
stances the decisions seem incompatible. Telechron, Inc., v. Telicon Corp., 
97 F.Supp. 131, 89 USPQ 107 (41 TMR 418), affd. 198 F.2d 903, 94 
USPQ 363 (42 TMR 832). Although this type of litigation has been said 
to present mixed questions of law and fact (Palmer v. Gulf Pub. Co., 79 
F.Supp. 731, 78 USPQ 349 (38 TMR 1101), Fawcett Publications v. Popu 
lar Mechanics Co., 80 F.2d 194, 27 USPQ 116) (25 TMR 579), the em- 
phasis, and rightfully so, we believe, seems to have been placed upon the 
fact pattern of each situation. Telechron, Inc., v. Telicon Corp., supra; 
see also, Hotel Syracuse v. Motel Syracuse, 309 N.Y. 831, 107 USPQ 362; 
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Eastern Constr. Co. v. Eastern Eng. Co., 246 N.Y. 459 (18 TMR 122 
Each case, whether dealing with unfair competition or trademark infringe- 
ment or both, must be decided on its facts, and “the reported cases are 
helpful to show the general principles to be applied in reaching a decision.” 
Palmer v. Gulf Pub. Co., supra, p. 737, 783 USPQ at 354 (38 TMR at 1107). 

We proceed, therefore, to these general principles and their application 
in this particular situation. 

The Lanham Act (U.S. Code, tit. 15, §§ 1051-1127) provides that: 
“A certificate of registration * * * shall be prima facie evidence of the 
validity of the registration, registrant’s ownership of the mark, and of 
registrant’s exclusive right to use the mark in commerce in connection 
with the goods or services specified in the certificate” (§ 1057, subd. |b} ). 
However, 
any greater rights than existed at common law without registration.’ 


“ “the mere registration of a trademark does not in itself confer 
* * * 


‘registration * * * confers only procedural advantages and does not enlarge 
the registrant’s substantive rights.’” Brown & Bigelow v. B B Pen Co., 
191 F.2d 939, 942, 91 USPQ 171, 173 (41 TMR 1066). Registration of a 
descriptive word does not prevent others from using the same word, or 
from registering a new mark which uses it, if the new mark has additional 
features, Pure Oil Co. v. The Pep Boys—Manny, Moe & Jack, 128 F.2d 34, 
53 USPQ 508. The test, as in unfair competition, is the likelihood of con- 
fusion, regardless of evidence of actual confusion. Famous Sea Food House 
v. Skouras, 272 App. Div. 258, 73 USPQ 493 (37 TMR 497) ; T. A. Vulcan 
v. Myers, 139 N.Y. 364, 367; Admiral Corp. v. Penco, Inc., 203 F.2d 517, 
520, 97 USPQ 24, 26 (43 TMR 616).' Therefore, if the resemblance is 
caleulated to produce confusion as to identity and consequent damage, 
equity will enjoin the simulation. American Foundries v. Robertson, 269 
U.S. 372; Eastern Constr. Co. v. Eastern Eng. Co., 246 N.Y. 459 (18 TMR 
122), supra. It is well established however, that not all similarity will be 
enjoined. The law does not justify interference on behalf of ignorant or 
careless persons. Corning Glass Works v. Corning Cut Glass Co., 197 N.Y. 
173; Buffalo Typewriter Exch. v. McGarl, 240 N.Y. 113 (15 TMR 361) ; 
Wholesale Serv. Supply Corp. v. Wholesale Bldg. Materials Corp., 304 
N.Y. 854, 97 USPQ 483 (43 TMR 928) ; Hotel Syracuse v. Motel Syracuse, 
supra. It must be assumed that the public will use reasonable intelligence 
and discrimination. Wholesale Serv. Supply Corp. v. Wholesale Bldg. 


Materials Corp., supra. “A court of equity should proceed in the exercise 


of its power with a wise and judicial discretion. In cases such as this it 
should be presumed that the public makes use of the senses of sight and 
hearing, and that it is possessed of a sufficient amount of intelligence to 





1. The Federal statute defines trademark infringement as the use of “Any * * * 
Olorable imitation of any registered mark in connection with * * * any goods or 
services on or in connection with which such use is likely to cause confusion or mistake 
or to deceive purchasers as to the source of origin of such goods or services’ (U.S. 


Code, tit. 15 § 1114, subd. [1]; emphasis supplied). 
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y. The court ought not to interfere 
with the freedom of conduct of trade and with general business competition 
Its power to restrain should be reserved to prevent fraud and imposture 
from some real resemblance in the name and appearance of the publica- 
tions.” Munro v. Tousey, 129 N.Y. 38, 43. 

In our opinion neither the name, sound nor appearance of respondent’s 
title or magazine is significantly similar so as to cause persons of average 
intelligence to be confused either as to their origin or identity. As the 
Appellate Division stated: “Even a cursory examination” reveals their 
distinction. “The similarities are only those inherent in the nature of the 
product”, and their duplication is not a proper subject of restraint. It is 
not all competition but only unfair competition, which equity should en- 
join. Fawcett Publications v. Popular Mechanics Co., 80 F.2d 194, 197, 
supra, 27 USPQ 116, 118-119 (25 TMR 579). Registration of MODERN Ro- 
MANCES affords appellant no additional privileges upon this record. 

Although the Lanham Act “put federal trademark law upon a new 
footing” (S. C. Johnson & Son v. Johnson, 175 F.2d 176, 178, 81 USPQ 
509, 511 (39 TMR 557), cert. denied 338 U.S. 860, 83 USPQ 543) the 
mere registration of descriptive or suggestive words would not automati- 
cally preclude their use by others when the evidence indicates a lack of 
secondary meaning. Unlike registration under the prior law, which limited 
validity to names which could meet the requirements of a technical trade- 
mark (i.e. an arbitrary or fanciful term having no meaning in relation 
to the goods in question), the Lanham Act now authorizes those common 
and generic terms which through continuous use have become identified 
with the origin of the goods. Brown & Bigelow v. Remembrance Adv. 
Products, 279 App. Div. 410, 92 USPQ 443 (42 TMR 312), affd. 304 N.Y 
909, 96 USPQ 426, supra. Although subdivision |e] of section 2 of the 
Lanham Act (U.S. Code, tit. 15, § 1052, subd. [e] ) provides that the Patent 
Office shall refuse registration of a mark which is “merely descriptive”, 
it further provides that nothing shall prevent the registration of a mark 
which has “become distinctive of the applicant’s goods” (U.S. Code, tit. 15, 
§ 1052, subd. [f]), or as it is commonly phrased—which has acquired a 
secondary meaning. 

Note, however, that while registration is prima facie evidence of va- 
lidity (U.S. Code, tit. 15, § 1057, subd. [b]), the mark is still open to 
objection, as descriptive, until the provisions (which concededly have not 
been complied with) of section 15 (U.S. Code tit. 15, § 1065; esp. subd. [2] ) 
have been met. Conde Nast Publications v. Vogue School of Fashion Mod- 
elling, 105 F.Supp. 325, 94 USPQ 101 (42 TMR 764). Moreover, even if 
they had been complied with it would not preclude an objection here since 
the marks are not identical. The protection of the incontestability clause 
of the Lanham Act must be with regard to the use by another of both 
terms, unless one, in and of itself, is naturally identified with the registrant. 
This would not apply to the word “modern” alone. Appellant’s magazine 


note the difference the senses convey 
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is “known and ealled for by its full name” Collegiate World Pub. Co. v. 
Du Pont Pub. Co., 14 F.2d 158, 160. The word “modern” would not in 
and of itself in view of the numerous publications employing it (see 
McGraw-Hill Pub. Co. v. American Aviation Assoc., 117 F.2d 293, 296, 
47 USPQ 494, 498 (31 TMR 150)) be distinctive of appellant alone. It 
certainly is not a coined term, and it is not used in a completely arbitrary 
manner. While possibly not wholly descriptive, it certainly is at least 
suggestive* of the contents. 

Although, as suggestive, it may still be a valid trademark, it does not 
here qualify since it has not become identified, in the minds of the public, 
with the origin of the goods. Telechron, Inc. v. Telicon Corp., 97 F.Supp. 
131, 89 USPQ 107 (41 TMR 418), supra. It is not without significance 
that there are 61 registered publications employing this term in their 
titles. No one seeking Dell’s MODERN ROMANCES, could reasonably be ex- 
pected to get it by requesting and calling it by the single word “modern”. 
“'Bloth words of the title are of equal dignity and importance and they 
always have been used together without distinguishing emphasis.” Fawcett 
Publications vy. Popular Mechanics Co., 80 F.2d 194, 198, 27 USPQ 116, 
120 (25 TMR 579), supra; publisher of POPULAR MECHANICS denied in- 
junction to restrain use of word “mechanics” in title MODERN MECHANICS. 

While “confessions” and “romances” convey much the same meaning 
“this is necessarily so because both are descriptive of the articles to which 
they are applied.” Collegiate World Pub. Co. v. Du Pont Pub. Co., supra, 
p. 160, title COLLEGE HUMOR and COLLEGE COMICS not sufficiently similar 
to warrant relief. Both their sound and appearance are certainly distinct 
and their use with the common word “modern” does not drastically alter 
that distinction. Moreover, the manner in which they are employed am- 
plifies the distinction. See Crowell Pub. Co. v. Italian Monthly Co., 28 
F.2d 613, 614; Time, Inc. v. Motor Publications, 131 F.Supp. 846, 850, 105 
USPQ 326, 329 (45 TMR 958), mod. 227 F.2d 954, 108 USPQ 4 (46 
TMR 301). 

In addition, the reading public of this class of magazine is more 
concerned with the intrinsic character of the magazines as exemplified by 
the “blurb” lines on their face (see Gotham Music Service v. Denton & 
Haskins Music Pub. Co., 259 N.Y. 86), than with the publisher. Pocket 
Books v. Meyers, 292 N.Y. 58, 63, 60 USPQ 469, 471 (32 TMR 120). In 
order to establish a trademark it must be shown that “the primary sigq- 








2. “Between the two extremes represented by the arbitrary or fanciful name, on 


the one hand which may be a trademark, and the word or phrase which is primarily 


* * * 


descriptive of the article ‘lies a middle ground wherein terms of mingled qualities 
are found. It cannot be said that they are primarily descriptive or that they are purely 
arbitrary or fanciful without any indication of the nature of the goods which they 
denominate. Such terms, indeed, shed some light upon the characteristics of the goods, 
but so applied they involve an element of incongruity, and in order to be understood as 
descriptive, they must be taken in a suggestive or figurative sense through an effort of 
the imagination on the part of the observer.’” (1 Nims, Unfair Competition and Trade 
marks [4th ed.], § 41, p. 168; emphasis supplied.) 








}~] 
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nificance of the term in the minds of the consuming public is not the 
product but the producer.” Kellogg Co. v. National Biscuit Co., 305 U.S. 
111, 118, 119, 39 USPQ 296, 299 (28 TMR 569), italics supplied; Brown 
& Bigelow v. Remembrance Adv. Products, 279 App. Div. 410, 413, 92 
USPQ 443, 444-445 (42 TMR 312), affd. 304 N.Y. 909, 96 USPQ 426, supra. 
Here if the public is interested in a Dell romance story, it will certainly 
have no difficulty in identifying the DELL symbol in the upper left-hand 
corner of the magazine cover. See Pocket Books v. Meyers, supra. 

The publishing field, as any other business, is within the ambit of 
judicial protection. Munro v. Tousey, 129 N.Y. 38, 41, supra. However, 
it is recognized that “the names of periodicals present problems not as 
common where other commercial goods or other intellectual property is 
concerned.” 2 Nims, Unfair Competition and Trademarks [4th ed.], § 279, 
p. 928. These names seldom are arbitrary or wholly fanciful and “{e]ven 
those that are technical, common law trademarks often are more or less 
suggestive.’ 2 Nims, Unfair Competition and Trademarks [4th ed.]}, § 279, 
p. 930. This problem is compounded, and secondary meaning is difficult 
to establish, because of the repetitious use of similar titles by competing 
publishers. For example, in the Collegiate World case (14 F.2d 158, 160, 
supra) in denying an injunction against the use of a similar descriptive 
title (i.e., COLLEGE HUMOR—COLLEGE COMICS) the court noted that: “Sim- 
ilarity in names of magazines dealing with the same subject is not unusual, 
but on the contrary is quite common, such as POPULAR SCIENCE, POPULAR 
MECHANICS ; OUTDOOR LIFE, OUTDOOR RECREATION ; FIELD AND STREAM, FOREST 
AND STREAM; BOY’S LIFE, BOY’S MAGAZINE; LADIES HOME JOURNAL, PEOPLE’S 
HOME JOURNAL; RADIO DOINGS, RADIO DIGEST, RADIO WORLD, RADIO AGE, RADIO 
PROGRESS, RADIO NEWS, RADIO BROADCAST; MOTOR, THE MOTOR, MOTOR TRANS- 
PORT, MOTOR RECORD, MOTOR WORLD, MOTOR AGE, MOTOR LIFE; etc.’ See, also, 
Warner Publication v. Popular Publications, 87 F.2d 913, 914, 32 USPQ 
523, 524 (27 TMR 125) (RANCH ROMANCES, RANGELAND ROMANCES) ; McGraw- 
Hill Pub. Co. v. American Aviation Assoc., 117 F.2d 293, 296, 47 USPQ 
494, 497-498 (31 TMR 150), supra; Palmer v. Gulf Pub. Co., 79 F.Supp 
731, 78 USPQ 349 (38 TMR 1101), supra. 

Appellant’s final claim that respondent deliberately imitated appel- 
lant’s mark is an inference deduced merely from testimony by respondent’s 
executives, that they were aware of the success and reputation of MODERN 
ROMANCES. Even if the allegation is accurate, it is nonetheless apparent 
that the final product is not so simulative of appellant’s magazine as to 
warrant relief by this court. 

Accordingly, the judgment should be affirmed, with costs. 

Chief Judge DESMOND and Judges DYE, FULD, FROESSEL, VAN VooRHISs, 
and Foster concur. 
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PREFORMED LINE PRODUCTS COMPANY v. THE FANNER 
MANUFACTURING COMPANY 


No. 33196—D. C., N. D. Ohio, E. Div. — January 6, 1960 
— 124 USPQ 288 


500.24—-COURTS—BASIS OF RELIEF—FALSE DESIGNATION OF ORIGIN 

Neither similarity in magazine advertising, nor use of similar catalogue num- 
bers or bird and animal names in general use in the industry, nor of color coding 
used to identify products in the field, including a color chart furnished customers, 
nor diversion of orders by dealers from plaintiff to defendant by supplying defen- 
dant’s products instead of plaintiff’s constitutes basis for a cause of action under 
15 U.S.C. 1125(a) for false designation of origin. 

600.3—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

Unregistered mark consisting of a circle with one wavy line and FINE FANNER 
above and SUPERFORMED below the line is not confusingly similar to a mark con- 
sisting of a circle enclosing P.L.P. with three wavy lines above it. 

500.24—COURTS—BASIS OF RELIEF—FALSE DESIGNATION OF ORIGIN 

Evidence fails to support alleged secondary meaning in PREFORMED. Defen- 
dant’s use thereof is in a descriptive sense and accordingly affords no basis for an 
action for false designation of origin. 

500.6—-COURTS—J URISDICTION 

The Lanham Act Section 44 (a) (h) (i) makes actionable a claim for unfair 
competition only if predicated upon false designation of origin by the means 
specified in the statute, false description and misrepresentations in relation to goods 
sold in interstate commerce, and the practices of unfair competition covered by 
international conventions. 

Statutory relationship requisite for federal jurisdiction of a claim of unfair 
competition under 28 U.S.C. 1338 (b) under the “single cause of action” concept 
of Hurn v. Oursler, 289 U.S. 238, does not exist where claim for unfair competition 
was wholly independent of a claim of infringement, the evidence supporting unfair 
competition being in no way related to that supporting the claim for patent 


infringement. 


Action by Preformed Line Products Company v. The Fanner Manu- 
y 


facturing Company for patent infringement and unfair competition in 
which defendant counterclaims for violation of antitrust laws. Complaint 


and counterclaim dismissed. 

Howard F. Burns, Richard F. Stevens, J. Richard Hamilton, and Baker, 
Hostetler & Patterson of Cleveland, Ohio and Patrick H. Hume, Henry 
L. Brinks, and Byron, Hume, Groen & Clement of Chicago, Illinois for 
plaintiff. 

J. D. Douglass, William C. McCoy, William C. McCoy, Jr., David Gaskill, 
Timothy F. McMahon, McCoy, Greene & TeGrotenhuis, and Thompson, 
Hine & Flory, of Cleveland, Ohio, for defendant. 


McNamMEE, District Judge. 
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UNFAIR COMPETITION 


In support of its claim of unfair competition, plaintiff relies upon 
evidence tending to show defendant competed unfairly in the several cate- 
gories of business activity classified by plaintiff as follows: (a) magazine 
advertising; (b) catalogs; (¢ eataloe numbers; (d) filling orders from 
plaintiff’s catalogs; (e) color coding: (f) exploiting plaintiff’s trademarks 
and trade name; (g) defendant’s relationship (alleged conspiracy ) with 
Line Material Company; (h) specific instances of palming off and con- 
fusion. 

In addition to defending on the merits, defendant challenges the 
jurisdiction of this Court ot the claim of unfair competition on the ground 
that no diversity of citizenship exists. The jurisdictional question was 
raised by defendant for the first time in its brief filed after trial. De- 
fendant asserts that under Section 1338(b) T. 28, this Court has no juris- 
diction of the claim of unfair competition. Plaintiff’s position is that 
Section 1338(b) as applied to the facts vests jurisdiction in this Court of 
such claim and that the Court has jurisdiction of such claim under 
Section 1125(a), T. 15 (the Lanham Act) as well. The latter contention 
will be considered first. 

In urging that Section 1125(a) T. 15, affords a remedy for its elaim 
of unfair competition, plaintifi relies upon the coneurring opinion of Judge 
Clark in Maternally Yours v. Your Maternity Shop, 234 F.2d 538, 110 
USPQ 462 (46 TMR 1909), (2nd Cir.), and L’Aiglon Apparel, Inc. V. 
Lana Lobell, Inc., 214 F.2d 649, 102 USPQ 94 (3rd Cir.). In L’Azglon 
the complaint alleged that plaintiff created and alone sold to the retail 
trade throughout the country a distinctively styled dress and advertised 
the same extensively. In its advertising plaintiff published pictures of the 
dress and its price—$17.95. It was further alleged that defendant offered 
for sale in interstate commerce a dress “much inferior in quality and 
notably different in appearance from plaintiff’s” ; that defendant published 
in a magazine of national circulation a display advertisement designed to 
promote the sale of its dress, $6.95, “but showing as the most prominent 
feature of the advertisement an actual photographie reproduction of plain- 
tiff’s dress, thus fraudulently represented as the article defendant was 
selling for $6.95.” Plaintiff claimed that such misrepresentation caused 
diversion of trade to defendant. The District Court held that no cause 
of action was stated under § 1125(a). Reversing that decision, Judge 
Hastie, speaking for the Court of Appeals, held that the above claim 
constituted a cause or action for unfair competition under § 1125(a) of 
which the District Court had jurisdiction. See § 1121, T. 15. Judge Hastie 
found no ambiguity in the statute and held that Congress had defined a 
statutory civil wrong of false description of goods in commerce. Such 
determination was sufficient for the purpose of deciding the L’Aiglon case. 
However, the statute also defines the civil wrong of a false designation 
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of origin by the means described therein. Section 1125(a) in relevant 
part appears in the margin.” The question here presented is whether the 
evidentiary facts relevant to the issue of unfair competition in the ease 
at bar bring such claim within the ambit of § 1125(a). A determination 
of that question requires an examination of the various grounds of unfair 


competition asserted by plaintiff. Such examination discloses the following: 


(a) The defendant’s magazine advertising was similar in some re- 
spects to that of plaintiff, and until 1955 it was characterized by the 
dominant use of the same shade of red. In that year, however, plaintiff 
changed the color in its advertising to a “blue motif” and is hardly in a 
position to complain of defendant’s continued use of red as the dominant 
color in its advertisements. It is not shown that defendant’s advertise- 
ments contained any false designation of origin or any false description. 
Plaintiff and defendant were selling helical devices that were substantially 
identical and the descriptions thereof which were necessarily similar to 
those of plaintiff’s devices were true and correct. The evidence discloses 
no instance of customer confusion resulting from defendant’s advertise- 
ments nor does the likelihood of such confusion appear. The evidence 
shows only that one of plaintiff's representatives thought “there was a 
chance” of confusion and it was upon his assumption that plaintiff changed 


the dominant color of its advertisements to blue. 


GROUNDS (B), (C), (D), (G) AND (H) 


The catalog numbers used by defendant to describe the various armor 
rods and reinforcements are the same as those of plaintiff. The bird and 
animal names which appear with the numbers were not originated by 
plaintiff, but had been in general use in the industry for many years. 
Defendant’s use of such numbers does not constitute false designation of 
origin nor was such use a false or misleading description of the articles 
defendant offered for sale. Defendant’s catalog numbers as such caused 
no confusion. The evidence tends to show that the diversion of trade to 
defendant was caused by Line Material Company in filling orders of its 
customers who had specified armor rods as described in plaintiff’s catalogs, 
with armor rods which Line Material Company procured from defendant. 
Although there was no similarity in the catalog numbers of plaintiff and 
defendant in relation to dead ends, orders for such devices were diverted 
to defendant presumably under the same circumstances as those relating 
to armor rods. It does not appear that the orders received by Fanner 


2. UBGA., Titte 15, $1125. “(4 ny person who all apply, or annex, 
or use in connection with any goods or services, any container or containers for goods, 
a false designation of origin, or any false description or rep ntation. inelu words 
or other symbols tending falsely to describe or repre he same, and shall cause such 


soods or services to enter into commerce * * shal o a civil action * * * by 


any person who believes that he is or is y to be damage y the » of any such 
false description or representation.” 
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from the Georgia Light & Power Company resulted from any false desig- 
nation of origin or false description. The evidence is clear that a short 
time before these orders were filled, the Purchasing Agent of Georgia Light 
& Power Company had been advised in writing by J. C. Little of Fanner 
that there was no connection between Fanner and Preformed Line Prod- 
ucts Company. The evidence relative to the diversion of an order of 
The Eastern Oregon Electric Co-operative Company reveals no misrep- 
resentation or false designation of origin by defendant. 

Whether these instances of diversions of trade were the result of a 
conspiracy between Fanner and Line Material Company or other dealers 
is not within the scope of this discussion. The inquiry here is directed to 
the question whether Fanner committed any of the acts forbidden by Sec. 
1125(a). I am unable to find a single instance of a violation of the statute 
in connection with the matters above discussed. 


(e) Color coding is used to identify products in the field to assure 
their use on the cables for which they were intended. It has no significance 
in relation to the source of the product. Furthermore, the color chart 
which defendant furnished its customers is described as “Handy color card 
for Fine Fanner Superformed Products.” Manifestly this constitutes no 
false description. 


(f) Plaintiff has no registered trademarks. Its design mark is a 
circle surmounted by three wavy lines. In the circle appear the letters 
P.L.P. Defendant’s design mark is a circle surmounted by one wavy line. 
Above the line appears the words FINE FANNER and below it the word 
SUPERFORMED. The lack of similarity between these marks is at once ap- 
parent. Plaintiff claims that the word “preformed” has acquired a sec- 
ondary meaning and that its use by defendant is an invasion of plaintiff’s 
right to the exclusive use of that term. The word “preformed” is descrip- 
tive. It is defined as “formed beforehand.” (Webster’s New International 
Dictionary.) Plaintiff makes no claim that it is the originator of the pre- 
formation of commercial or industrial products generally. Defendant used 
the word “preformed” in its invoices to The American Steel & Wire Com- 
pany long before Preformed Line Products Company was incorporated. 
The defendant and the Indiana Steel & Wire Company as licensees under 
two of plaintiff's patents use the word in a descriptive sense, as they 
necessarily must, to fairly and adequately describe the licensed products. 
The term is regarded by the Sales Manager of plaintiff as descriptive. In 
a letter to one of plaintiff's agents, the Sales Manager said: “I suppose 
that the term preformed armor rods may be used to describe the type 
of armor rods, not the manufacturer, and since Fanner are licensed under 
some of our patents applying to preformed armor rods they may use this 
designation in that sense.” As shown in the above quoted statement, plaintiff 
itself recognized that defendant could not describe the unique feature of 
its products otherwise than by the use of the term “preformed.” In all of 
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its sales literature, defendant uses the trade name SUPERFORMED, promi- 
nently displayed in connection with the name FANNER. The evidence does 
not disclose that the word PREFORMED acquired a secondary meaning, 
and there is no evidence tending to show that defendant used any false 
designation of origin or any false description or representation. All of 
the statements and representations in defendant’s sales literature are lit- 
erally true. It should be added that since August 1955 defendant’s prod- 
ucts when shipped in bundles or sets are clearly identified as to origin 
by tickets, tags or identifying tapes. Gummed labels were used for ap- 
proximately 6 months prior to the above time and the back side of de- 
fendant’s shipping boxes are stencilled to identify the goods therein as 
defendant’s. 

Upon a careful examination of the record I am unable to find any 
violation of Section 1125(a) in the case at bar. 

The complaint in L’Aiglon v. Lana Lobell, supra, also alleged a cause 
of action under Section 44(a) (h) (i) of the Lanham Act (Sec. 1126, T. 15). 
The District Court held that Sec. 1126 was inapplicable. Affirming the 
District Court on this issue, the Court of Appeals noted the division be- 
tween the Second Circuit, American Automobile Assn. v. Spiegel, 205 F.2d 
771, 98 USPQ 1 (438 TMR 1071), and the Ninth Circuit, Stauffer v. Exley, 
184 F.2d 962, 87 USPQ 40, Pagliero v. Wallace China Co., 198 F.2d 339, 
95 USPQ 45 (40 TMR 960), on the question whether Sec. 1126 created 
a federal law of unfair competition to the full extent of Congressional 
power to regulate commerce. As stated by Judge Hastie, 102 USPQ at 
97-99, the Ninth Circuit cases held that Section 1126 created a federal law 
of unfair competition with remedies available between United States cit- 
izens wherever there was present the requisite involvement of interstate 
commerce, whereas the Second Cireuit in Spiegel, speaking through 
Learned Hand, declared that Sec. 1126: “* * * does not aim to create 
a federal law of unfair competition available to United States citizens 
one against the other nor does it grant the federal courts any new au- 
thority to hear such controversies between citizens.” 

After examining the reasons supporting these divergent views and the 
history of the Lanham Act, Judge Hastie adopted the view of the Second 
Cireuit, and held: 


“1. Congress, by its discussion and rejection of the broad pro- 
vision of H.R. 4744 of the 76th Congress declaring all acts of unfair 
competition to be unlawful, revealed an unwillingness to give federal 
courts jurisdiction of unfair competition claims to the full extent of 
its power to regulate commerce.” 


Judge Hastie concluded his discussion with the following observations, 
which are peculiarly pertinent here: 


“Tn addition, we think it is proper in construing the Lanham Act 
to give weight, as the court below did, to the fact that Section 1338(b) 
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of Title 28 of the United States Code as adopted some two years after 
the Lanham Act gives the district courts jurisdiction of ‘any civil 
action asserting a claim of unfair competition when joined with a sub- 
stantial and related claim under the copyright, patent or trademark 
laws.’ This seems to be a legislative codification of the rule of Hurn 
v. Oursler, supra. But there was no need for such a limited decla- 
ration of jurisdiction over unfair competition if the Lanham Act 
had covered this situation with countless others in a much broader 
grant of jurisdiction over all unfair competition in commerce. Thus 
Section 1338(b) strengthens the inference that the Lanham Act was 
not intended to bring all unfair competition in commerce within fed- 
eral jurisdiction.” (Emphasis supplied. ) 


The sound analysis and cogent reasoning in both the Spiegel and 
L’Aiglon cases compel the acceptance of the views therein expressed that 
the Lanham Act does not cover all claims of unfair competition. Under 
that Act, as construed by the Second and Third Circuits, three claims of 
unfair competition are made actionable: (1) those predicated upon false 
designation of origin by the means described in the statute (2) false de- 
scriptions and misrepresentations in relation to goods sold in interstate 
commerce; and (3) practices of unfair competition covered by interna- 
tional conventions as to which citizens of the United States are granted 
rights reciprocal with those granted to aliens and others domiciled or 
doing business in foreign countries. 

The evidence in the case at bar does not show an actionable claim of 
unfair competition under the Lanham Act. 


DOES THE CouRT HAVE JURISDICTION OF THE UNFAIR COMPETITION CLAIM 
UNDER SEc. 1138(B) ? 


Section 1338(b), enacted in 1948, provides: 


“(b) The district courts shall have jurisdiction of any civil action 
asserting a claim of unfair competition when joined with a substantial 
and related claim under the copyright, patent or trademark laws.” 
(See Reviser’s Note.) 


Defendant concedes that a substantial claim under the patent laws 
has been presented. The precise issue to be determined therefore is whether 
such claim is related to the claim of unfair competition. 

In cases where the question has arisen, the courts have looked to 
Hurn v. Oursler, 289 U.S. 238, 17 USPQ 195 (23 TMR 267), for guidance 
in construing the statute. In Hurn, the Supreme Court defined the bound- 
aries of federal jurisdiction of a non-federal claim when joined with a 
federal claim of substance. Speaking for the Court, Mr. Justice Sutherland, 
after reviewing a number of earlier Supreme Court decisions in which the 
governing rule was declared broadly, said, 17 USPQ at 198: 


“But the rule does not go so far as to permit a federal court to 
assume jurisdiction of a separate and distinct non-federal cause of 
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action because it is joined in the same complaint with a federal cause 
of action. The distinction to be observed is between a case where 
two distinct grounds in support of a single cause of action are alleged, 
one only of which presents a federal question, and a case where two 
separate and distinct causes of action are alleged, one only of which 
is federal in character. In the former, where the federal question 
averred is not plainly wanting in substance, the federal court, even 
though the federal ground be not established, may nevertheless retain 
and dispose of the case upon the non-federal ground; in the latter 
it may not do so upon the non-federal cause of action.” 


In Hurn the bill alleged infringement of a copyright play. Joined 
with such claim and based upon the same facts was a claim of unfair 
competition. The trial court found adversely to the petitioner on the issue 
of infringement and dismissed the claim of unfair competition for want 
of jurisdiction. The Supreme Court held that the dismissal of such claim 
for want of jurisdiction was error; that the unfair competition claim rested 
upon the same facts as that of infringement and ought to have been dis- 
missed on the merits. During the pendency of the action the bill was 
amended to include a claim of unfair competition in relation to a non- 
copyrighted version of the play. The Supreme Court held that the Dis- 
trict Court’s dismissal of such claim on the jurisdictional ground was 
correct—‘“since that claim did not rest upon any federal ground and was 


wholly independent of the claim of copyright infringement.” 


In Armstrong v. Nu-Enamel, 305 U.S. 315, 39 USPQ 402 (29 TMR 3), 
the court restated the Hurn doctrine, holding that a federal court acquiring 
jurisdiction of an action for infringement of a registered trademark re- 
tains jurisdiction to determine on “substantially the same facts” the issue 
of unfair competition even though the plaintiff fails on the issue of infringe- 
ment. 

Most of the cases in which the question has arisen hold that Section 
1338(b) is a codification of Hurn v. Oursler, and apply the “single cause 
of action” test there announced as well as the test of “substantially the 
same facts” to determine whether federal jurisdiction of a non-federal 
claim of unfair competition exists. As noted by District Judge Steel in 
American Securit Co. v. Shatterproof Glass Corp., 166 F.Supp. 813, 824, 
119 USPQ 49, 51-52, Note 5: 


“The Second Circuit has wrestled long and agonizingly with the 
jurisdictional relationship problem when unfair competition claims 
have been joined with patent, trademark and copyright claims in non- 
diversity cases.” (Citing numerous cases. ) 


The Court of Appeals of the Second Cireuit has for the most part 
interpreted the Hurn doctrine strictly. However, in the recent case of 
Maternally Yours v. Maternity Shop, Inc., supra, the Second Circuit broad- 
ened somewhat its construction of the doctrine. In that case the claim 
was infringement of a registered trademark to which was joined a claim 
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of unfair competition which originated prior to the time of registration 
and which was based upon infringement of plaintiff’s mark during the pre- 
registration period. In rejecting the defendant’s contention that the accrual 
of the unfair competition claim prior to the registration of the mark was 
fatal to the court’s jurisdiction of such claim, the court said that the pur- 
pose of Section 1338(b) to avoid piecemeal litigation “would be frustrated 
were we to accept defendant’s construction that the two claims must have 
exact chronological correspondence and identity.” That the Court con- 
sidered its enlarged jurisdiction to be within the rule laid down in Hurn 
is evidenced by its statement that: “the doctrine of Hurn v. Oursler * * * 
was included in the 1948 Judicial Code as U.S.C.A. Section 1338(b).” 
The Court was also careful to note: “The close relationship of the two 
claims is demonstrated by the considerable overlap in their factual basis 
and by the additional fact that nearly all of the evidence * * * other than 
that concerned with plaintiff’s application and registration of the trade- 
mark was relevant to both claims.” In effect, the Court held that the 
infringement of the trademark before its registration and infringement 
of the trademark thereafter constituted two distinct grounds of a single 
cause of action. 

In French Renovating Co. v. Ray Renovating Co., 170 F.2d 945, 80 
USPQ 61, 63 (6th Cir.), the question raised was whether the District 
Court had jurisdiction of non-federal claims for breach of contract and 
breach of trust joined with claims for patent and copyright infringement. 
In deciding against jurisdiction, the court said: 


“Before the District Court in such a case may accept jurisdiction 
of such non-federal causes of action, it must appear that both federal 
and non-federal causes rest upon substantially identical facts. Hurn v. 
Oursler, supra, 289 U.S. at page 246, 53 S. Ct. at pages 589, 590, 77 
L. Ed. 1148, 17 USPQ at 198 (23 TMR 267).” 


Although Section 1338(b) was not applicable in the last cited case, 
in view of the inclusion in the statute of the doctrine of Hurn v. Oursler, 
the Sixth Cirecuit’s strict construction of the Hurn case is not without 
significance. 

Defendant relies upon Hook v. Hook & Ackerman, 233 F.2d 180, 109 
USPQ 266, 269 (46 TMR 822) (3rd Cir.), which was a suit for declara- 
tory judgment that plaintiff’s boiler did not infringe defendant’s patent. 
Defendant counterclaimed, alleging infringement and unfair competition. 
The unfair competition claim was based upon plaintiff’s use of a confusingly 
similar casing for its boiler and a similar name. Affirming the District 
Court’s dismissal of the unfair competition claim for want of jurisdiction, 
the Court of Appeals said: 

“The source of the stated unfair competition was completely sepa- 


rable from the patent case and no so-called ‘logical relationship’ as the 
appellant now seems to rely on in its reply brief can be forced on 
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them simply because the one boiler appears in both. The complaint 
sought decision of a single right, that is whether appellees’ boiler 
infringed appellant’s patent. The unfair competition claim rests not 
on that but on two elements which were not even present in the main 
litigation, namely, confusion of outward appearance and of name. 
The district court was justified in refusing to pass upon the merits 
of the counterclaim and in dismissing it for lack of jurisdiction.” 


Plaintiff relies on Bullock v. Sears Roebuck Co., 239 F.2d 170, 111 
USPQ 451, which also involved claims of patent infringement and unfair 
competition and in which it was held that the District Court had juris- 
diction of the claim of unfair competition. In my opinion, the reasoning 
of Bullock is less persuasive than that of Hook v. Hook & Ackerman, supra. 
In Bullock the Court of Appeals reversed the District Court in a single 
paragraph per curiam opinion, holding in the second sentence thereof that 
“the complaint alleges sufficient inter-relation between the two claims to 
establish federal jurisdiction under 28 U.S.C.A. § 1338(b) as interpreted 
in Maternally Yours v. Your Maternity Shop, 234 F.2d 538, 110 USPQ 
462 (46 TMR 1509).” 

In its brief opinion the Second Cireuit made no reference to the rea- 
soning of the District Court or to the similar factual situation in Hook 
v. Hook & Ackerman, supra, but rested its reversal of the District Court 
solely upon the authority of Maternally Yours v. Your Maternity Shop, 
Inc., which involved infringement of a trademark which itself is a form 
of unfair competition. It has been suggested that an interpretation of 
See. 1338(b) that enlarges jurisdiction beyond that allowed under the 
liberal view of Hurn as construed in Maternally Yours v. Your Maternity 
Shop may not be possible because of constitutional complications. 70 
Harv. L. Rev. 1496 et seq. Plaintiff also relies upon American Securit 
Co. v. Shatterproof Glass Corp., 166 F.Supp. 813, 119 USPQ 49, supra. 
In that case Counts I to IV of the complaint alleged infringement of 
patents. The unfair competition counts V and VI charged that plaintiff 
was fraudulently induced “to forego asserting against defendants its rights 
as a patent owner because of defendant’s fraud and deception.” The 
Court held that an intimate and interlocking relationship between Counts 
I to IV and Counts V and VI is therefore manifest. The Court also held 
that both claims comprised but a single cause of action. Like the in- 
fringement counts, the unfair competition counts in the Securit case 
alleged a wrongful invasion of plaintiff’s rights under the patent and, 
as the Court said: 


“Since at bar the patent infringement is an integral part of the 
unfair competition counts the proof required to substantiate all counts 
must in large measure overlap.” 


Thus in the cases relied on by plaintiff, the courts found the requisite 
statutory “relationship” in the single cause of action concept of Hurn v. 
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Oursler, where there was a direct and logical relation between the claims 
of unfair competition and patent infringement evidenced by a “con- 
siderable” overlapping of the proof on both claims. But no case has been 
cited or found that holds such relationship exists where the claim of unfair 
competition was wholly independent of a claim of infringement. The 
latter situation is exemplified here. The evidence supporting plaintiff’s 
various grounds of unfair competition is in no way related to the claim 
of patent infringement. The two claims do not rest upon “substantially 
the same facts” and there is little, if any, overlapping of proof relevant 
to both claims. The asserted wrong in the patent infringement claim is 
defendant’s invasion of plaintiff’s lawful monopoly and its right to ex- 
clude others from making, using or selling the patented devices. The 
essence of the wrong in the unfair competition claim is confusion of goods 
and the sale of defendant’s goods for those of the plaintiff. See Howe 
Scale Co. v. Wyckoff et al., 198 U.S. 118, 140. These are separate and 
distinet federal and non-federal causes of action, each requiring different 
evidentiary facts to sustain the charge. All the grounds upon which plain- 
tiff’s claim of unfair competition is based are separate and distinct from 
the claims of patent infringement. 

Accordingly, I hold that this Court does not have jurisdiction under 
Section 1338(b) of the non-federal cause of action of unfair competition. 
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BELLBROOK DAIRIES, INC. (EDLO, INC., assignee, substituted) v. 
BOWMAN DAIRY COMPANY 


Appl. No. 6458 — CCPA — January 6, 1960— 124 USPQ 316 


300.31—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
IN GENERAL 
STA-SLIM (Registrant) for skim fluid milk. 
SLIM (Cancellation Petitioner) for vitamin enriched fluid non-fat milk. 
Failure to register does not affect the right to petition for cancellation. 
300.32—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION 
PARTIES 
Licensor of unregistered mark may maintain an opposition. Cancellation pro- 
ceedings against a supplemental registration do not involve more stringent procedure 
than opposition to a mark on the Principal Register. 
33e—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
PLEADING AND PRACTICE—DEFENSES 
Third party registrations for different merchandise are of no material signifi- 
cance as a defense to a cancellation proceeding. 
Lapse of time between registration in 1953 and the cancellation petition is not 
unreasonable. 
300.31—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
IN GENERAL 
Plaintiff’s licensees operate in the vicinity of the defendant. If the marks are 
confusingly similar, the plaintiff would be damaged. A registration imposes no 
geographical limitation. 
100.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
SLIM is the dominant portion of STA-SLIM. The marks being used for similar 
goods are likely to create confusion in trade. 
Dismissal of cancellation petition reversed. 


Cancellation proceeding No. 6,301 by Bellbrook Dairies, Inc. (Edlo, 
Inc., assignee, substituted) v. Bowman Dairy Company, Registration No. 
571,832 issued March 10, 1953. Petitioner appeals from decision of Com- 
missioner of Patents denying petition. Reversed. 

Case below reported at 48 TMR 49. 


Charles R. Allen, Jr., of Washington, D.C. (William G. MacKay, of San 
Francisco, California, of counsel) for appellant. 
Horace Dawson, of Chicago, Illinois, for appellee. 


3efore WorLEy, Chief Judge, and RicH, MarTIN, SMITH, and JOHNSON 
(retired), Associate Judges. 


MARTIN, Judge. 

This appeal is from a decision of the Commissioner of Patents, acting 
through the Assistant Commissioner, reversing the decision of the Ex- 
aminer of Interferences granting the petition for cancellation from the 
Supplemental Register of sTa-stim for skim fluid milk,’ the petition being 
filed by Bellbrook Dairies, Inc. (Edlo, Inc., assignee, substituted), ap- 
pellant here. 








1. Registration No. 571,832, registered March 10, 1953. 
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Appellant seeks cancellation pursuant to Section 24 of the Lanham 
Act, and predicates his right to secure cancellation upon his prior use’ 
of stim for vitamin enriched fluid non-fat milk. 

The uncontroverted evidence shows that as early as July 14 or 15, 
1949, the word sLIm was affixed by appellant to cartons containing a vita- 
min enriched non-fat fluid milk. At least until the institution of the 
proceedings in which this appeal was taken, appellant has continued to 
use SLIM in conjunction with the sale of the same milk product. 

At first operations were confined to the San Francisco area, the orig- 
inal place of business of Bellbrook. Within six months, stim and the 
product it represented began to receive substantial publicity in news- 
papers and trade journals resulting in numerous inquiries from all over 
the United States as well as several foreign countries. Shortly thereafter, 
Bellbrook began to engage in an advertising and promotional campaign 
designed to inaugurate a franchising program for SLIM, which resulted 
in Bellbrook accumulating a large number of licensees throughout the 
United States who are packaging and selling SLIM. 

Appellant has spent large sums on advertising and in the prepara- 
tion of booklets, bottle hangers, and other promotional aids for the use 
of dairies subscribing to its program. Part of the royalties which Bell- 
brook receives is used for advertising in the areas wherein the licensees sell. 

Bellbrook, via license agreements which are now standard for all 
licensees, requires its franchise holders to submit samples of the product 
which the licensees themselves produce in accordance with specifications 
given them as part of the franchise agreement, once each month. Upon 
receiving these samples, Bellbrook has them analyzed by a dairy products 
laboratory to see if they conform to the formula. If the products vary 
from the specifications, the producers are warned, and according to the 
testimony of appellant’s vice-president, compliance has always followed any 
such warning. Only very occasionally, but not on a systematic basis, 
“spot” checks are made of the licensees’ production of SLIM. 

The first use alleged by appellee for sTa-sLim is February 8, 1951. 
Appellee sells in the “Metropolitan Chicago” area and has sold almost 
17 million quarts under this mark since 1951. Substantial sums have been 
spent in advertising. 

Appellant’s only witness, its vice president, knew of no instance of 
actual confusion, and there is no evidence which would tend to show such 
eonfusion. Neither is there evidence that the sales areas of the parties, 
including any licensees, actually overlap. 





2. The record and briefs show, and appellee does not dispute, that appellant was 
clearly the prior user. 





Cor’ mworprf4 ~« 
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The Assistant Commissioner, relying in part upon her decision in 
Bellbrook Dairies, Inc. vy. Hawthorn-Mellody Farms Dairy, Inc., 110 USPQ 
372 (46 TMR 1311), rev'd 45 CCPA 842, 253 F.2d 431, 117 USPQ 213 
(48 TMR 995),° (hereinafter referred to as the vITA-SLIM case) found, 
114 USPQ 450, 451, that the circumstances surrounding the use of SLIM 
by Bellbrook and its franchisees “has probably led the purchasing public 
to think of sLIm as a skim milk product put on the market by a dairy in 
their area, rather than as a trademark identifying the skim milk of * * * 
[appellant] and distinguishing it from the skim milk of others.” She 
found nothing in the record to suggest that appellant exercises “control 
over the nature and quality of the product sold by” the licensees. Because 
SLIM is “highly suggestive” and because of the manner of its use, the 
Assistant Commissioner felt that the record contained nothing to support 
the finding requisite to securing cancellation under section 24. 

It is the avowed position of appellant, speaking through its vice- 
president, that any use of sLIM as part of the name of a dairy product 
infringes its rights. Whenever such a use is discovered, its practice is to 
so inform that user. Although admitting that stim may be highly sug- 
gestive, appellant nevertheless contends that it has trademark rights in 
it, and that STA-SLIM is not entitled to registration because it is confusingly 
similar to SLIM. Bellbrook also alleges that this court’s decision in the 
VITA-SLIM case is controlling the factual situation therein purportedly 
exactly paralleling that of the case at bar. 

Appellee’s position is that the last mentioned decision is not con- 
trolling for several reasons, those being that it involved an opposition 
and not a cancellation proceeding, that there is new evidence, especially 
third party registrations, that sTA-SLIM is a descriptive slogan, and that 
the marks are different. Appellee also asserts sLim to be merely descriptive, 
i.e., it is no more than saying “non-fattening.” Finally, appellee contends 
that the fourteen-month wait from the time of issuance of the registration 
until the time the petition to cancel was filed was unconscionably long. 

We do not agree with appellee’s contention that the decision of this 
court in the VITA-SLIM case is not controlling here. Appellee’s attempt to 


distinguish the case is not persuasive as will become apparent from the 
discussion which follows. 

First, there is no question that the mere failure of appellant to 
register SLIM in the United States Patent Office does not militate against 
its right to petition for cancellation of sTa-stim. 15 U.S.C. 1092. It should 
be remembered in this connection that sLim was unregistered and yet its 





5 


3. That case was an opposition brought by the present appellant, said opposition 
to the registration on the Principal Register of viTa-sLIm for fluid milk being predi 
cated upon opposer’s allegation of confusing similarity with its own SLIM, the same 
product involved in the instant appeal. This court, in reversing the Assistant Commis 
sioner, found viTa to be descriptive and that stim formed the dominant part of vITA 
stim. It was held that concurrent use of SLIM and VITA-SLIM on identical goods would 
be likely to result in confusion in the trade. 
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user prevailed in the viTA-sLIm ease. It should also be noted that the 
right of appellant to prosecute this action does not depend upon the 
exclusive ownership of a trademark. California Piece Dye Works v. Cali- 
fornia Hand Prints, Inc., 34 CCPA 907, 159 F.2d 871, 72 USPQ 505 (37 
TMR 164). 

Also, this court has held that a licensor of an unregistered mark may 
successfully maintain opposition proceedings. In Wilson v. Delaunay, 44 
CCPA 1019, 245 F.2d 877, 114 USPQ 339, 341 (47 TMR 1526, 1528), this 
court said : 

It is to be noted moreover that, although the exact terms of the 
agreements between appellee and his licensees are not shown by the 
record, it is clear that such licensees accounted to appellee and paid 
him royalties for the use of the mark zomBiEs. Evidently, therefore, 
appellee was regarded as the owner of the mark whether or not he 
controlled the exact manner in which it was used or the composition 
of the products to which it was applied. 


Second, the mere fact that this is a cancellation proceeding, whereas 
the VITA-SLIM case involved an opposition, is not significant. Appellant 
had no opportunity to oppose the registration of STA-sLIM on the Sup- 
plemental Register but under the Lanham Act was limited to attacking 
it by a petition to cancel. We find nothing in the statute which indicates 
that it contemplates a more stringent procedure under these circumstances 
than when an opposition to registration on the Principal Register is 
instituted. 

Next, appellee contends that the evidence introduced in this case and 
not found in the previous one distinguishes them. It refers especially to 
evidence of third party registrations. The only one using sLImM which ap- 
plies to milk is viTA-SLIM which was held unregisterable in the vITA-sLIM 
ease. Since the other third party registrations are applied to different 
products than those involved in the case at bar they are of no material 
significance. 

Further, appellee asserts that the length of time which transpired 
between the registration and the filing of this action provides the distin- 
guishing factor. We do not believe that the lapsed time was unreasonable, 
and appellee cites no cases to substantiate its contention. 

Coming now to the marks themselves, it would serve no purpose to 
analyse again appellant’s mark suiim for this court has already done so 
in the VITA-SLIM ease in stating, 117 USPQ at 214 (48 TMR at 997): 

While the word sum is suggestive of the intended effect of skim 
milk on the purchaser, as indicated by the fact that both parties have 
used it in association with the notation “‘non-fattening,” it would not 
be thought of as relating to the physical properties of the milk itself, 
and hence is not descriptive in the same sense as VITA. (Italics ours.) 


There is other evidence in this case which fortifies appellant’s contention 
that its product, skim milk which has been enriched with non-fat milk 
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solids and vitamins A and D, is known by the trademark sLim and as the 
product of Bellbrook. That trademark has been used by appellant to 
identify its product in the San Francisco area since 1949 and by its nu- 
merous licensees in many states for some time. Further, appellant has 
registered SLIM for this product in twenty-seven states. It exerts control 
over its licensees by contracts having various restrictive provisions in- 
eluding the requirement that each franchise holder submit samples of his 
product to it monthly for analysis. 

As a prerequisite to the prosecution of this action, section 24 requires 
that the petitioner believes “that he is or will be damaged by the regis- 
tration of a mark on this register * * *.” This matter was considered 
by this court in the VITA-SLIM case and we agree with its holding in this 
connection wherein it was said, 17 USPQ at 215 (48 TMR at 997), “Likeli- 
hood of confusion affords sufficient evidence of probable damage, even 
though the opposer may not have used its mark as a technical trademark. 
George H. Ruth Candy Co. v. The Curtiss Candy Co., 18 CCPA 1471, 49 
F.2d 1033, 9 USPQ 452 (21 TMR 319) ; Virginia Dare Extract Co., Inc. v. 
Adah Mae Dare, 21 CCPA 1086, 70 F.2d 118, 21 USPQ 334 (24 TMR 170), 
and cases there cited.” 

It appears that several of appellant’s licensees operate in the vicinity 
of the place of business of appellee. There being no regional limitation 
upon the registration of appellee, it could expand its operations to cover 
many of the areas now being exploited by the licensees including appel- 
lant’s own area of operation. Hence, if the marks are confusingly similar, 
it is probable that appellant would be damaged by the registration of 
STA-SLIM. 

Therefore, the next question which we must resolve is whether sLImM 
and STA-SLIM are so similar as to be likely to create confusion. As has been 
stated, this court in the VITA-SLIM case found sLIM and vITA-SLIM to be so. 
It based its opinion on its finding that “stim forms the dominant part 
of appellee’s mark VITA-SLIM, and the concurrent use of those two marks 
on identical goods would be likely to lead to confusion in trade.” Since 
here the goods are substantially identical and stim is the dominant part 
of STA-SLIM, we arrive at the same conclusion, that is, the marks here 
would be likely to create confusion in the trade. Merely because viTa 
was held to be more or less descriptive of the product because it contained 
vitamins, and here sTA in conjunction with sLi™ is suggestive of the result 
the registrant hopes to lead others to believe will be obtained by using 
the product, we see nothing in such a distinction which would make us 
alter our conclusion. 

For the above reasons we are of the opinion that the petition for 
cancellation should have been sustained, and, accordingly, the decision of 
the Assistant Commissioner is reversed. 

JOHNSON, Judge, did not participate in decision. 
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VITA-VAR CORPORATION v. GALVICON CORPORATION 
Appl. No. 6591 — CCPA—December 22, 1960 — 128 USPQ 195 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 

GALVICON (Registrant) for galvanizing and rust-resistant paints and solvents for metals. 

GALVANUM (Petitioner) for paint particularly intended as a protective coating for gal- 
vanized iron surfaces. 

Petition to cancel dismissed. Considering the highly suggestive nature of the 
common syllable of the two marks GALV as applied to the goods, it is concluded that 
the differences between the marks are such as to preclude any reasonable likelihood 
of confusion. 

200.17—PATENT OFFICE PROCEEDINGS—REGISTRABILITY—EX PARTE 

DESCRIPTIVE AND GENERIC MARKS 

In determining whether a word or syllable has a descriptive or suggestive 
significance as applied to merchandise, it is proper to take notice of the extent to 
which it has been used by others on such merchandise. 


Cancellation proceeding No. 6,887 by Vita-Var Corporation v. Galvi- 
con Corporation, Registration No. 624,348, issued April 3, 1956. Petitioner 
appeals from decision of Trademark Trial and Appeal Board dismissing 
petition. Affirmed; Worley, Chief Judge, dissenting with opinion. 

Case below reported at 50 TMR 86. 

S. Michael Ress, of New York, N.Y., for appellant. 
Watson, Cole, Grindle & Watson (Felix M. deRosa of counsel) of Wash- 
ington, D.C., for appellee. 


Before Wor.EY, Chief Judge, Ricu, MarTIN, and Situ, Associate Judges, 
and KiRKPATRICK, Judge.* 


SMITH, Judge. 

Appellant’s petition to cancel registration No. 624,348 issued to ap- 
pellee on its mark GALvIcon on April 3, 1956, for Galvanizing and Rust- 
Resistant Paints and Solvents for Metals,” was dismissed by the Trademark 
Trial and Appeal Board (120 USPQ 505). This appeal from the dis- 
missal of the petition raises the issue as to whether under the provisions 
of Section 2 of the Lanham Act (15 U.S.C. 1052), the mark GALvIcon 
so resembles appellant’s registered mark GALVANUM as to be likely, when 
applied to the goods of appellee, to cause confusion or mistake or to deceive 
purchasers. 

The pertinent facts upon which the parties are agreed show: 





1. Appellant is the prior user by many years of its mark GALVANUM 
and is the owner of trademark registration No. 133,677 issued to a prede- 
cessor on August 3, 1920, and since renewed. Appellant and its predecessor 
have used and are now using the mark in connection with the sale of paint 
particularly intended as a protective coating for galvanized iron surfaces. 





* 


United States Senior Judge for the Eastern District of Pennsylvania, designated 
to participate in place of Judge O’CONNELL, pursuant to provisions of Section 294(d), 
Title 28, United States Code. 





Vol. 51 TMR VITA-VAR CORP. v. GALVICON 769 

2. Appellee since February 4, 1953 has used the name GALVICON for a 
protective coating and solvents therefor. The coating contains a high pro- 
portion of zine and is used cold to provide a rust resisting protective coat- 
ing, sometimes referred to as “cold galvanizing” on iron or steel surfaces 


which are subject to corrosion. 


3. Comparing the marks as a whole, the common prefix GALv is found 
in both marks. The respective suffixes ICON and aNUmM differ in sound 
and appearance. The affidavit of Grebinar describes the origin and meaning 
of appellee’s mark as follows: 

The mark GALVICON was coined by me from the dictionary term 
GALVANO, which is defined by Webster’s Dictionary as a “combining 
form for galvanic or galvanism’’, to describe the electrical action which 
occurs between Respondent’s product and the coated base metal. The 
suffix “con” forming a part of Respondent’s mark was added to the 
prefix “Galvi” to suggest the electrical contact or binding properties 
between the coating and the base metal, “con” also being a dictionary 
term defined as “with” or “together.” The mark was coined by me 
on or about 1952. 


4. The prefix GALV is shown to have been used in other registered 
trademarks, some ten in number, all of which registrations have been 
issued since the registration of appellant’s mark. Such a prefix also is 
shown in a list of trademarks listed in The Thomas Register of American 
Manufacturers subsequent to the effective date of the registration of ap- 
pellant’s mark GALVANUM. 

The Trademark Trial and Appeal Board concluded that the common 
syllable of the two marks was “highly suggestive” as applied to the goods 
and concluded that “the differences between the marks are such as to 
preclude reasonable likelihood of confusion.” 

We agree with the conclusions reached by the Trademark Trial and 


Appeal Board. The common prefix GALV used in the two marks in issue 


has no significance as indicating either party as the source or origin of 
the respective goods to which the names are applied. The word GALVANO 
is defined in Webster’s New International Dictionary, 2d ed., as a com- 
bining form as used in the words “galvanic, galvanism.” The same dic- 
tionary defines the words “galvanic” and “galvanism” from which we find 
that both terms were derived from the proper name of Luigi Galvani on 
account of his connection with the discovery of “dynamical electricity.” 
Substantially the same combining form also appears in the word “gal- 
vanize” which in its second definition means “to coat (iron or steel) with 
zine; as galvanized iron.” 

While it is necessary in analyzing the similarities and differences of 
the marks in issue to dissect them, our decision is based on a comparison 


of the entire marks. 
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At the time the mark GALVANUM was first adopted and used by ap- 
pellant’s predecessor it was a coined word in which GALV or GALVAN was 
highly suggestive of the intended uses of the products on which the mark 
was used. Thus when appellee adopted and used its mark GALVICON using 
the same prefix, it was using a common combining form also found in the 
descriptive term “galvanize.’’ Such distinctiveness as there is in appellee’s 
mark must be found in the Icon suffix. 

Thus when we consider the marks in their entireties we are impressed, 
and we think a purchaser of the goods also will be impressed with the fact 
that the similarities of the mark do not have that distinctiveness which by 
themselves would enable the marks to indicate the source or origin of the 
goods of either party. The distinctive portions of the respective marks 
cause the names to sound different because of the difference in pronun- 
ciation. Also, the differences in appearance between the marks include, 
in addition to the difference between -ANUM and -ICON, the use of script 
with the tail of the “G” extending under the whole word in petitioner’s 
mark while appellee’s mark is in plain block capital letters. The marks 
thus look different. To the extent the distinctive portions of the marks 
have any significance they convey distinctive meanings to a prospective 
purchaser. 

While each case must stand essentially on its own facts, the conclusion 
we here reach finds ample legal support in earlier decisions of this court, 
among which are Sure-Fit Products Co. v. Saltzson Drapery Co., 45 CCPA 
856, 254 F.2d 158, 117 USPQ 295 (48 TMR 1006) ; National Motor Bearing 
Co., Inc. v. James-Pond-Clark, 46 CCPA 877, 266 F.2d 799, 121 USPQ 515 
(49 TMR 644), and Shoe Corp. of America v. The Juvenile Shoe Corp. of 
Amerwa, 46 CCPA 868, 266 F.2d 793, 121 USPQ 510 (49 TMR 650). 
In the Shoe Corp. case this court said, 121 USPQ at 512-513 (49 TMR at 
654) : 

In determining whether a word or syllable has a descriptive or 
suggestive significance as applied to merchandise, it is proper to take 
notice of the extent to which it has been used in trademarks by others 
on such merchandise. If it has been frequently so used the inference 
is warranted that it is not purely arbitrary; that it would be likely 
to be understood by purchasers as identifying or describing the mer- 


chandise itself rather than the source thereof and hence as having 
little or no trademark significance. 


We, therefore, approve of the summary of the board in the concluding 
paragraph of its opinion which reads, 120 USPQ at 506 (50 TMR 86): 


Considering the highly suggestive nature of the common syllable 
of the two marks [“Galv-”] as applied to the goods, it is concluded 
that the differences between the marks are such as to preclude any 
reasonable likelihood of confusion. 





Vol. 51 TMR VITA-VAR CORP. v. GALVICON 771 











For the foregoing reasons the decision of the Trademark Trial and 
Appeal Board is affirmed. 


Wor ey, Chief Judge, dissenting. 


In my opinion GALVICON and GALVANUM are so similar in sound, ap- 
pearance, and meaning that their concurrent use on the goods of the re- 
spective parties, which are substantially identical, would be quite likely 
to lead to confusion. In view of that fact, and of the well-settled rule 
that doubts as to registrability should be resolved against the newcomer, 
I am of the opinion that appellant’s opposition should have been sustained 
and that the decision appealed from should be reversed. 








PART Ill 


CHAPRON v. BONKENBERG et al. 
N. Y. Sup. Ct., Kings Co. —Feb. 15, 1961 —128 USPQ 555 


500.32b—COURTS—BASIS OF RELIEF—NAMES—CORPORATE AND TRADE 
NAMES 
800.6la—OTHER STATUTES—STATE STATUTES—IN GENERAL 


Petitioner’s motion brought under Section 964 of New York Penal 
Law to restrain respondents from using the name MOUNT EVEREST STRAW- 
BERRY CO., INC. was denied. Petitioner alleged development of a climbing 
strawberry plant which he named MOUNT EVEREST CLIMBING STRAWBERRY 
for section of France where first cultivated. Respondents had purchased 
plants from petitioner’s agent for resale in United States and adopted 
corporated name MOUNT EVEREST STRAWBERRY CO., INC. Petitioner ceased 
sales to respondents but respondents continued to use corporate name 
and advertise petitioner’s goods. 

The Court held Section 964 of Penal Law in a summary proceeding 
for an injunction to prevent the use of a name for advertising and other 
purposes which may deceive or mislead the public. The remedy is invoked 
only when right to injunction is established in a clear and convincing 
manner. It must be denied where basic factual allegations of violation 
of the statute are controverted. The showing required is similar to that 
required for summary judgment. There must be a showing on part 
of respondent of an intent to deceive and mislead the public. Petitioner 
failed to establish evidentiary facts sufficient to show that his product 
was unique and had come to be identified in United States with petitioner 
solely. Moreover, respondents’ activities in connection with purchase, im- 
portation and sale of the petitioner’s plant provided some basis for use 
of the corporate name. 





METROPOLITAN OPERA ASSOCIATION, INC. v. METROPOLITAN 
ARTISTS, INC. 


N. Y. Sup. Ct., Spec. Term, N. Y. Co. —Feb. 9, 1961 
— 128 USPQ 556 


500.32b—COURTS—BASIS OF RELIEF—NAMES—CORPORATE AND TRADE 


NAMES 
500.58a—COURTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 
INJUNCTION 


Plaintiff’s motion for preliminary injunction granted. The Court 
found the word METROPOLITAN in the realm of song denotes the METRO- 
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POLITAN OPERA ASSOCIATION, INC., and that terms METROPOLITAN OPERA, 
METROPOLITAN and THE MET have acquired a secondary meaning in the 
musical world connoting plaintiff ; and held it was unnecessary for plaintiff 
to show actual confusion, it being enough that there is a strong likelihood 
that defendant’s performance under the name METROPOLITAN ARTISTS, INC. 
will lead public to believe they are being given by persons authorized to 
do so by plaintiff. 
500.76e—COURTS—PLEADING AND PRACTICE—DEFENSES—LACHES 
AND ACQUIESCENCE 

There was no indication that plaintiff was aware of defendant’s use 
of the word METROPOLITAN and, therefore, no basis for holding that plaintiff 
was estopped by reason of its acquiescence from receiving injunctive relief. 
In an unfair competition action, laches is no defense unless it amounts 
to an abandonment of plaintiff’s right to exclusive use of its name or unless 
it creates an estoppel. 


HARVEY ALUMINUM (INCORPORATED), by change of name from 
HARVEY MACHINE CO. INC. v. AMERICAN SCREEN PRODUCTS COMPANY 


Tm. Bd. — Feb. 28, 1961 —128 USPQ 451 


300.21—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
IN GENERAL 


Opposition dismissed. The Board found that opposer was first to use 
HARVEY as a trademark but held that this cannot in and of itself con- 
stitute a sufficient basis for sustaining an opposition. It is incumbent 
upon opposer not only to establish prior use of its mark but prior use 
thereof for goods related in some manner to those of applicant as to 
be likely to result in purchasers ascribing a common origin. 


THE RIESER COMPANY, INC. v. MUNSINGWEAR, INC. 
Tm. Bd. — Feb. 28, 1961 —128 USPQ 452 


300.28e—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—EVIDENCE 


Applicant urged that opposer’s testimony should be stricken and 
judgment entered in its favor on the ground that opposer had not fully 
complied with the Patent Office rules relating to the signing and cer- 
tification of testimony. The Board denied applicant’s request since record 
showed that applicant’s counsel by stipulation waived these requirements 
at the taking of opposer’s testimony. 
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200.75e—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER 
PARTES)—TRADEMARK USE—DECEPTIVE USE 
300.21—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
IN GENERAL 


Applicant charged opposer with unclean hands. on the ground that 
opposer “fraudulently” used a registration notice in connection with the 
sale of its VENIDA foot socks where in fact it was not the owner of a reg- 
istration for such goods. The Board held there is a legal distinction 
between a “false” representation and a “fraudulent” one, the latter in- 
volving an intent to deceive whereas the former may be occasioned merely 
by a misunderstanding, an inadvertence, or the like. 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
vINITA (Applicant) for women’s hosiery. 
VENIDA RULES THE WAVES (Opposer) for hair nets and asserted user of 


VENIDA for a line of foot socks and women’s notions and leg products. 


Opposition sustained. The Board held that vinita for hosiery was 
likely to be confused with venmpa for foot and toe socks. They are similar 
in appearance and composition and are practically indistinguishable when 
spoken. 





NIFE INCORPORATED v. GOULD-NATIONAL BATTERIES, INC. 
Tm. Bd. — Feb. 28, 1961 — 128 USPQ 453 


200.65—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—NON DESCRIPTIVE MARKS 


Opposition dismissed. The Board found the record was insufficient 
to show that Nicap was an abbreviation, contraction, or foreshortening 
for nickel cadmium and held the record indicated NicaD was used and 
recognized as the trademark for applicant’s nickel cadmium batteries. 





KIEKHAEFER CORPORATION v. SALZBURG 
Tm. Bd.— Feb. 28, 1961 —128 USPQ 455 


300.23—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE 


The Board held where applicant took no testimony, he is limited 
to filing date of first use. 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
400.4—CONFUSING SIMILARITY—CLASS OF GOODS 


MERCURY (Applicant) for power lawn mowers. 


MERCURY (Opposer) for outboard motors, industrial engines, and parts 
thereof. 
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Opposition sustained. The Board found opposer’s mark MERCURY was 


well-known in the boating trade and that it was not uncommon for com- 


petition of opposer to manufacture both outboard motor and power lawn 


mowers; and held applicant’s use of MERCURY on power lawn mowers Was 


likely to cause confusion. 
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